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Management of Proceedings for
Patent-related Cases

This chapter outlines the management of proceedings for suits against infringement of a patent
and suits against appeal/trial decisions made by the JPO on a patent, which are two of the major IP-

related cases.

Suits against Infringement of a Patent

(1) A suit against infringement of a patent ("patent infringement suit") is a civil suit to seek an
injunction against an act of infringement of a patent or to claim for damages. Patent infringement
suits at the first instance are, in principle, under the exclusive jurisdiction of the Tokyo District
Court or the Osaka District Court. Any appeal related to such suits will be under the jurisdiction of

the Intellectual Property High Court (please refer to Chapter III).

(2) The intellectual property divisions of the Tokyo District Court and the Osaka District Court
respectively have prepared the Guidelines for Proceedings for Patent Infringement Suits. The
English translation of these guidelines are publicized on the website of the Intellectual Property
High Court (https://www.ip.courts.go.jp/eng/Guidelines_for_Proceedings/index.html, please
refer to Chapter VII 5). When a patent infringement suit is filed with either of these courts, the
proceedings will be managed in accordance with these Guidelines. Both courts have adopted the
two-phase proceedings system, where the court first conducts proceedings on whether the patent
has been infringed or not (phase for examination on infringement) and, if the court finds, based on
the result of the proceedings, that infringement has actually occurred, second-phase proceedings
will be conducted on the amount of damage (phase for examination on damages). In some cases
where a court finds that infringement has actually occurred and starts proceedings in the phase for
examination on damages, the court may attempt to arrange a settlement and designate the date of

settlement.

(3) It was controversial as to whether it is possible to dispute the validity of a patent in a patent
infringement suit. In the "Kilby case" (decided on April 11, 2000), the Supreme Court held that
it is an abuse of a right to file a claim based on a patent for which a reason for invalidation clearly
exists even though the patent has not been rescinded through a JPO trial procedure. The subsequent
addition of Article 104-3 to the Patent Act provided statutory grounds for disputing the validity of
a patent in a patent infringement suit. Therefore, the validity of a patent may be disputed by raising
a patent invalidity defense in a patent infringement suit and/or following the JPO invalidation trial

procedure(so-called "Double Track").
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Management of Proceedings for Patent-related Cases

(4) The calculation of the amount of damage sustained by infringement of the patent right is
governed by Article 102 of the Patent Act, which provides for the presumption of the amount of
damage. Under this Article, patentee, etc may claim any of the following [i], [ii],[iii] as the amount of
damage:

[i] The sum of the following (a) and (b):

(a) the amount obtained by multiplying the profit per unit of the articles which would have been
sold by the patentee, etc. if there had been no act of infringement, by a portion not exceeding the
quantity proportionate to the ability of the patentee, etc. to work the patented invention ("quantity
proportionate to ability to work") out of the quantity of the infringing articles assigned by the
infringer ("assigned quantity") (if there are circumstances due to which the patentee, etc. would have
been unable to sell the quantity of articles equivalent to all or part of quantity proportionate to ability
to work, the quantity relevant to such circumstances ("specified quantity") shall be deducted);

(b) the amount of money to be received for the working of the patented invention according to
specified quantity or the portion exceeding the quantity proportionate to ability to work out of the
assigned quantity; (paragraph (1) of said Article)

[ii] the amount of profit earned by the infringer from the act of infringement (paragraph (2) of said
Article); or

[iii] the amount of money the patentee, etc. would have been entitled to receive for the working of the
patented invention (paragraph (3) of said Article).

(5) In principle, the procedure of patent infringement suits is carried out in accordance with the
Code of Civil Procedure. Also, the Patent Act has various special provisions related to the Code of
Civil Procedure. For example, if a patentee, etc. alleges that his/her patent has been infringed by a
product or process, and if the adverse party denies the specific conditions of the product or process
that the patentee, etc. has claimed as the one that composed an act of infringement, the adverse party
must clarify the specific conditions of his/her act (Article 104-2 of the Patent Act). Furthermore, the
court may order either party to submit documents that are needed to prove the infringement or to
calculate damages incurred by the infringement, except when the party possessing the documents has
a legitimate reason for refusing to submit them (Article 105 of said Act). Additionally, the court may
also appoint one or more impartial technical experts as inspectors if there are reasonable grounds
to suspect the infringement of the patent right and there seems to be no alternative means to obtain
evidence. Those inspectors who are authorized to enter into the alleged infringer's factory or other
premises and conduct an investigation that is needed to prove the infringement submit a report to the
court (Article 105-2, etc. of said Act). Moreover, a confidentiality protective order is also available as
a procedure for protecting the trade secrets stated in briefs or evidence (Article 105-4. of said Act).

Additionally, the proceedings for seeking opinions from third parties in patent infringement
litigation should be noted (Article 105-2-11 of the Patent Act). Under the proceedings, when finding
it necessary upon the petition of a party, the court may seek from the general public submission of
written opinions on the application of the Patent Act and other necessary matters concerning the case,
while specifying the period of the call for opinions, and the parties may use such written opinions as
evidence.

(6) Some patent infringement cases are solved through court settlement. In large part of those
cases, settlements are reached to the patent holders' advantage, including cases where a large
amount of damages are claimed. In Japan, court settlement is widely recognized as an efficient and
speedy way to reach an appropriate resolution.
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Management of Proceedings for Patent-related Cases

Suits against Appeal/Trial Decisions made by the JPO
on a Patent

Any administrative disposition conducted by an administrative agency is subject to scrutiny
by judicial powers. Therefore, the legality of any decision, etc. made by the JPO, which is an
administrative agency, is subject to review by the courts. A suit against appeal/trial decision made
by the JPO is under the jurisdiction of the Intellectual Property High Court as a court in charge of
the first instance (please refer to Chapter III). In the case of an ex parte case, such as a trial against
examiner's decision of refusal, the JPO Commissioner will become the defendant, while, in the case
of an inter partes case, such as a trial for patent invalidation, either the demandant or the demandee
of the trial will serve as the defendant (Article 179 of the Patent Act).

The Intellectual Property High Court has prepared the guidelines for proceedings of suits against
appeal/trial decisions made by the JPO. The English translation of the guidelines are publicized on
the website of the Intellectual Property High Court (https://www.ip.courts.go.jp/eng/Guidelines_
for_Proceedings/index.html, please refer to Chapter VII 5). In principle, the proceedings for
suits against appeal/trial decisions made by the JPO will be managed in accordance with these
guidelines. In a suit against appeal/trial decision made by the JPO, the plaintiff is required to
submit a brief prior to the first date for preparatory proceedings and required to present, in the brief,
all of the reasons for seeking rescission of the JPO decision. In response, the defendant is required
to submit a brief that states all of its counterarguments to the plaintiff's arguments.

If the court finds that a JPO decision, etc. erred, the court will hand down a judgment to rescind
it. If this judgment is finalized, the procedure will be resumed at the JPO. For example, in the case
of a suit against appeal/trial decision made by the JPO in a trial against the examiner's decision of
refusal, even if the court finds the JPO decision to uphold the examiner's decision to be erroneous,
the court would only rescind the JPO decision and would not have the authority to make a decision

to grant a patent.
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