AllegaiienerEateRipvaliciby
I Petienie afdlnle/enant Litlefaion




PualrSysten ol Patent Eitigation

IP High Court

Tokyo / Osaka
District Court
(IP Division)




"T“T et iBa G0 5 0e Se

* 13

Junsaiction offliPAnirngement Litigatien

Tokyo/Osaka District Court
(Exclusive jurisdiction)

Patent Right, Utility Model Right,
Right of layout designs of
integrated circuits, Copyright of
computer program

District court
(Concurrent jurisdiction of
Tokyo/Osaka District Court)

Copyright, Trademark right,
Design right, Breeder’s right,
Unfair Competition




Allegatien e PatentinvalidiyinRPaient
INRCEMERGSUIL




Article 104-3 (Restriction on exercise of
rights of patentee, etc.) 1/2

(1) Where, In litigation concerning the infringement of
a patent right or an exclusive license, the said
patent Is recognized as one that should be
Invalidated by a trial for patent invalidation, the
rights of the patentee or exclusive licensee may not,
be exercised against the adverse party. ¥



Article 104-3 (Restriction on exercise of
rights of patentee, etc.) 2/2

(2) Where the court considers that the materials used
for an allegation or defense under the preceding
paragraph are submitted for the purpose of
unreasonably delaying the proceedings, the court
may, upon a motion or ex officio, render a ruling s
the effect that the allegation or the defense is to be?,
dismissed. LY



CounterAllegation o Claim Coection
(d/3)
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Article 126 (Trial for correction)

(1) The patentee may file a request for a trial for
correction with regard to the correction of the
description, scope of claims or drawings attached to
the application; provided, however, that such .
correction shall be limited to the following: 8
(1) restriction of the scope of claims; s
(1) correction of errors or incorrect translaﬂons an@I ¢
(i) clarification of an ambiguous statement. ;




Article 126 (Trial for correction)

(2) A request for a trial for correction may not be filed from the

- ¥

| 7|~

S
{

time the relevant trial for patent invalidation has become
pending before the Patent Office to the time the trial

decision has become final and binding; provided, however,

that this shall not apply to a request for a trial for correction

filed within 90 days from the day an action against the trial
decision in the trial for patent invalidation Is instituted (in the
case of the judgment rescinding the trial decision under ‘W,
Article 181(1) or a ruling rescinding the trial decision undef
Article 181(2) concerning the case, the period after the = +

_ judgment or the ruling has become final and binding dhall t{\
L

be excluded). Rl eL
le—t il

e !



AR ol

Article 128 (Trial for correction)

Where a trial decision to the effect that the

description, scope of claims or drawings attached to

the application is to be corrected, has become final

and binding, the filing of the patent application, the
laying open of the patent application, the examiner's:
decision or the trial decision to the effect thatthe 'y
patent Is to be granted, or the registration of the P
establishment of the patent right, shall be deemed "
- jo have been made based on the corrected ~ \ p\
¢y description, scope of claims or drawings. % :

{
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Article 134-2 (Request for correction in a
trial for patent invalidation)

(1) The demandee in a trial for patent invalidation may file a
request for a correction of the description, scope of claims
or drawing(s) attached to the application only within the
time limit designated in accordance with paragraph (1) or
(2) of the preceding Article, paragraph (1) or (2) of the
following Article or Article 153(2); provided, however, that
such correction shall be limited to the following purposes: \

(1) restriction of the scope of claims;

(If) correction of errors in the description or of mcorreqi _ ‘3 :
translations; and |
\
g

k5 (i) clarification of an ambiguous description.
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Issues judges are faced with by “Dual

Tracks”™

The court of infringement suit cannot be ignorant of
ongoing patent invalidation procedure when a trial
decision to invalid the patent become final and
binding, the patent will be publicly invalidated (same

d
C

T

oplies to a trial decision to restrict the scope of
alms by correction). :

nere Is no limitation of time for requesting a trial fo’{

invalidation, or a trial for correction of claims (unless * |
an action against the trial decision in the trial for + ¢
patent invalidation is instituted), or for requesting fot
, correction of claims, which may cause delay of® b
- solving a dispute. X

4
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2008.4.24 Supreme Court Judgment
(Minshu Vol. 62, No. 5 ) ~Factsl/4~

<The First Instance>

X filed a suit against Y to seek an injunction
against manufacture and sale of product, and
damages, alleging the product manufactured
by Y fell within the technical scope of the
Invention defined by Claim 5 (“Invention 57)

out of the claims stated in the description. i
Y advanced an allegation of invalidity of the a4
patent pertaining to Invention 5. -, T A
The judgment of first instance adopted the \ V e '
, allegation of invalidity and dismissed X’s \ Lg\
£ A CAGNIES i 2 ¢
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2008.4.24 Supreme Court Judgment

~Facts2/4~
<The Second Instance>
X filed an appeal againstthe X filed a request for a trial
judgment of first instance. for correction with regard
v alleaed that th to Claim 5 (1st time) .
alieged tha derfe WETE X withdrew 1st request
apparent grounds for and filed 2nd request for
invalidation of the patent a trial for correction witf
pertaining to Invention 5. regard to Claim 5. ,
‘ b
v gl <
. :
Y ! '7{ LA\
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2008.4.24 Supreme Court Judgment

The court of second Iinstance
concluded oral argument.

The court of second instance
dismissed X's appeal,
adopting Y~’s allegation of

, Invalidity.

~Facts3/4~

The trial examiner made
trial decision to the effect
the (2nd) request for a

trial for correction cannat

be filed. ‘

X withdrew 2nd request. *

X filed 3rd request ford,
trial for correction-yith p\ 4

regard to Claims. ¢« ™
n\l.j A!a‘
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2008.4.24 Supreme Court Judgment
~Factsd/4~

<After Judgment of Second

Instance> X withdrew 3rd request and
X filed a final appeal and filed 4th request for a trial for

" correction with regard to
petition for acceptance of Claim 5

final appeal against the
judgment of second
Instance.

X withdrew 4th request and.
filed 5th request for a trial for:
correction with regardto
Claim 5. 1

The trial examiner made trial >
decision to the effect that te '
) claim should be corrected a
v requested, and it became’y .
i final and binding. " et A
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The court of second Instance rendered a judgment
to dismiss the claim of X by adopting Y's allegation
of invalidity under Article 104-3, paragraph (1).

A trial decision to allow a correction for the purpose
of restricting the scope of claims pertaining to said
patent right became final and binding.

|

|

\
X challenges the determination of the court of ‘ s
second instance that there is a ground for retéial. ,



2008.4.24 Supreme Court Judgment
~Summary of the judgment 1/2~

Where, with regard to X's claim against Y for damages for infringement of
a patent right, the court of second instance rendered a judgment to
dismiss the claim by adopting Y's allegation of invalidity under Article
104-3, paragraph (1) of the Patent Act, and then a trial decision to allow
a correction for the purpose of restricting the scope of claims pertaining
to said patent right became final and binding, if X challenges the
determination of the court of second instance by arguing that there exist
the grounds for retrial set forth in Article 338, paragraph (1), item (viii) of
the Code of Civil Procedure because said trial decision became final ahd
binding, given the facts shown in (1) and (2) below, such behavior of X is -
regarded as causing an unreasonable delay in solving the dispute and] ;
therefore impermissible in light of the purpose of the provision of Article
104-3 of the Patent Act: p ¢ L{\
b AV
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2008.4.24 Supreme Court Judgment
~Summary of the judgment 2/2~

(1) Considering that the judgment of first instance dismissed X's claim
for damages by adopting Y's allegation of invalidity, X should have
advanced, at an early stage at least in the proceedings in the second
Instance, an allegation to deny or overturn Y's allegation of invalidity;

(2) The trial decision in question was made in response to the request

for a trial for correction filed by X after the conclusion of oral .
argument in the second instance. In view of the content of the trial
decision and the fact that X filed requests for trial for correction twicey
and withdrew both requests while the proceedings in the second :
Instance continued for more than one year, no reason can be found,
to justify X's failure to advance, prior to the conclusion of oraly - ,
argument in the second instance, a counter-allegation relatingito the . -

» request for a trial for correction that was filed after the conclusion of L{\

oral argument, in order to deny or overturn Y's allegation of inyalidity. s
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Important points of the reason (1/3)

Paragraph (1) of Art. 104-3 *““can be construed to
aim to solve disputes on infringement of patent
rights within the procedures for patent infringement
suits to the greatest possible extent, thereby
achieving prompt solution to such disputes.” :

It can be construed the purpose of Paragraph (2) isy
“to prevent a delay in court proceedings that would *
occur when the court conducts examination apd = %

determination on an allegation of invalidity. - H\
» L
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Important points of the reason(2/3)

“In light of such purport of the provision of
paragraph (2) of said Article, the court may dismiss
not only an allegation of invalidity itself but also an
allegation advanced to deny or overturn an
allegation of invalidity ("counter-allegation”), and
even where a counter-allegation is advanced
against an allegation of invalidity presented on the 3
grounds of a correction made for the purpose of ~ *
restricting the scope of claims, such counter-;, %
allegation would be dismissed If it is found to have
" been advanced for the purpose of unreasonablv X u\
., delaying the proceedings.” P a3
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Important points of the reason (3/3)

“Under the circumstances of the case, the
appellant could have advanced a counter-allegation
against the appellees' allegation of invalidity in the
first instance, and in light of the purport of the
provision of Article 104-3 of the Patent Act, it should
be construed that at least in the proceedings in the’ .
prior instance after the judgment of first instance \
adopted the appellees’ allegation of invalidity, the | =,
appellant should have advanced a counter- + - '
| aIquatlon at an early stage, including one thatys on u\
+  the grounds of a correction made for the purpose pf
-+ restricting the scope of claims.” g anAt
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