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Date July 2, 2004 Court Tokyo District Court 

47th Civil Division Case number 2003 (Wa) 27434 

– A case in which the court found that the defendant's act of using the marks including 

"ラ ヴォーグ南青山" for the advertisement activities for promoting the sale of 

condominiums constitutes the act of unfair competition prescribed in Article 2, 

paragraph (1), item (i) of the Unfair Competition Prevention Act. 

Reference: Article 2, paragraph (1), items (i) and (ii), Article 3 and Article 4 of the 

Unfair Competition Prevention Act 

Number of related rights, etc.:  

 

Summary of the Judgment 

1. The plaintiffs are a U.S. corporation publishing a fashion magazine titled "VOGUE" 

in the U.S. and a Japanese corporation publishing a Japanese version of the 

aforementioned magazine in Japan, while the defendant is a stock company engaged in 

the business of sale, rental, etc. of real estate. The defendant planned construction of a 

condominium (the "Condominium") in Minato-ku, Tokyo, named the condominium "

ラ ヴォーグ南青山" (La VOGUE Minami Aoyama), and used marks containing said 

name for the advertisement activities to promote sales. The plaintiffs alleged that the 

defendant's act constitutes the act of unfair competition prescribed in Article 2, 

paragraph (1), item (i) or (ii) of the Unfair Competition Prevention Act (hereinafter 

simply referred to as the "Act") and filed an action seeking an injunction against the 

use of the marks and payment of damages. 

2. In this judgment, the court upheld part of the plaintiffs' claims by finding that Article 

2, paragraph (1), item (i) of the Act is applicable. The summary of such judgment is as 

follows. 

(1) It is reasonable to interpret that the term "another person" specified in Article 2, 

paragraph (1), item (i) of the Act includes a group of parties that can be considered to 

be united for the shared purpose of protecting and developing the source-identifying 

function, quality guarantee function, and customer appeal function of a specific 

indication, such as a group of a licensor, licensees, and sub-licensees that were united 

under a product development agreement concerning said indication. The plaintiffs can 

be considered to belong to a corporate group united in connection with the publication 

of the VOGUE magazine and can therefore be considered to be the entities embodied 

in the indications of goods or business, namely, the plaintiffs' marks. 

(2) In light of the following facts, Plaintiffs' Marks 1 and 2 can be found to have 

become well known to such an extent that it can be considered to be "well known 
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among consumers" by September 2002 at the latest, in which the defendant's marks 

were used: [i] the VOGUE magazine has been sold for more than 100 years in the U.S., 

and local versions have been published in various countries, and as a result, the 

magazine has become famous as a fashion magazine in many countries in the world 

including the U.S. [ii] the VOGUE magazine has been sold for more than 50 years 

since around 1949 in Japan and has been referred to by various dictionaries and 

advertised and covered by newspapers, weekly magazines, etc.; [iii] the VOGUE 

magazine is known in Japan as a high-class fashion magazine attracting famous brand 

companies as advertisers and is recognized by general readers as a luxurious fashion 

magazine; [iv] CNAP, which belongs to the plaintiffs' corporate group united in 

connection with the publication of the VOGUE magazine, obtained trademark 

registrations as well as defensive mark registrations of Plaintiffs' Marks 1 and 2; and 

[v] the plaintiffs have been taking various legal measures to prevent dilution of 

Plaintiffs' Marks 1 and 2. In the case of Plaintiffs' Mark 3, while the word "NIPPON" 

is written in small letters inside the letter "O" included in Plaintiffs' Mark 1, Plaintiffs' 

Mark 3 is almost the same as Plaintiffs' Mark 1 in terms of appearance. Thus, clearly, 

Plaintiffs' Mark 3 is perceived to be identical with Plaintiffs' Mark 1 as a mark 

indicating that the magazine is a Japanese version of the VOGUE magazine. By 

September 2002 at the latest, in which the defendant's marks were used, Plaintiffs' 

Mark 3 can be considered to have become well known to such an extent that Plaintiffs' 

Mark 3 can be regarded to be "well known among consumers." Furthermore, the 

plaintiffs' marks can be considered to have continued to be well known until today. 

(3) The term "indication of goods or business" specified in Article 2, paragraph (1), 

item (i) of the Act means the name of a person conducting business, trade name, 

trademark, mark, a package or wrapping of goods, or any other indication of goods or 

business. The term "goods" in this context is used on the premise that there is a 

competition and refers mostly to movables that are designed to be distributed in the 

market and capable of bearing an indication to distinguish the source thereof. Even in 

the case of real estate, buildings such as condominiums are scheduled to be produced 

and supplied in large numbers and scheduled to be distributed in a general market. For 

example, in the case of the Condominium, consumers were recommended to purchase 

home units for the purpose of investment. A condominium can bear an indication to 

distinguish the source thereof. Therefore, it can be interpreted that a condominium is 

scheduled to be distributed in the market as an object of a commercial transaction and 

is capable of bearing an indication to distinguish the source thereof and therefore that a 

condominium can be regarded as "goods" specified in Article 2, paragraph (1), item (i) 
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of the Act. Therefore, it can be said that the name of a condominium can be regarded 

as an indication of goods or business and that all of the defendant's marks used to 

indicate the name of a condominium can be regarded as indications of goods or 

business. 

(4) The "Vogue" or "ヴォーグ" part of the defendant's marks strongly attracts the 

attention of consumers who come across these marks. (Based on this premise,) the 

defendant's marks and the plaintiffs' marks can be considered to be identical in terms 

of pronunciation and concept and can therefore be considered to be similar. 

(5) An act of causing "confusion" as specified in Article 2, paragraph (1), item (i) of 

the Unfair Competition Prevention Act includes not only an act by a person who uses 

an indication that is identical or similar to another person's well-known indication of 

goods or business resulting in causing consumers to identify both persons as the same 

source of the goods or business, but also an act by such person resulting in misleading 

consumers to believe that both persons belong to a group conducting the same product 

development activities. It is reasonable to interpret that, in order to find said act as an 

act of causing confusion, a competitive relationship between the two persons is not 

required. A determination as to whether one's act can be considered to be such act of 

causing confusion as described above should be made in a comprehensive manner 

based on the amount of attention that the traders and consumers of the goods carrying 

one's indication are supposed to pay to those goods in consideration of the degree of 

similarity between one's indication in use and indication of goods or business of 

another person, the degree of well-knownness and creativeness of the indication of 

goods or business of another person, the closeness of the relationship between the 

goods, etc. carrying one's indication and the goods, etc. pertaining to another person's 

business, the number of one's traders and consumers who also act as traders and 

consumers of another person, and other transactional practices. Based on a 

comprehensive evaluation of the following facts, it can be said that the defendant's 

marks are found to cause consumers who come across those marks to remember the 

plaintiffs' marks and wrongly believe that the defendant belongs to a group in which 

the defendant and the plaintiffs are engaged in the same product development activities 

or that the defendant has been licensed by the plaintiffs: [i] while the creativeness of 

the plaintiffs' marks is not so high in the U.S. and France because the word used in the 

defendant's marks is a common noun, said word is not commonly used in Japan; [ii] 

the plaintiffs' marks are extremely well known due to their use for a long period of 

time; [iii] the plaintiffs' marks and the defendant's marks are identical in terms of 

pronunciation and concept and can therefore be considered to be similar; [iv] there is a 
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correlation between the goods carrying the plaintiffs' marks and the goods carrying the 

defendant's marks to such an extent that some of the consumers of both goods are the 

same; and [v] the Condominium is sold as a condominium having a high-class, 

sophisticated image that is the same as the image of the VOGUE magazine and the 

VOGUE NIPPON magazine. 
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Judgment rendered on July 2, 2004 

2003 (Wa) 27434 Appeal Case of Seeking Injunction, etc. against Act of Unfair 

Competition 

Date of conclusion of oral argument: May 14, 2004 

 

Judgment 

Plaintiff: ADVANCE MAGAZINE PUBLISHERS INC. 

Plaintiff: Nikkei Conde Nast 

Defendant: PROPERST CO., LTD. 

 

Main text 

1. The defendant shall not use the marks specified in the attached 

Defendant's Mark List (1) to (11) for the building or the facilities or 

activities related to its business. 

2. The defendant shall not use the marks specified in the attached 

Defendant's Mark List (1) to (11) for its price lists, business-related 

documents, or any other printed matters and for advertisements such as 

signs, banners, flyers, newspaper advertisements, etc. 

3. The defendant shall pay each of the plaintiffs 47.5 million yen and the 

amount accrued thereon at the rate of 5% per annum for the period from 

December 4, 2003, to the date of completion of the payment. 

4. Any other claims of the plaintiffs shall be dismissed. 

5. The court costs shall be divided into five portions, one of which shall be 

borne by the plaintiffs, while the rest shall be borne by the defendant. 

6. Only the paragraph (3) of this judgment can be provisionally executed. 

Facts and reasons 

No. 1 Claims 

1. The same as paragraphs (1) and (2) of the main text. 

2. The defendant shall pay each of the plaintiffs 127.25 million yen and the amount 

accrued thereon at the rate of 5% per annum for the period from December 4, 2003 (the 

day following the date of the service of a statement of claim), to the date of completion 

of the payment. 

3. The defendant shall bear the court costs. 

4. The declaration of the provisional execution of paragraphs (2) and (3) above. 

No. 2 Outline of the case 

1. Facts undisputed by the parties 
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(1) Plaintiff ADVANCE MAGAZINE PUBLISHERS INC. ("Plaintiff Advance 

Magazine") is a corporation established under the laws of the State of New York in the 

U.S. and publishes a fashion magazine titled "VOGUE" (Exhibits Ko 1-1 and 1-2). 

   Plaintiff Nikkei Conde Nast started publishing "VOGUE NIPPON" in Japan, which 

is a Japanese version of the aforementioned magazine "VOGUE," from 1999 (Exhibit 

Ko 2). 

   The defendant is a stock company engaged in the business of sale, purchase, rental, 

brokerage, management, appraisal of real estate and the business of planning, designing, 

and surveying of real estate. 

(2) The defendant planned construction of the building specified in the attached Real 

Estate List (the "Condominium") in Minato-ku, Tokyo. In early July 2002, the defendant 

named the Condominium as "ラ ヴォーグ南青山" (La VOGUE Minami Aoyama), 

started the construction on September 2, 2002, and started selling home units of the 

Condominium on September 14, 2002. In this connection, the defendant established a 

showroom in a building named "カプリース青山" ("Caprice Aoyama"), which is close 

to the Condominium, on the same date and started advertisement activities to promote 

sales (Exhibit Otsu 131, the entire import of the oral argument). 

(3) The defendant uses the marks specified in the attached Defendant's Mark List (each 

mark shall be hereinafter referred to as "Defendant's Mark 1," etc. according to the 

number in the list and all of the defendant's marks shall be collectively referred to as the 

"defendant's marks") as follows. 

A. Defendant's Mark 1 

   The defendant uses Defendant's Mark 1 for the mailbox and the floor map of 

Caprice Aoyama, the back cover and page 30 of a brochure for the Condominium, 

pocket tissues for advertisement, the showroom signs placed around the Condominium, 

and the showroom signs placed in the Condominium, etc. 

B. Defendant's Mark 2 

   The defendant uses Defendant's Mark 2 for the entrance door of the showroom in 

Caprice Aoyama and paper bags. 

C. Defendant's Mark 3 

   The defendant uses Defendant's Mark 3 for the sign on the tent covering a wall of 

the Condominium, the sign on a wall of Caprice Aoyama, the front cover of a brochure 

of the Condominium, and a folded paper in pocket tissues for advertisement. 

D. Defendant's Mark 4 

   The defendant uses Defendant's Mark 4 for the sign on the tent covering a wall of 

the Condominium. 
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E. Defendant's Mark 5 

   The defendant uses Defendant's Mark 5 for the sign on a wall aside the stairs from 

the first floor to the second floor of Caprice Aoyama. 

F. Defendant's Mark 6 

   The defendant uses Defendant's Mark 6 for the front cover, pages 15 and 16 of a 

brochure (Exhibit Ko 138) of the Condominium, pages 8, 28, 39, and 40 of a brochure 

of the Condominium (Exhibit Ko 139), a document titled "Everything is included as 

standard equipment," advertisement flyers "Model Room Guide," and a mat placed at 

the entrance of the Condominium. 

G. Defendant's Mark 7 

   The defendant uses Defendant's Mark 7 for the entrance of the Condominium. 

H. Defendant's Mark 8 

   The defendant uses Defendant's Mark 8 for the sign on the tent covering a wall of 

the Condominium, the mailing box, the sign on a wall aside the stairs from the first 

floor to the second floor and the floor map of Caprice Aoyama, the price list of La 

VOGUE Minami Aoyama for the second sale in the first season, pocket tissues for 

advertisement and flyers for advertisement, the website of the defendant, and the 

showroom signs placed around the Condominium. The defendant also uses Defendant's 

Mark 8 for the Condominium on the real estate information page of the website of a 

real-estate broker. 

I. Defendant's Mark 9 

   The defendant uses Defendant's Mark 9 for the sign on the tent covering a wall of 

the Condominium. 

J. Defendant's Mark 10 

   The defendant uses Defendant's Mark 10 for the floor map of Caprice Aoyama. 

K. Defendant's Mark 11 

   The defendant uses Defendant's Mark 11 for the floor map of Caprice Aoyama. 

(4) The word "VOGUE" (vogue) is a French and English noun meaning "in fashion." 

2. In this case, the plaintiffs alleged that the marks specified in the attached Plaintiffs' 

Mark List (each mark shall be hereinafter referred to as "Plaintiffs' Mark 1," etc. 

according to the number in the list and all of the marks shall be collectively referred to 

as the "plaintiffs' marks") are famous or well-known indications of goods or business of 

the plaintiffs. The plaintiffs further alleged that the defendant's act of using the 

defendant's marks, which are similar to the plaintiffs' marks, falls under Article 2, 

paragraph (1), item (i) or (ii) of the Unfair Competition Prevention Act and sought an 

injunction against the use of the defendant's marks and demanded payment of damages 
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based on Articles 3 and 4 of said Act. 

3. Issues 

(1) Whether the defendant's act falls under Article 2, paragraph (1), item (i) of the 

Unfair Competition Prevention Act 

A. Whether the plaintiffs can be considered to be the entities that are embodied in the 

indications of goods or business 

B. Whether the plaintiffs' marks are well known 

C. Whether the defendant's marks can be considered to be the defendant's indications of 

goods or business 

D. Whether the plaintiffs' marks and the defendant's marks are similar 

E. Whether the defendant's act causes confusion among consumers 

(2) Whether the defendant's act falls under Article 2, paragraph (1), item (ii) of the 

Unfair Competition Prevention Act 

A. Whether the plaintiffs can be considered to be the entities that are embodied in the 

indications of goods or business 

B. Whether the plaintiffs' marks are famous 

C. Whether the defendant's marks can be considered to be the indications of goods or 

business of the defendant 

D. Whether the plaintiffs' marks and the defendant's marks are similar 

E. Whether Article 2, paragraph (1), item (ii) of the Unfair Competition Prevention Act 

is considered to be inapplicable on the grounds that the plaintiffs' marks are weak marks 

(3) Whether damage has been caused and what is the amount thereof 

 

(omitted) 

 

No. 4 Court decision 

1. Issue (1) A (the entities that are embodied in the indications of goods or business) 

(1) According to the evidence (Exhibits Ko 1 to 7, and 105, Otsu 117; unless otherwise 

specified, the branch numbers are included; hereinafter the same), the following facts 

can be found. 

A. Plaintiff Advance Magazine publishes a fashion magazine titled "VOGUE" and has 

its affiliated companies in the U.K., Italy, France, Germany, Australia, Brazil, Singapore, 

South Korea, Spain, the U.S., etc. respectively publish local versions of VOGUE. In 

Japan, since around 1949, a U.S. version of VOGUE has been sold. Since 1999, a 

Japanese version titled "VOGUE NIPPON" has been published by Plaintiff Nikkei 

Conde Nast. 
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B. Plaintiff Advance Magazine manages the plaintiffs' marks and related marks or has 

its affiliated companies manage them in the aforementioned countries. In Japan, 

Plaintiff Advance Magazine registered Plaintiffs' Mark 1 as a trademark for Class 26 

(Printed matters) and Plaintiffs' Mark 2 as a trademark for Class 26 (Magazines and 

other goods that can be classified as books). The trademark rights for these trademarks 

were transferred to an affiliated company, CNAP, which has granted an exclusive 

license to Plaintiff Nikkei Conde Nast since 1998. 

C. Regarding the "VOGUE NIPPON" magazine, basically, Plaintiffs' Mark 3 is used for 

the title, etc. Since it is a Japanese version of VOGUE, Plaintiffs' Mark 1 was also used 

in a VOGUE photo exhibition held by Plaintiff Nikkei Conde Nast. 

(2) It is reasonable to interpret that the term "another person" specified in Article 2, 

paragraph (1), item (i) of the Unfair Competition Prevention Act includes a group of 

parties that can be considered to be united for the shared purpose of protecting and 

developing the source-identifying function, quality guarantee function, and customer 

appeal function of a specific indication, such as a group of a licensor, licensees, and 

sub-licensees that were united under a product development agreement concerning said 

indication (1981 (O) 1166, Judgment of the Third Petty Bench of the Supreme Court of 

May 29, 1984, Minshu Vol. 38, No. 7, at 920). 

   As found in (1) above, in view of the facts that local versions are published based on 

the original "VOGUE" magazine published by Plaintiff Advance Magazine, that 

Plaintiff Advance Magazine manages the plaintiffs' marks and its related marks or has 

affiliated companies manage them in respective countries, and that CNAP, which is the 

holder of trademark rights for the plaintiffs' marks in Japan, is an affiliated company of 

Plaintiff Advance Magazine and has granted an exclusive license for the aforementioned 

trademark rights to Plaintiff Nikkei Conde Nast, which publishes "VOGUE NIPPON," 

Plaintiff Advance Magazine, Plaintiff Nikkei Conde Nast and other publishers of local 

versions of "VOGUE," and CNAP can be considered to be the members of a corporate 

group united for the shared purpose of protecting and developing the source-identifying 

function, quality guarantee function, and customer appeal function of Plaintiffs' Mark 1 

by publishing the VOGUE magazine. 

   In fact, Plaintiffs' Mark 3, which is used by Plaintiff Nikkei Conde Nast, is a mark 

consisting of the word "NIPPON" written in small letters inside the letter "O" included 

in Plaintiffs' Mark 1. This mark was created merely to indicate that this magazine is a 

Japanese version of the VOGUE magazine and can therefore be considered to be similar 

to Plaintiffs' Mark 1 in terms of appearance, pronunciation, and concept. Plaintiffs' 

Mark 2 merely shows the Japanese pronunciation of Plaintiffs' Mark 1. Since VOGUE 
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NIPPON is often called "VOGUE" or "Vōgu," in Japan, Plaintiff Nikkei Conde Nast 

could use not only Plaintiffs' Mark 3 but also Plaintiffs' Mark 1 and Plaintiffs' Mark 2. 

   Therefore, the plaintiffs can be considered to belong to a corporate group united in 

connection with the publication of the VOGUE magazine and can therefore be 

considered to be the entities embodied in the indications of goods or business, namely, 

Plaintiffs' Marks 1 to 3. 

(3) The defendant alleged that Plaintiff Advance Magazine stopped publishing an 

English version of the VOGUE magazine in Japan in 1999. However, according to the 

evidence (Exhibit Ko 80), the sale of said version continued even after 1999. 

   Also, the defendant alleged that the indication of goods or business of Plaintiff 

Advance Magazine is Plaintiffs' Mark 1 and that the indication of goods or business of 

Plaintiff Nikkei Conde Nast is Plaintiffs' Mark 3. However, in light of the fact that 

VOGUE NIPPON is a Japanese version of the VOGUE magazine, it should be said that 

the manner of use of the plaintiffs' marks cannot be distinguished so clearly and that all 

the plaintiffs' marks are the indications of goods or business of a corporate group 

including the plaintiffs united in connection with the publication of the VOGUE 

magazine. 

   Therefore, the aforementioned allegation of the defendant is unacceptable. 

2. Issue (1) B (Well-knownness of the plaintiffs' marks) 

(1) According to the evidence (Exhibits Ko 1 to 23, 25 to 114, 160, 177 to 180, and 183, 

Otsu 13 and 117), the following facts can be found. 

A. The VOGUE magazine is a fashion magazine first published in the U.S. in 1892. The 

predecessor of Plaintiff Advance Magazine, i.e., Conde Nast Publications Inc. ("Conde 

Nast"), started publishing it in 1909. Conde Nast was merged into Plaintiff Advance 

Magazine, which started publishing said magazine in 1988. So far, the magazine has 

been published for more than 100 years. 

   Plaintiff Advance Magazine publishes local versions of the VOGUE magazine 

through affiliated companies in the U.K., Italy, France, Germany, Australia, Brazil, 

Singapore, South Korea, Spain, the U.S., etc. 

   In Japan, since around 1949, a U.S. version of VOGUE has been sold. Since 1999, a 

Japanese version titled "VOGUE NIPPON" has been published by Plaintiff Nikkei 

Conde Nast. 

(Exhibits Ko 1 to 5, 9, and 36) 

B. In 1949, newspapers reported that the VOGUE magazine was imported to Japan for 

the first time in the past 10 years. Also, in 1967, newspapers and weekly magazines 

reported that the VOGUE magazine conducted news gathering activities in Japan. In 
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those reports, the VOGUE magazine was introduced as a "world-class, sophisticated 

magazine," "magazine leading the fashion trends in the world," and "top fashion 

magazine influencing the world fashion industry." In 1977, an editor in charge of beauty 

care from the Paris VOGUE magazine visited Japan. Women's weekly magazines and 

newspapers reported an interview with the editor. In 1980, a VOGUE exhibition to 

celebrate its 60th anniversary was held in Japan. Newspapers published related 

advertisements and articles, and fashion magazines, etc. published feature articles about 

the event. Until today, many weekly magazines, newspapers, etc. have covered various 

topics related to the launch of the "VOGUE NIPPON" magazine as well as the VOGUE 

magazine. 

   In many encyclopedias, American Culture Dictionary, Gendai Yogo no Kiso Chishiki 

(Dictionary of current words and phrases), English-Japanese dictionaries, Dictionary of 

Fashion, Fashion Dictionary, Apparel Word Encyclopedia, etc., the word "vogue" is 

explained as a women's fashion magazine, American fashion magazine, the most 

famous fashion trend magazine, a leading fashion magazine, or a synonym for fashion 

magazine, etc. A magazine titled "America Jouhou Korekushon" (America-related 

information collection) (Exhibit Ko 36) published in 1984 contains the statement that 

"all Japanese women know the name of the magazine "Vogue." No other foreign 

magazines for women are as famous as this one." A magazine titled "Kininaru America 

Zasshi" (Interesting American magazines) published in 1985 (Exhibit Ko 37) contains a 

statement that "'VOGUE' is a magazine referred to by 'TIME' as 'the world's top fashion 

magazine.'" Other fashion related books also mentioned the VOGUE magazine. 

(Exhibits Ko 9 to 23 and 25 to 78) 

C. The VOGUE magazine has an image of a luxurious, sophisticated fashion magazine. 

The same can be said about the VOGUE NIPPON magazine. Thus, the major 

advertisers of the plaintiffs are first-class companies and famous brand companies. 

   Newspapers and magazines reported that the VOGUE NIPPON magazine targets 

high-class, sophisticated readers and is therefore very selective about advertisers in 

order to protect its brand image. Consequently, according to the survey results, general 

readers consider that, among the magazines published in Japan, the VOGUE NIPPON 

magazine has an especially high-class, urban and sophisticated image. 

   A certificate for the well-knownness and famousness of Plaintiffs' Mark 1 was 

submitted by business partners in various industries including The Tokyo Chamber of 

Commerce and Industry, CCI FRANCE JAPON, German Chamber of Commerce and 

Industry in Japan, Camera di Commercio e Industria Giapponese in Italia as well as 

many famous brand companies such as Louis Vuitton, Christian Dior, Givenchy, pierre 
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cardin, Chanel, and VALENTINO, and also airline companies, publishers, book stores, 

department stores, and textile companies. 

(Exhibits Ko 79, 102 to 104, 107 to 110, and 112) 

D. Plaintiff Advance Magazine registered Plaintiffs' Marks 1 and 2 in Japan and 

transferred the trademark rights for those marks to an affiliated company, CNAP. In 

1998, CNAP granted an exclusive license to Plaintiff Nikkei Conde Nast. Since May 28, 

1990, CNAP has obtained 24 defensive mark registrations for Plaintiffs' Mark 1. Since 

2000, the registrations for the aforementioned defensive marks have been renewed. Also, 

since February 22, 2002, CNAP has obtained nine defensive mark registrations for 

Plaintiffs' Mark 2. 

   While Article 64 of the Trademark Act specifies that a registered trademark may be 

registered as a defensive mark "only if the registered trademark is well known among 

consumers," the Trademark Examination Guidelines of the JPO specify that "only if the 

registered trademark becomes known to such an extent that it can be considered to be 

famous." 

(Exhibits Ko 6 to 8) 

E. From around 1984, Plaintiff Advance Magazine and its predecessor, Conde Nast, and 

CNAP, which is the holder of the trademark rights, have been making efforts to prevent 

dilution of the plaintiffs' marks by filing a lawsuit with a court or filing an opposition 

with the JPO, or requesting a trial for invalidation against the use of any mark similar to 

any of the plaintiffs' marks. In some lawsuits, the court found the plaintiffs' marks to be 

famous or well known and accepted the claims for an injunction against the use of a 

similar mark. Furthermore, in many cases, the JPO refused registration of a trademark 

similar to any of the plaintiffs' marks on the grounds that it can be considered to be a 

trademark "that is likely to cause confusion in connection with the goods or services 

pertaining to a business of another person" as specified in Article 4, paragraph (1), item 

(xv) of the Trademark Act. 

(Exhibits Ko 58, 81 to 101, 160, and 177 to 180) 

F. In the U.S., the number of copies of VOGUE magazine published in recent years has 

been around 1.1 to 1.25 million per issue. The number of copies of the VOGUE 

NIPPON magazine is about 90,000. The number of copies of local versions published in 

15 countries is about 2,664,000 in total. 

(Exhibits Ko 183, Otsu 13-1, 13-2, and 13-4) 

G. Subsequently, in October 2002, a VOGUE photo exhibition was held in Chanel 

Ginza Building. All of the companies involved in the exhibition were world famous 

brand companies. Many newspapers and magazines carried the related articles and 
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advertisements. In 2003, an event was held during the Marunouchi Fashion Street Week. 

Plaintiff Nikkei Conde Nast participated in the event by displaying a huge panel in 

Marunouchi Building in Tokyo that showed a fashion photograph published in the 

VOGUE NIPPON magazine. In June 2003, on a foreign book bestseller list of the 

Kinokuniya bookstore, a U.S. version of the VOGUE magazine was ranked sixth. 

According to the results of a recent survey about the image of the VOGUE magazine, 

general readers have an image that said magazine is the most luxurious, urban, and 

sophisticated, among the magazines published in Japan. 

(Exhibits Ko 80, 105, 106, 113, and 114) 

(2) In light of the facts found in (1) A to F above, more specifically the fact that the 

VOGUE magazine has been sold for more than 100 years in the U.S., and local versions 

have been published in various countries, and as a result, the magazine has become 

famous as a fashion magazine in many countries in the world including the U.S., the 

fact that the VOGUE magazine has been sold for more than 50 years since 1949 in 

Japan and has been referred to by various dictionaries and advertised and covered by 

newspapers, weekly magazines, etc., and that the VOGUE magazine is known in Japan 

as a high-class fashion magazine attracting famous brand companies as advertisers and 

is recognized by general readers as a luxurious fashion magazine, the fact that CNAP, 

which belongs to the plaintiffs' corporate group united in connection with the 

publication of the VOGUE magazine, obtained trademark registrations as well as 

defensive mark registrations of Plaintiffs' Marks 1 and 2, and the fact that the plaintiffs 

have been taking various legal measures to prevent dilution of Plaintiffs' Marks 1 and 2, 

Plaintiffs' Marks 1 and 2 can be found to have become well known to such an extent 

that it can be considered to be "well known among consumers" by September 2002 at 

the latest, in which the defendant's marks were used. In the case of Plaintiffs' Mark 3, 

while the word "NIPPON" is written in small letters inside the letter "O" included in 

Plaintiffs' Mark 1, Plaintiffs' Mark 3 is almost the same as Plaintiffs' Mark 1 in terms of 

appearance. Thus, clearly, Plaintiffs' Mark 3 is perceived to be identical with Plaintiffs' 

Mark 1 as a mark indicating that the magazine is a Japanese version of the VOGUE 

magazine. By September 2002 at the latest, in which the defendant's marks were used, 

Plaintiffs' Mark 3 can be considered to have become well known to such an extent that 

Plaintiffs' Mark 3 can be regarded to be "well known among consumers." 

   Furthermore, in light of the fact found in (1) G above, the plaintiffs' marks can be 

considered to have continued to be well known until today. 

(3) The defendant alleged that only a small number of copies of the VOGUE magazine 

and the VOGUE NIPPON magazine are published. However, the aforementioned 
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numbers of copies found in (1) F are not necessarily small. Since the number of 

published copies is merely one of the requirements to be recognized as being "well 

known," in light of the reputation of the VOGUE magazine as found above, the number 

of copies does not affect the court determination that found that the marks are "well 

known among consumers." 

   Also, the defendant alleged that trademarks including "VOGUE" are registered by 

other companies as well in Japan or in the U.S. However, such situation might have to 

be taken into consideration when making a determination as to whether such registered 

trademarks are similar to any of the plaintiffs' marks or cause confusion among 

consumers, but does not directly affect the court determination as to whether the 

plaintiffs' marks are well known among consumers. 

(4) On these grounds, it can be found that, by September 2002 at the latest, the 

plaintiffs' marks have become well known among consumers as indications of goods or 

business of the plaintiffs, a corporate group united in connection with the publication of 

the VOGUE magazine, and have remained well known until today. 

3. Issue (1) C (the defendant's indications of goods or business) 

   The defendant alleged that the name of the Condominium cannot be considered to 

be an indication of goods or business. 

   The term "indication of goods or business" specified in Article 2, paragraph (1), 

item (i) of the Unfair Competition Prevention Act means the name of a person 

conducting business, trade name, trademark, mark, a package or wrapping of goods, or 

any other indication of goods or business. The term "goods" in this context is used on 

the premise that there is a competition and refers mostly to movables that are designed 

to be distributed in the market and capable of bearing an indication to distinguish the 

source thereof. Even in the case of real estate, buildings such as condominiums are 

scheduled to be produced and supplied in large numbers and scheduled to be distributed 

in a general market. For example, in the case of the Condominium, consumers were 

recommended to purchase home units for the purpose of investment (Exhibits Ko 159 

and 161). A condominium can bear an indication to distinguish the source thereof. 

Therefore it can be interpreted that a condominium is scheduled to be distributed in the 

market as an object of a commercial transaction and is capable of bearing an indication 

to distinguish the source thereof and therefore that a condominium can be regarded as 

"goods" specified in Article 2, paragraph (1), item (i) of the Unfair Competition 

Prevention Act. 

   On May 30, 2003, the defendant obtained a trademark registration for the mark "

ラ・ヴォーグ南青山" (La VOGUE Minami Aoyama) for the designated services Class 
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36 (Purchase and sale of buildings, agency or brokerage for purchase and sale of 

buildings, etc.) (Exhibit Otsu 1). In view of the facts that the defendant obtained 

trademark registrations for the names of other condominiums and that major real estate 

agencies also obtained trademark registrations for the names of condominiums (Exhibits 

Ko 148, 175, and 176), there are no sufficient grounds to conclude that the name of a 

condominium cannot be regarded as an indication of goods or business. 

   Therefore, it can be said that the name of a condominium can be regarded as an 

indication of goods or business and that all of the defendant's marks used to indicate the 

name of a condominium can be regarded as indications of goods or business. 

4. Issue (1) D (Similarity) 

(1) Structure of the plaintiffs' marks 

   As presented in the attached Plaintiffs' Mark List 1, the structure of Plaintiffs' Mark 

1 consists of horizontally written alphabetic characters "VOGUE" with the 

pronunciation "Vōgu," which is associated with the VOGUE magazine or the concept 

"in fashion," which is the meaning of the English or French word "vogue" (Exhibits 

Otsu 66 and 67). 

   As presented in the attached Plaintiffs' Mark List 2, the structure of Plaintiffs' Mark 

2 consists of horizontally written katakana "ヴォーグ" with the pronunciation "Vōgu," 

which is associated with the VOGUE magazine or the concept "in fashion," which is the 

meaning of the English or French word "vogue."  

   As presented in the attached Plaintiffs' Mark List 3, the structure of Plaintiffs' Mark 

3 consists of horizontally written alphabetic characters "VOGUE" with alphabetic 

characters "NIPPON" written horizontally in small letters inside the character "O," 

which is included in the aforementioned alphabetic characters "VOGUE." The 

"NIPPON" part indicates the name of Japan. Since the characters "VOGUE" are large 

and conspicuous from the eyes of viewers of Plaintiffs' Mark 3, said mark gives rise to 

the pronunciation "Vōgu" or "Vōgu Nippon" and is associated with a Japanese version 

of the VOGUE magazine or the concept "in fashion," which is the meaning of the 

English or French word "vogue." 

(2) Structure of the defendant's marks 

A. Defendant's Marks 1 to 3 and 5 to 7 

   The aforementioned defendant's marks consist of alphabetic characters "Vogue" 

horizontally written in large letters in the right side from the center line and alphabetic 

characters "La" and a lake-like shape covering the entire "a" part and spreading into the 

upper and lower space in the left side from the center line, and, in its lower right, 

alphabetic characters "MinamiAoyama" written horizontally in about one tenth of the 
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size of the aforementioned characters "Vogue."  

B. Defendant's Mark 4 

   Defendant's Mark 4 consists of a mark identical with Defendant's Mark 1 presented 

in small size on the left and, on the right side thereof, katakana and Chinese characters "

ラ・ヴォーグ南青山" written horizontally in large letters.  

C. Defendant's Marks 8 and 9 

   Defendant's Marks 8 and 9 consist of katakana and Chinese characters "ラ ヴォー

グ南青山" written horizontally and vertically, respectively, in the same size gothic 

typeface. 

D. Defendant's Marks 10 and 11 

   Defendant's Mark 10 consists of alphabetic characters "LaVogue MinamiAoyama" 

written horizontally in one line in the same size letters. 

   Defendant's Mark 11 consists of alphabetic characters "LaVogue" and 

"MinamiAoyama" written horizontally in two lines in the same size letters. 

(3) Defendant's Marks 1 to 3 and 5 to 7 

A. As described in (2) above, in view of the fact that all of Defendant's Marks 1 to 3 and 

5 to 7 consist of "La Vogue" and "MinamiAoyama" written in two lines, each of the 

aforementioned defendant's marks is an indication consisting of a combination of "La 

Vogue" and "MinamiAoyama" and cannot be considered to have a strong sense of unity 

as a whole. In the case of Defendant's Marks 1 to 3 and 5 to 7, in comparison with the 

"La Vogue" part, the "MinamiAoyama" part is written in extremely small letters that are 

about one tenth of the size of the letters used for "La Vogue." The "MinamiAoyama" 

part can be considered to indicate the name of the location of the Condominium, 

Minami Aoyama (Exhibit Otsu 104). In view of these facts, in the case of the 

aforementioned defendant's marks, the "La Vogue" part can be considered to perform 

the source-identifying function. 

   Regarding this point, the defendant alleged that, since the defendant's marks indicate 

the name of a residential condominium, the location thereof is the most important 

information for purchasers and that the fact that the "MinamiAoyama" part shows the 

name of the location does not necessarily prove that said part does not have the function 

of distinguishing one's goods from others. However, as described above, in the case of 

Defendant's Marks 1 to 3 and 5 to 7, the "MinamiAoyama" part is indicated in such 

small letters that viewers of said marks would not notice it unless they pay careful 

attention. Therefore, the aforementioned allegation of the defendant is unacceptable. 

B. The "La" part of "La Vogue" of Defendant's Marks 1 to 3 and 5 to 7 is a definite 

article in the French language. Traders and consumers who come across these marks see 
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this "La" part, which does not have the function of distinguishing one's goods from 

others, and would consider that the latter part "Vogue" is a conspicuous part that 

functions as an identifier. It can be presumed that many traders and consumers merely 

pronounce the mark as "Vōgu" in the course of transactions. Moreover, in the case of 

Defendant's Marks 1 to 3 and 5 to 7, they have an appearance in which a lake-like shape 

covers the entire letter "a," coloring the "a" part in the same color as the background 

color and making this part difficult to be identified from the background. Consequently, 

the "Vogue" part looks even more conspicuous. 

C. Furthermore, as found in No. 4, 2 above, since the plaintiffs' mark "VOGUE" is well 

known among consumers as the title of the fashion magazine "VOGUE," the "Vogue" 

part of the defendant's marks can also be considered to have a strong source-identifying 

function. 

D. As described above, the "Vogue" part of Defendant's Marks 1 to 3 and 5 to 7 strongly 

attracts the attention of consumers who come across these marks. Since said marks give 

rise to the pronunciation "Vōgu" and are associated with the concept "VOGUE 

magazine," said marks and the plaintiffs' marks can be considered to be identical in 

terms of pronunciation and concept and can therefore be considered to be similar. 

(4) Defendant's Mark 4 

   As found in (2) above, Defendant's Mark 4 consists of a mark identical with 

Defendant's Mark 1 in a small size on the left side and, on the right thereto, a mark 

consisting of katakana and Chinese characters "ラ ヴォーグ南青山 " written 

horizontally in large letters. The "ラ" part of the "ラ ヴォーグ" part is followed by a 

space. In view of the facts that the "ラ" part contains only one letter, that it is merely a 

definite article in the French language, and that the "南青山" part merely indicates the 

location of the Condominium and has only a weak source-identifying function, it can be 

said that it is the "ヴォーグ" part that attracts the attention of consumers who come 

across Defendant's Mark 4. Said mark gives rise to the pronunciation "Vōgu" and could 

be associated with the concept "VOGUE magazine." Therefore, said mark and the 

plaintiffs' marks can be considered to be identical in terms of pronunciation and concept 

and can therefore be considered to be similar. 

(5) Defendant's Marks 8 and 9 

   As found in (2) above, Defendant's Marks 8 and 9 consist of katakana and Chinese 

characters "ラ ヴォーグ南青山" written horizontally and vertically, respectively, in 

the same size gothic typeface. In view of the facts that the "ラ" part of the "ラ ヴォー

グ" part contains only one letter followed by a space, that it is merely a definite article 

in the French language, and that the "南青山" part merely indicates the location of the 
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Condominium and has only a weak source-identifying function, it can be said that it is 

the "ヴォーグ" part that attracts the attention of consumers who come across 

Defendant's Marks 8 and 9. Said marks give rise to the pronunciation "Vōgu" and could 

be associated with the concept "VOGUE magazine." Therefore, said marks and the 

plaintiffs' marks are identical in terms of pronunciation and concept and can therefore 

be considered to be similar. 

(6) Defendant's Marks 10 and 11 

   As found in (2) above, Defendant's Mark 10 consists of "LaVogue" and 

"MinamiAoyama" with a space between the two parts. Defendant's Mark 11 consists of 

"LaVogue" and "MinamiAoyama" written in two lines. Consequently, it is possible to 

distinguish the "MinamiAoyama" part from the "LaVogue" part. Since the "La" part of 

the "LaVogue" part is merely a definite article in the French language, it can be said that 

it is the "ヴォーグ" part of Defendant's Marks 10 and 11 that attracts the attention of 

consumers who come across Defendant's Marks 10 and 11. Said marks give rise to the 

pronunciation "Vōgu" and could be associated with the concept "VOGUE magazine." 

Therefore, said marks and the plaintiffs' marks are identical in terms of pronunciation 

and concept and can therefore be considered to be similar. 

(7) As described above, the defendant's marks are similar to the plaintiffs' marks. 

5. Issue (1) E (Risk of confusion) 

(1) According to the evidence (Exhibits Ko 3, 6, 7, 36, 37, 79, 81 to 120, 131 to 135, 

138 to 141, 143, 144, 148, 160, and 177 to 181, Otsu 1 to 12, 14 to 18, 28, 30, 32 to 34, 

44, 68, 71, 72, 76 to 86, 101 to 103, 105, 108 to 114, 116, and 118 to 127) and the entire 

import of the oral argument, the following facts can be found. 

A. The "VOGUE NIPPON" magazine publishes many feature articles about celebrities 

and is characterized by the use of sophisticated fashion photographs. While the word 

"celebrity" means famous people, the meaning of the word in Japan is "famous and 

gorgeous people." Fashion magazines emphasize the gorgeous, sophisticated, and 

fashionable aspects of famous people. 

   In the brochures for sales promotion, the VOGUE NIPPON magazine proposed 

advertisements that have a high-class, fashionable image. Most of the advertisers in said 

magazine are first-class companies and famous brand companies. Most of the 

companies involved in the VOGUE photo exhibition held in Ginza in 2002 were famous 

brand companies. In the fashion street week event held in Marunouchi in 2003, the 

VOGUE NIPPON magazine was chosen in order to enhance a fashionable image of the 

event. 

   Newspapers and magazines reported that the VOGUE NIPPON magazine targets 
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high-class, sophisticated readers and is very selective about advertisers in order to 

protect its brand image. Consequently, according to the result of a questionnaire survey, 

general readers have an image that the VOGUE NIPPON magazine is the most 

luxurious, urban, and sophisticated among the magazines published in Japan. A 

certificate for the well-knownness and famousness of Plaintiffs' Mark 1 was submitted 

by business partners of the plaintiffs including many famous brand companies such as 

Louis Vuitton, Christian Dior, Givenchy, pierre cardin, Chanel, and VALENTINO. 

   Some fashion-related books refer to the VOGUE magazine as "the world's top 

fashion magazine" and "high-class magazine covering elegant fashion, the latest art and 

stories written by literary authors." 

(Exhibits Ko 3, 36, 37, 79, 102 to 114, and 131 to135, Otsu 103) 

B. An Italian affiliated company of Plaintiff Advance Magazine, Edizioni Condd Nast, 

publishes a fashion magazine about residential space titled "CASAVOGUE." The 

VOGUE NIPPON magazine also publishes feature articles about sophisticated houses 

and buildings. Also, the "CasaBRUTUS" magazine featured a relationship between 

construction and fashion. "Nikkei Architecture" also covered designer condominiums. 

Newspapers and weekly magazines had articles reporting the recent spread of designer 

condominiums. 

   The term "designer condominium" refers to a type of condominium with a unique 

layout and designs that started to spread in the metropolitan area. When this term first 

appeared, most designer condominiums were for rent. However, after a short while, the 

number of designer condominiums for sale has been on the rise. It is said that those 

condominiums are designed by young designers in order to provide city lovers with 

office functions and housing functions. Their designs are said to be popular because 

they are free from the conventional ideas of family makeup and room layout. 

Consequently, the names of some designers have acquired a brand value. The 

condominiums they designed are offered at a high rent and have a high-class, 

fashionable image. Therefore, in recent years, fashion and construction have become 

integrated to a certain extent. There has been an increasing demand for designer 

condominiums, which have a brand value and fashionable image. 

(Exhibits Ko 3-21 and 115 to 120, Otsu 103-1) 

C. The Condominium is a high-class 13-story condominium. A one-bedroom home unit 

is sold at 37 million yen or over (on the second floor or higher), and a two-bedroom 

home unit is sold at 61 million yen or over (on the tenth floor or higher). A duplex home 

unit is sold at 109 million yen or over (on the 12th and 13th floors). The brochures for 

the Condominium contain photographs in which fashion show models appear. In the 
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brochures, the term "for AOYAMA CELEBRITY" is used, making the brochures look 

like fashion magazines. In the advertisement for the Condominium, the Condominium is 

introduced as "a designer condominium in Minami Aoyama" and is described as having 

various functions and facilities as standard equipment. Also, the defendant used 

photographs showing fashion show models for the signs placed on the construction site 

of the Condominium. 

(Exhibits 138 to 141, 143, and 144, Otsu 101, 102, and 105) 

D. Plaintiff Advance Magazine or CNAP registered Plaintiffs' Mark 1 for the designated 

goods Class 26 (Printed matters) and obtained 24 defensive marks for Classes 4, 9, 11, 

16, 17, 20 to 25, 27 to 30, 35, 36, 38, 39, 41, and 42 (Exhibit Ko 6). Also, Plaintiff 

Advance Magazine or CNAP registered Plaintiffs' Mark 2 for the designated goods 

Class 26 (Magazines and other goods that can be classified as books) and obtained 9 

defensive marks for Classes 3, 9, 14, 18, 20, 21, 24, 25, and 28 (Exhibit Ko 7). 

E. The manners of other companies' use of the marks "ヴォーグ," "VOGUE," or any 

other similar marks are as follows. 

(A) NIHON VOGUE-SHA Co., Ltd. runs a knitting school called Vōgu Gakuen and 

registered a trademark "株式会社日本ヴォーグ社" for Class 26 and three trademarks "

ヴォーグヤーン," "VOGUE YARN," and "ヴォーグ" for Class 15. The JPO made a 

decision to invalidate the trademark "日本ヴォーグ社の編み物ヴォーグ," which was 

used for a magazine. Since September 20, 1987, the title of the magazine has been 

changed to "機械編 ZAZA." 

   A trademark "ゾンボーグ" was registered for Class 28. CNAP requested a trial for 

invalidation. Subsequently, the JPO made a decision to dismiss the request. In response, 

CNAP filed a lawsuit to seek rescission of said JPO decision, but lost the case because 

the court concluded that the trademark would not be confused with the plaintiffs' marks. 

   Other relevant trademarks include "VOGUE" registered for Classes 22, 27, and 30, 

"RANGE ROVER VOGUE" for Class 12, "ボーグ" for Class 20, "ボーグ VORG" for 

Class 1, "Vogue Star" for Class 16, "VOGUE STAR ボオグスター" for Class 17, "ラ

ボーグ" for Classes 29 and 32, and "ラヴォーグ" for Class 43. Regarding the 

trademark "VOGUE" registered for Class 27, Conde Nast, which is the predecessor of 

Plaintiff Advance Magazine, filed an opposition against the registration. However, the 

JPO dismissed the opposition by holding that there is no risk of confusion. The JPO 

rescinded the examiner's decision of refusal and registered the trademark at a trial. The 

trademark "RANGE ROVER VOGUE" and a trademark consisting of a combination of 

the trademark "Vogue" registered for Class 27 and a figure are still in use. Also, a 

trademark "VOGUE" is registered for the designated goods Class 22 (phonograph 
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records) and is still affixed to CDs that are sold in Japan. 

   Furthermore, the following trademarks were eventually registered despite requests 

for a trial for invalidation filed by Plaintiff Advance Magazine or affiliated companies 

because the JPO did not find any risk of confusion: "ヴォーグヤーン/エクトリー," 

"DIAVOGUE," "マイヴォーグ" (rescinded under Article 50, paragraph (1) of the 

Trademark Act), and "FEMMIOVOGUE."  Regarding the trademarks "コインボー

グ," "アニマルボーグ," and "スポーツボーグ," while Conde Nast filed oppositions 

against these trademarks, all of the petitions were dismissed. Consequently, these 

trademarks were registered. 

(Exhibits Ko 180 and 181, Otsu 2 to 12, 14 to 18, 68, 71, 76, 77, 108 to 110, 112 to 114, 

116, and 121 to 127) 

(B) The defendant registered the trademark "ラ・ヴォーグ南青山" as a trademark for 

Class 36 (Purchase and sale of buildings, agency or brokerage for purchase and sale of 

buildings, etc.). CNAP is requesting a trial for invalidation of said trademark. 

(Exhibits Ko 148, Otsu 1, the entire import of the oral argument) 

   The trademarks "L'UOMO VOGUE" and "CASAVOGUE/カサヴォーグ " 

registered for Class 26 were assigned to Plaintiff Advance Magazine. Consequently, 

Plaintiff Advance Magazine became the holder of those trademarks and registered 

"MEN IN VOGUE/メンインヴォーグ" as an independent trademark (Exhibits Otsu 

118 to 120). 

(C) In addition to the trademarks mentioned above, there are many enterprises whose 

names include the word "ヴォーグ" in Japan. The word is also used for the names of 

CD albums, motorcycles, condominiums for rent, buildings, etc. (Exhibits Otsu 72, 78 

to 86, and 111 to 114) 

(D) In contrast, from around 1984, Plaintiff Advance Magazine and its affiliated 

companies filed lawsuits or filed oppositions and requests for a trial for invalidation 

with the JPO against marks similar to the plaintiffs' marks. In some of those lawsuits, 

the court handed down judgments recognizing the famousness and well-knownness of 

the plaintiffs' marks and accepting the claims. Many of those similar trademarks were 

found by the JPO as a trademark "that is likely to cause confusion in connection with 

the goods or services pertaining to a business of another person" as specified in Article 4, 

paragraph (1), item (xv) of the Trademark Act (Exhibits Ko 81 to 101, 160, and 177 to 

180). 

(E) In the U.S. and France, many trademarks containing the word "VOGUE" have been 

registered, such as "VOGUE" and "La Vogue" (Exhibits Otsu 19 to 65, 69, and 70). 

Among them, Plaintiff Advance Magazine and its affiliated companies registered 
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"Vogue/Knitting," "VOGUE/HOMMES/international mode," and "TEEN VOGUE" for 

Class 16 of the international classification system and "VOGUE" for Classes 16, 18, 

and 25 of the same system (Exhibits Otsu 28, 30, 32 to 34, and 44). 

(2) An act of causing "confusion" as specified in Article 2, paragraph (1), item (i) of the 

Unfair Competition Prevention Act includes not only an act of a person who uses an 

indication that is identical or similar to another person's well-known indication of goods 

or business of causing consumers to identify both persons as the same source of the 

goods or business, but also an act of misleading consumers to believe that both persons 

belong to a group conducting the same product development activities. It is reasonable 

to interpret that, in order to find said act as an act of causing confusion, a competitive 

relationship between the two persons is not required (1981 (O) 1166, judgment of the 

Third Petty Bench of the Supreme Court of May 29, 1984, Minshu Vol. 38, No. 7, at 

920). 

   A determination as to whether one's act can be considered to be such act of causing 

confusion as described above should be made in a comprehensive manner based on the 

amount of attention that the traders and consumers of the goods carrying one's 

indication are supposed to pay to those goods in consideration of the degree of 

similarity between one's indication and indication of goods or business of another 

person, the degree of well-knownness and creativeness of the indication of goods or 

business of another person, the closeness of the relationship between the goods, etc. 

carrying one's indication and the goods, etc. pertaining to another person's business, the 

number of one's traders and consumers who also act as traders and consumers of 

another person, and other transactional practices. 

(3) If this case is examined from this perspective, the following facts can be found. 

A. As found in No. 4, 4 above, the plaintiffs' marks, which are the indications of goods 

or business of the plaintiffs, and the defendant's marks are similar. The defendant's 

marks are combined marks having a structure that contains the characters "VOGUE" or 

"ヴォーグ," which are identical with those contained in the plaintiffs' marks, in a 

clearly distinguishable manner. The rest of the defendant's marks merely indicate a 

definite article or the name of the location. Furthermore, the defendant's marks as a 

whole cannot be considered to indicate an existing indivisible concept. 

B. As found in No. 4, 2 above, the plaintiffs' marks can be found to be well known 

among consumers as a sign indicating the magazine published by the plaintiffs. The 

plaintiffs' marks are extremely well known. 

   Since the word "VOGUE" is an English common noun originated from a French 

word meaning "in fashion," it has to be said that the level of creativeness of "VOGUE" 
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is not necessarily high in comparison with a mark consisting of coined words. As found 

in (1), E, (E) above, many trademarks containing the word "VOGUE" have been 

registered in the U.S. and France. This can be presumed to be attributable to the fact that 

the word "VOGUE" is a common noun in those countries and is not considered to be 

particularly creative. 

   However, in view of the facts that the word "VOGUE" is not commonly used in 

Japan, that, as found in (1), E, (A), (B), and (D) above, Plaintiff Advance Magazine and 

its affiliated companies have taken legal measures to prevent dilution of the plaintiffs' 

marks, that, as found in (1), D above, Plaintiff Advance Magazine and its affiliated 

companies have obtained many defensive mark registrations for the plaintiffs' marks in 

order to prevent dilution of the plaintiffs' marks, and that the plaintiffs' marks are 

extremely well known, it can be said that the plaintiffs' marks have a relatively strong 

function of distinguishing one's goods from others despite the fact that other companies 

also use the mark "VOGUE" as found in (1), E, (A), (B), and (C) above. 

C. The goods pertaining to the business of the plaintiffs are fashion magazines titled 

"VOGUE" or "VOGUE NIPPON." On the other hand, the goods for which the 

defendant uses the defendant's marks is the Condominium. The goods of the plaintiffs 

and the goods of the defendant cannot be considered to be similar. However, in view of 

the facts that, as found in (1), A above, the VOGUE magazine and the VOGUE 

NIPPON magazine are famous for its image of a high-class brand and sophisticated 

urban fashion sense, that, as found in (1), B above, so-called designer condominiums, 

which have a high-class, sophisticated, fashionable image, have become popular in 

recent years, blurring the line between fashion magazines and construction to such an 

extent that the VOGUE NIPPON magazine actually published feature articles about 

construction, and that, as found in (1), C above, the defendant called the Condominium 

a designer condominium and, using its high-class, sophisticated image as a sales point, 

it should be said that the goods of both parties are correlated and that some of the 

consumers of both goods may be the same. Since the defendant sold the Condominium 

as a condominium having a high-class, sophisticated image, which is the same as the 

image of the VOGUE magazine and the VOGUE NIPPON magazine that has been 

gradually formed over a long period of time, it can be said that there is a high degree of 

correlation between the goods of the plaintiffs and the goods of the defendant. 

(4) Based on a comprehensive evaluation of the aforementioned facts, more specifically, 

the facts that, while the creativeness of the plaintiffs' marks is not so high in the U.S. 

and France because the word used in the defendant's marks is a common noun, said 

word is not commonly used in Japan, that the plaintiffs' marks are extremely well 
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known due to their use for a long period of time, that the plaintiffs' marks and the 

defendant's marks are identical in terms of pronunciation and concept and can therefore 

be considered to be similar, and that there is a correlation between the goods carrying 

the plaintiffs' marks and the goods carrying the defendant's marks to such an extent that 

some of the consumers of both goods are the same, and that the Condominium is sold as 

a condominium having a high-class, sophisticated image that is the same as the image of 

the VOGUE magazine and the VOGUE NIPPON magazine, it can be said that the 

defendant's marks are found to cause consumers who come across those marks to 

remember the plaintiffs' marks and wrongly believe that the defendant belongs to a 

group in which the defendant and the plaintiffs are engaged in the same product 

development activities or that the defendant has been licensed by the plaintiffs. 

(5) The defendant alleged that the defendant registered the mark "ラ・ヴォーグ南青山" 

as a trademark for the designated service Class 36. Even though an act of using the 

defendant's marks can be considered to be an act of using a registered trademark, it has 

to be said that the request for trial for invalidation was actually requested for the 

aforementioned trademark registration and that the use of the aforementioned trademark 

for the sale of a building in Minami Aoyama could cause confusion between the 

defendant and the plaintiffs in a broad sense. 

   Furthermore, the defendant alleged that the fact that many trademarks identical or 

similar to the mark "vogue" have been registered suggests that those trademarks do not 

cause confusion with the plaintiffs' marks in the respective fields of the designated 

goods and services. However, the fact that similar trademarks are registered in the U.S. 

and France, where the word "vogue" is used as a common noun, does not have a direct 

relationship with the risk of causing confusion in Japan. In some cases, such trademark 

registrations in Japan exist just because the plaintiffs failed to request a trial for 

invalidation due to some reasons such as the expiration of the statute of limitations. 

Moreover, some of the registered trademarks found in (1) E above were registered 

because they were not considered to be similar or because it was difficult to figure out 

the details of the transactional practices at that stage in the examination proceedings. As 

mentioned above, it is necessary to determine the level of the risk of causing confusion 

based on the actual transactional practices. Therefore, the fact that trademarks 

containing a word "vogue" have been registered for other designated goods and services 

does not provide sufficient grounds to overturn the aforementioned determination that 

there is a risk of confusion in this case. 

6. Issue (3) (Damage) 

(1) Since the defendant uses the defendant's marks to sell the Condominium, the amount 
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of money that is usually payable for the act specified in Article 5, paragraph (2), item (i) 

of the Unfair Competition Prevention Act should be calculated based on the sales of the 

Condominium. 

   The total sales of the Condominium amounted to 2,545 million yen (Exhibit Ko 

161). The plaintiffs alleged that 10% of the total sales should be considered to be the 

amount of damage equivalent to royalties. However, since the goods disputed in this 

case is a condominium with a registered right of site (Exhibits Otsu 120 to 130), the 

aforementioned amount includes not only the sales of the building part of the 

Condominium but also the amount paid for the right of site. Thus, the total amount of 

only the building part (construction costs, design costs, etc.) should be calculated as 950 

million yen (Exhibit Otsu 129, the entire import of the oral argument). 

   Furthermore, in a transaction involving a condominium, the most important factors 

from the viewpoint of potential purchasers are the location, construction details, price, 

etc. While the effect of the name of the condominium on its image should not be denied 

completely, it does not have a significant effect on the transaction. Therefore, in this 

case, the benefit or contribution from the defendant's act of using the defendant's marks, 

which are similar to the plaintiffs' marks that can be considered to be the indications of 

goods or business of the plaintiff, is not necessarily large. 

(2) In consideration of the aforementioned facts, the amount of damage equivalent to the 

royalties payable to the plaintiffs should be found to be 47.5 million yen, which is 

equivalent to 5% of the total sales price for the building part of the Condominium (950 

million yen). 

   The plaintiffs alleged that their right to demand payment of damages is an 

indivisible claim or joint claim. As mentioned above, each of the plaintiffs belongs to a 

corporate group united in connection with the publication of the VOGUE magazine and 

uses the plaintiffs' marks as its indications of goods or business. The plaintiffs do not 

share the plaintiffs' marks and cannot be considered to have any co-ownership interest. 

Thus, in this case, each of the plaintiffs has the right to independently demand payment 

of damages for all of the damage caused by the defendant's act of infringement. 

Therefore, the plaintiffs' right to demand payment of damages under Article 4 of the 

Unfair Competition Prevention Act should be interpreted to be a joint claim. 

7. Conclusion 

   On these grounds, the defendant's act falls under Article 2, paragraph (1), item (i) of 

the Unfair Competition Prevention Act and infringes the business interests of the 

plaintiffs. Thus, without having to examine any other factors, the plaintiffs' claims 

should be accepted to the extent that the plaintiffs seek an injunction against the use of 
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the defendant's marks and demand payment of 47.5 million yen as damages. Any other 

claims of the plaintiffs should be dismissed. Regarding the court costs, a declaration of 

provisional execution should not be made because it is unreasonable. The judgment 

shall be rendered in the form of the main text. 
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