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Date June 27, 2007 Court Intellectual Property High Court, 

Third Division Case number 2006 (Gyo-Ke) 10555 

– A case in which the court ruled that the trademark based on the shape of flashlights 

called "ミニマグライト" (Mini Maglite) (designated goods: Class 11, "flashlights") is 

registrable under Article 3, paragraph (2) of the Trademark Act. 

References: Article 3, paragraph (1), item (iii) of the Trademark Act, and paragraph (2) 

of said Article 

Numbers of related rights, etc.: Trademark Application No. 2001-3358, Trial against 

Examiner’s Decision of Refusal No. 2003-2070 

 

Summary of the Judgment 

1. The plaintiff filed an application for registration of a three-dimensional trademark 

based on the shape of flashlights called "ミニマグライト" (Mini Maglite) (designated 

goods: Class 11, "flashlights"; hereinafter referred to as the "Trademark"). In response 

to the plaintiff's request for a trial against an examiner's decision to refuse this 

application, the JPO rendered a decision to dismiss the claim in the request. 

Accordingly, the plaintiff instituted this action to seek rescission of the JPO decision. 

2. In this judgment, the court determined as follows. The Trademark should be 

regarded as falling under Article 3, paragraph (1), item (iii) of the Trademark Act as a 

trademark that consists solely of a mark using, in a common manner, a shape of goods, 

etc. However, the Trademark should be regarded as having acquired a function to 

distinguish the plaintiff's goods from other persons' goods as a result of use, and thus it 

should be considered to be registrable under Article 3, paragraph (2) of the Trademark 

Act. Therefore, the JPO decision contains an error in its determination to the effect that 

the Trademark does not fall under said paragraph and is thus not registrable. In 

conclusion, the court rescinded the JPO decision. The court held as summarized below 

in reaching this conclusion. 

(1) The Trademark is based on the shape shared by "Mini Maglite AA" and "Mini 

Maglite AAA" (hereinafter collectively referred to as the "Goods"), of the models in 

the "Maglite Series." It is reasonable to recognize that the Goods have consistently 

maintained the same shape since they were put on sale in 1984 (in 1986 in Japan) and 

that consumers have come to recognize the shape of the Goods as an indicator that 

distinguishes the Goods from other companies' goods as a result of many years of 

massive advertisement emphasizing the excellence of the design and due to the sale of 

a great number of the Goods. 

(2) The fact that the alphabetical characters, "MINI MAGLITE" and "MAG 
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INSTRUMENT," are attached to the Goods cannot be regarded as an obstacle to 

recognizing that the shape pertaining to the Trademark has acquired a function to 

distinguish the Goods from other persons' goods, taking into account the manner in 

which these alphabetical characters are attached to the Goods. 

(3) It goes without saying that the shape pertaining to the Trademark cannot be 

regarded as a trademark that consists solely of a three-dimensional shape of goods, etc. 

which is indispensable for such goods, etc. to properly fulfill their function. 

(4) Although other companies' flashlights with a cylindrical body part and slightly 

larger head part of the light are shown in Exhibits Otsu submitted by the defendant, 

there is no flashlight having all of features that are found in the shape pertaining to the 

Trademark. 
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Judgment rendered on June 27, 2007 

2006 (Gyo-Ke) 10555, Case of Seeking Rescission of a JPO Decision 

(Date of conclusion of oral argument: April 23, 2007) 

Judgment 

                    Plaintiff: Mag Instrument Incorporated 

                    Counsel attorney: TAKAHASHI Michiru 

                    Same as above: ASANO Eri 

                    Same as above: KOMIYAMA Nobutaka 

                    Same as above: ISHIARA Tomoki 

                    Defendant: NAKAJIMA Makoto, Commissioner of the Japan Patent 

Office 

                    Designated representative: NAKAMURA Kenzo 

Same as above: KOBAYASHI Kazuo 

Same as above: OBA Yoshinori 

 

Main Text 

1. The JPO decision rendered by the JPO on August 21, 2006 in relation to 

Trial against Examiner's Decision of Refusal No. 2003-2070 shall be 

rescinded. 

2. The defendant shall bear the court costs. 

 

Facts and reasons 

No. 1 Judicial decision sought by the parties 

1. Plaintiff 

The same as the main text of this judgment. 

2. Defendant 

(1) The plaintiff's claim shall be dismissed. 

(2) The plaintiff shall bear the court costs. 

No. 2 Facts undisputed by the parties 

1. Progress of procedures at the JPO 

The plaintiff filed an application for registration of a three-dimensional trademark 

(Trademark Application No. 2001-3358) on January 19, 2001 in relation to a trademark having a 

structure as shown in the "List of Trademark" attached to this judgment (hereinafter referred to 

as the "Trademark"), designating "flashlights" in Class 11 as the designated goods. However, the 

plaintiff received an examiner's decision of refusal on November 18, 2002. On February 7, 2003, 

the plaintiff filed a request for a trial against the examiner's decision of refusal. The JPO 
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examined said request in the case of Trial against Examiner's Decision of Refusal No. 

2003-2070, and rendered a decision to the effect that "The request for a trial shall be dismissed" 

on August 21, 2006. A transcript of the JPO decision was serviced to the plaintiff on September 

4 of the same year (additional period: 90 days). 

2. Reasons for the JPO decision 

The reasons for the JPO decision are as shown in a copy of the written JPO decision 

attached to this judgment. As mentioned below, the gist thereof is that the Trademark falls under 

Article 3, paragraph (1), item (iii) of the Trademark Act and does not fall under a trademark that 

should be registrable through application of paragraph (2) of said Article. 

(1) Whether the Trademark falls under Article 3, paragraph (1), item (iii) of the Trademark Act 

A. Three-dimensional trademarks include the shapes of goods or packages of goods or articles 

to be used for the provision of services (hereinafter referred to as "goods, etc." in some cases). 

However, the shape of goods, etc. is originally selected for the purpose of effectively expressing 

the function of the goods, etc. or pursuing the attractive appearance of the shape of the goods, 

etc., and is not originally (primarily) adopted as a sign to indicate the source of goods or 

services and distinguish a person’s own goods or services from other persons' goods or services. 

Even if a distinctive change, decoration, etc. is made to the shape of goods, etc., it is made 

to further express the function or attractive appearance of the goods, etc., as mentioned above, 

and is not originally adopted as a sign to distinguish a person’s own goods from other persons' 

goods. If such a change, decoration, etc. has a shape that is necessary to express the function or 

attractive appearance of the goods, etc. on the whole, traders and consumers who see the goods, 

etc. only recognize that the change, decoration, etc. is an indication of the shape of the goods, 

etc. It is thus reasonable to understand that such shape relating to the function or attractive 

appearance of the goods, etc. does not go beyond those indicating, in a common manner, the 

shape of goods, etc. even if it is somewhat unique. 

In addition, the shapes of the same kind of goods, etc. must be in principle similar to each 

other in order to perform the function of the goods, etc. Therefore, any person involved in 

transactions needs to use such a shape and would want to use it. Consequently, it is 

unreasonable to permit one private person to exclusively use it. In that case, leaving aside cases 

where the shape of goods, etc. is a unique shape that is irrelevant to the function or attractive 

appearance of the goods, it should be understood that a trademark consisting of a 

three-dimensional shape that consists of what is recognized as the shape of the goods falls under 

Article 3, paragraph (1), item (iii) of the Trademark Act as a trademark that consists solely of a 

mark indicating, in a common manner, the shape of the goods, etc. and is not registrable, except 

where, as the result of use, the trademark pertaining to the shape has come to indicate the source 

of the goods, and traders and consumers have come to be able to recognize that the goods, etc. 
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are clearly distinguished from other goods, etc. of the same kind based on said shape. 

B. The Great Hanshin Earthquake triggered a recent trend to pay special attention to 

"emergency supplies." For example, "flashlights" are listed first in the top 20 goods that were 

most useful at the time of the Great Hanshin Earthquake. Furthermore, attention has also been 

focused on "flashlights" as outdoor products. Various types of flashlights with a variety of 

functions are manufactured and sold. Some examples are small pencil-shaped flashlights and 

long, thin cylindrical types, in addition to the conventional kind which has a cylindrical body 

part and slightly larger head part. 

C. As shown in the "List of Trademark" attached to this judgment, the Trademark can be 

regarded as relating to a portable flashlight that is one of the handheld portable lighting 

apparatuses that have a long, thin body part and slightly larger head part.  

In the Trademark, there are slit patterns in its constituent parts, that is, in part of the head 

portion of the light and the central part of the body portion where it is to be gripped. There is 

also a hole at the end of the flashlight body. These slit patterns can be regarded as being 

intended for the ease of light intensity adjustment and of grip, and the hole at the end of the 

body can be regarded as being intended for attachment of a strap, etc. Therefore, the Trademark 

can be regarded as expressing both the functionality and attractive appearance of a flashlight, 

and it is difficult to regard it as a unique shape that is completely irrelevant to the function or 

attractive appearance of a flashlight. Therefore, it is within the scope of shapes necessary to 

express the basic function and attractive appearance of a flashlight and does not go beyond 

those indicating, in a common manner, a shape. 

In that case, the Trademark must be regarded as one that is immediately and easily 

recognized and understood as one indicating the configuration of a flashlight. Therefore, it must 

be said that even if the Trademark is used in connection with "flashlights," which are its 

designated goods, traders and consumers only recognize and understand it as one merely 

indicating the shape of the goods, and cannot recognize it as a sign to distinguish the goods 

from other persons' goods. 

Therefore, the Trademark falls under Article 3, paragraph (1), item (iii) of the Trademark 

Act. 

(2) Whether the Trademark falls under Article 3, paragraph (2) of the Trademark Act 

Based on the evidence submitted by the demandant (plaintiff), it is certainly recognized that 

a considerable number of the goods in question (defined later; hereinafter referred to as the 

"Goods") had been manufactured and sold prior to the filing of the application for registration of 

the Trademark and that the Goods had also been introduced in many magazine and newspaper 

articles. 

However, it is recognized that the alphabetic characters, "MAG INSTRUMENT" or "MINI 
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MAGLITE," and the registered trademark symbol (circled R) are indicated on the flashlights 

having the shape pertaining to the Trademark listed in these Exhibits Ko and on the sample of 

the actual Goods of Exhibit Kenko No. 1 (Exhibit Kenko No. 1 in this action), though the 

alphabetic characters are not clear for some of them. On the other hand, there is no evidence 

proving that goods consisting solely of the three-dimensional shape pertaining to the Trademark 

on which neither "MAG INSTRUMENT" nor "MINI MAGLITE" is indicated have been 

manufactured and sold or distributed. 

Moreover, although it is possible to see from the registered trademark symbol (circled R) 

that the alphabetic characters, "MAG INSTRUMENT" or "MINI MAGLITE," function as a 

distinguishing sign, neither a Japanese industry cooperative, nor a company in the same 

business, nor a third-party organization has submitted any evidence in relation to flashlights 

having the shape pertaining to the Trademark on which neither the alphabetic characters, "MAG 

INSTRUMENT" or "MINI MAGLITE," nor the registered trademark symbol (circled R) is 

indicated. 

In addition, it can hardly be recognized at once that, as a result of use of the Trademark by 

the demandant (plaintiff), consumers have become able to recognize that the goods consisting 

solely of the three-dimensional shape pertaining to the Trademark are those pertaining to the 

business of a particular person. There is no other objective evidence on which the Trademark 

should be registered under Article 3, paragraph (2) of the Trademark Act. 

Consequently, the Trademark cannot be regarded as having come to function to distinguish 

the Goods from other persons' goods as a result of use of the three-dimensional shape thereof 

alone. Therefore, it is impossible to adopt the demandant's allegation to the effect that the 

Trademark is registrable through application of Article 3, paragraph (2) of the Trademark Act. 

No. 3 Allegations of the plaintiff concerning the grounds for rescission 

The JPO decision is illegal as it erred in its determination concerning whether the 

Trademark falls under Article 3, paragraph (1), item (iii) of the Trademark Act (Ground for 

Rescission 1) and in its determination concerning whether the Trademark falls under paragraph 

(2) of said Article (Ground for Rescission 2). 

1. Error in the determination concerning whether the Trademark falls under Article 3, paragraph 

(1), item (iii) of the Trademark Act 

(1) Determination standard for the distinguishability of the shape of goods, etc. in relation to 

three-dimensional trademarks 

The JPO ruled that where a relevant three-dimensional shape relates to function or attractive 

appearance, "it does not go beyond those indicating, in a common manner, a shape of goods, etc. 

even if it is somewhat unique." Based on this ruling, the JPO determined that the Trademark 

falls under Article 3, paragraph (1), item (iii) of the Trademark Act. 
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However, following the determination standard in the JPO decision will result in totally 

neglecting the actual situation of commodity designs and completely refusing trademark 

registration of three-dimensional shapes that fall under the category of industrial designs. 

Therefore, the determination in the JPO decision is erroneous. 

That is, in the case of designing a shape of goods in general, it is intended that the shape of 

the goods will be accepted on the market and that the goods will become sellable on a 

commercial base (generate profits and recognition among consumers). Therefore, a "unique" 

design that is "irrelevant to the function or attractive appearance" of goods and is unlikely to be 

accepted by consumers is very rarely adopted. 

The Trademark Act protects trademarks' function to distinguish a person’s own goods from 

other persons' goods. Factors to be considered in determining whether to register a 

three-dimensional trademark as a trademark and to grant protection under said Act thereto 

should be limited to the question of whether the three-dimensional trademark has a function as a 

sign to distinguish a person’s own goods from other persons' goods, except for consideration in 

terms of legislative politics as provided for in Article 4 of said Act. It is wrong to require that a 

three-dimensional trademark be of a "unique" shape that is "irrelevant to the function or 

attractive appearance" of relevant goods beyond such question. There is no ground for such a 

requirement in the Trademark Act. Article 3, paragraph (1), item (iii) of the Trademark Act 

refuses the registration of a trademark indicating, in a common manner, a shape of goods, not 

because such a trademark cannot perform a function to distinguish a person’s own goods from 

other persons' goods "in a quite noticeable manner" but because it cannot have a function as a 

sign to distinguish a person’s own goods from other persons' goods as a trademark. 

As mentioned above, in the field of industrial designs, it is very rare that a "unique" shape 

that is completely irrelevant to the function or attractive appearance of relevant goods is adopted. 

As a rule of thumb, where a distinctive shape that improves the function or attractive appearance 

of goods is adopted, there is room for the shape to express a function to distinguish the goods 

from other goods based on its features. 

In light of this actual situation of industrial designs, the shape of goods is sufficiently 

recognized as being capable to distinguish a person’s own goods from other persons' goods even 

if it is not a "unique" shape that is completely irrelevant to the function and attractive 

appearance of the goods. As mentioned above, the determination standard of the JPO decision 

ruling that the shape of goods falls under Article 3, paragraph (1), item (iii) of said Act unless it 

is a "unique" shape that is completely irrelevant to the function or attractive appearance of the 

goods and, therefore, refusing to register the relevant shape as a three-dimensional trademark is 

unreasonable. 

(2) Uniqueness of the shape of the Trademark 
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With regard to the Trademark, the JPO rules that the Trademark "can be regarded as 

expressing both the functionality and attractive appearance of a flashlight, and it is hardly 

regarded as a unique shape that is completely irrelevant to the function or attractive appearance 

of a flashlight. Therefore, it is reasonable to say that the Trademark is within the scope of shapes 

necessary to express the basic function and attractive appearance of a flashlight and does not go 

beyond those indicating, in a common manner, a shape" (line 18 to line 22 of page 4 of the JPO 

decision). In addition, the JPO determines as follows: "In relation to 'portable flashlights,' a 

considerable number of small flashlights, such as the Goods, and small pencil-shaped flashlights 

are actually manufactured and sold … (snip) … and it is reasonable to consider that the 

following features have been adopted in order to effectively express the function of a 'small 

portable flashlight': [i] The 'body part' is a cylindrical shape for ease of grip; [ii] The 'groove 

patterns' are applied for ease of grip and of light intensity adjustment and also for attractive 

appearance; [iii] There is a strap attachment part at the tail cap end … (snip) … the Trademark 

cannot be regarded as specially original or unusual in terms of the shape of a 'portable 

flashlight'" (line 24 to line 35 of page 5 of the JPO decision). 

However, the JPO decision contains [i] an error in that it is based on the premise of 

recognizing in principle the possibility of registering a three-dimensional trademark only in 

relation to "unique shapes that are irrelevant to the function or attractive appearance of goods, 

etc.," [ii] an error in its determination that the shape pertaining to the Trademark has been 

adopted for the purpose of effectively expressing the function of the Goods and is thus not 

specially original, and [iii] an error in that it does not mention at all the features of the 

Trademark and has no grasp of the features. 

A. Uniqueness of the shape of the Trademark 

(A) Flashlights manufactured and sold by the plaintiff are familiar to the public by the name of 

"Maglite Series." The Trademark is based on the shape which "Mini Maglite AA" (hereinafter 

referred to as "Goods 1") and "Mini Maglite AAA" (hereinafter referred to as "Goods 2"), out of 

those in the "Maglite Series," have in common. These goods are collectively called "Mini 

Maglite." 

The three-dimensional shape pertaining to the Trademark (hereinafter referred to as the 

"Trademark" or the "Shape" in some cases) has the following features, and these features 

together make up a unique feature of the Shape and provide the capability to distinguish the 

Goods from other companies' goods. 

[A] The head part of the light has a cylindrical face cap on its top. 

[B] The head part of the light consists of the face cap stated in [A] above and a paraboloid 

whose diameter is the greatest at the face cap part and the smallest at the side connected with the 

body part. 
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[C] On the rim part of the paraboloid stated in [B] above that contacts the face cap, there is a 

groove pattern consisting of fine straight lines that are vertical to the lens. 

[D] The body part of the light is cylindrical, and there is a belt-like groove pattern consisting of 

fine parallel lines that intersect in an oblique direction on the rim of the central portion of the 

body part. 

[E] The ratio of the length of the head part of the light to the length of the body part is set at 

about 0.41 and the ratio of the greatest diameter of the head part of the light to the diameter of 

the body part is set at about 1.4, giving an overall slender design to the portion from the head 

part of the light to the body part owing to the setting of the aforementioned ratios. 

(B) The uniqueness of the Shape is underpinned by the fact that there has been no flashlight 

having the features of the Shape in the past and up to the present. 

There had been no flashlight having the features of the Shape on the flashlight market 

before the Goods were put on sale in the United States. Furthermore, even after the Goods were 

put on sale, there has been no flashlight having the same features as those of the Shape. The JPO 

decision cites various flashlights that are currently sold or introduced on Internet sites. However, 

even looking at the flashlights introduced on these sites, there is no flashlight with the same 

features as those of the Shape. 

(C) The Shape has the following two unique features. 

a. Uniqueness of the design of the head part of the light 

The first unique feature in the design of the head part of the light of the Shape exists in the 

curve of the head part, that is, having a "paraboloid whose diameter is the greatest at the face 

cap part and the smallest at the side connected with the body part," in Structure [B] of the 

features of the Shape. In addition, the second feature is that, in relation to the length of the head 

part and that of the body part, the head part is set longer than the body part in the Shape. 

b. Overall slender design running from the head part of the light to the body part 

As mentioned above, the Shape gives a slim impression by setting the length of the head 

part very long. In addition, the ratio of the greatest diameter of the head part (2.4 cm for Goods 

1) to the diameter of the body part (1.7 cm for Goods 1) is designed to be small (about 1.4 for 

Goods 1), thereby giving a slimmer impression. 

B. Capability of the three-dimensional shape of the Trademark to distinguish the Goods from 

other person's goods  

It is also obvious, based on the following facts, that the three-dimensional shape of the 

Trademark has the capability to distinguish the Goods from other person's goods as well as 

having uniqueness. 

(A) Receipt of design awards and preservation as a permanent collection at a famous art 

museum 
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The Trademark is preserved as a permanent collection at the famous Museum of Modern 

Art, New York, owing to its excellent design. In addition, it has received design awards intended 

to make honorable recognition of the uniqueness and originality of its shape in Japan and other 

countries, including the United States, Germany, and France. These facts indicate that the shape 

of the Trademark has an excellent design and has uniqueness and originality as a shape of goods 

based on the design. 

The JPO rules that "Even if the Trademark received the Good Design Award given by the 

Ministry of International Trade and Industry and other foreign design awards, and the protection 

of the Trademark was recognized by a decision finding that the Trademark is an applied art 

protected under foreign copyright law, the Trademark cannot be regarded as specially original 

and unusual as the shape of a 'portable flashlight'" (line 31 to line 35 of page 5 of the JPO 

decision). 

However, in light of the determination standards of the awards, it is unreasonable that the 

JPO does not recognize the uniqueness of the shape pertaining to the Trademark despite the 

facts that it is obvious that the shape pertaining to the Trademark received the awards because 

the uniqueness of the shape was valued by professionals and that the shape received not one 

award alone but multiple awards. Moreover, as mentioned above, a shape that is not an 

"unusual" design should also be considered as having distinguishability as a three-dimensional 

trademark. Therefore, the JPO decision contains an error in its determination to the effect that a 

shape must be "unusual." 

(B) Copyrightability of the shape of the Trademark 

With regard to the shape of the Trademark, the Swedish Industrial Design Foundation 

rendered a decision finding that it is an applied art protected under the Swedish Copyright Act. 

In addition, protection of the shape of the Trademark has also been recognized in Hong Kong 

and the United Kingdom based on the copyright therefor. 

(C) Placement in design-related publications 

The shape of the Trademark has been placed in publications published in the United States 

and Germany which collect goods with an excellent design, owing to the uniqueness and 

originality of its design. The fact that the Goods have been introduced in commodity 

design-related publications vividly indicates that the design of the Goods has been evaluated as 

unique and excellent. 

(D) Professional views 

According to the professional views of Dr. Hal Watson, Jr. (Assistant Professor of 

mechanical engineering at Southern Methodist University, United States), Dr. Gerald L. Ford 

(Professor Emeritus of the School of Business Administration, California State University, Long 

Beach), etc., the shape of the Trademark is fundamentally different to the designs of 
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conventional flashlights. It should be said that the Trademark is recognized as having the 

capability to distinguish the Goods from other goods owing to such a difference. 

(E) Response to a flood of infringing goods 

After the Goods were put on sale at the end of 1983 in the United States, many goods 

imitating the configuration of the Goods have come to be circulated since around 1985. Such 

counterfeit goods went beyond the United States and spread to the whole world. However, the 

plaintiff has dealt severely with these counterfeit goods and has made efforts to maintain the 

uniqueness of the Trademark through its response to the flood of infringing goods. 

Incidentally, such counterfeit goods are goods imitating the configuration of the Goods 

alone, and no character trademark of Maglite is attached thereto. However, this is only because 

counterfeit manufacturers considered that the capability to distinguish the source of the Goods 

exists in the configuration and that use of the character trademark part is unnecessary. 

(F) Recognition by competitors in foreign countries and Japan 

As mentioned above, the plaintiff has taken measures against the counterfeit goods of the 

Goods around the world since around 1985. Many counterfeiters in foreign countries have 

acknowledged infringement of right for the configuration of the Goods by a settlement 

agreement or letter of awareness, etc. and have come to cease the sale of their counterfeit goods. 

In addition, the plaintiff also started taking measures against the counterfeit goods of the Goods 

in Japan around 1997. Many of these companies, etc. in Japan that were selling goods similar to 

the Goods have acknowledged that their goods are goods imitating the configuration of the 

Goods, which is a well-known indication of goods, by a letter of awareness or a settlement 

document and have accepted the cease of the sale of their goods. The distinctiveness of the 

configuration of the Trademark is also recognized among competing companies that had sold 

counterfeit goods. 

(G) Recognition by the courts in foreign countries and Japan 

As mentioned above, as the counterfeit versions of the Goods were circulated across the 

world, the plaintiff started filing actions to seek an injunction against the sale of such counterfeit 

goods in more than 30 countries, including the United States, in around 1985. The courts across 

the world, including the United States, Germany, Sweden, Hong Kong, the United Kingdom, 

Belgium, Norway, and Canada, accepted the plaintiff's allegation and imposed an injunction 

against the sale of flashlights that were counterfeit versions of the Goods. 

In Japan, the plaintiff also filed an action with the Osaka District Court against the 

defendant, Asahi Electric Co., Ltd., which was selling flashlights with a configuration similar to 

that of the Goods, to seek an injunction against the sale thereof and compensation of damages 

under Article 2, paragraph (1), item (i) of the Unfair Competition Prevention Act (Osaka District 

Court; 2001 (Wa) 10905; Exhibit Ko No. 29). On December 19, 2002, the court accepted the 
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plaintiff's allegation and rendered a judgment ordering the defendant to suspend the import and 

sale of the similar goods, to destroy the similar goods, and to pay damages on the grounds of 

violation of the Unfair Competition Prevention Act. 

In this manner, it has been recognized at the courts in foreign countries and Japan that the 

configuration of the Goods, or that of the Trademark, has the nature of indicating the Goods, 

that is, a function to distinguish the Goods from other persons’ goods. 

(H) Cases of confusion 

As mentioned below (2.(2)F. below), there have been many reports of cases of confusion of 

the Goods with goods similar thereto. The existence of such actual cases of confusion among 

consumers indicates that the shape of the Trademark originally has a function to distinguish the 

Goods from other persons' goods. 

(I) Actual situation of registration of the Trademark as a three-dimensional trademark in Japan 

and other countries 

The Goods are now sold by the plaintiff in almost the entire world, including the United 

States, European countries, and Japan and other Asian countries. Therefore, as of January 2007, 

the plaintiff had filed applications for registration of a three-dimensional trademark consisting 

of the shape of the Trademark in 25 countries (including Japan) in the world. The plaintiff has 

already obtained a trademark registration in 22 countries of these countries, and has also 

obtained a Community Trademark Registration. Said 22 countries include the United States, 

Germany, Norway, and Switzerland, and the distinguishability of the Trademark has been 

recognized in those countries. The fact that the Trademark has already been registered as a 

three-dimensional trademark in many countries indicates that the Trademark indicates the 

source of the Goods, that is, the plaintiff, and has a distinguishing function as a trademark. 

(J) Intention of the creator of the shape of the Goods 

Anthony Maglica, who is the founder of the plaintiff and developed and created the Goods, 

intended from the beginning of the development of the Goods to create a series of flashlights 

with a distinctive configuration and with a source indicating function. The creator's intention 

was to create a flashlight that possessed features enabling the configuration of the Goods to 

have a source indicating function. As stated by Dr. Ford, etc. mentioned above, the 

configuration of the Goods is in fact totally different from that of conventional flashlights. 

(3) As mentioned above, the Shape itself has a unique source indicating function and function to 

distinguish the Goods from other persons' goods as a trademark. The JPO decision contains an 

error in its determination to the effect that the Trademark falls under Article 3, paragraph (1), 

item (iii) of the Trademark Act on the grounds that "it does not go beyond those indicating, in a 

common manner, a shape of goods, etc." 

2. Error in the determination concerning whether the Trademark falls under Article 3, paragraph 
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(2) of the Trademark Act (Ground for Rescission 2) 

If the Trademark falls under Article 3, paragraph (1), item (iii) of the Trademark Act, it falls 

under paragraph (2) of said Article because it is a trademark based on which, as a result of its 

use, consumers have come to be able to recognize the Goods as goods pertaining to a business 

of a particular person for the following reasons. 

(1) Sales performance and advertisement activities concerning the Goods 

A. Sale of the Goods 

The development of the Goods was completed by the plaintiff in December 1983, and the 

Goods became a bestseller in the United States and other countries in the world in a short period 

after the Goods were put on sale in the United States. 

In Japan, full-scale import and sale of the Goods was started by A & F Corporation 

(hereinafter referred to as "A & F"), which is an outdoor gear specialty store, in 1986 (Goods 1) 

and 1988 (Goods 2). In June 1989, Mitsui & Co., Ltd. (hereinafter referred to as "Mitsui") came 

to conduct sales activities for the Goods as the plaintiff's sole agent. Mitsui started distributing 

the catalogs of the Goods to wholesalers and general consumers in December 1993. Mitsui has 

designated many major wholesalers as its sales agents and sells the Goods to other wholesalers, 

mass retailers, and retail stores, etc. through them. 

As a result of Mitsui's sales expansion activities, the number of its sales agents dealing with 

the Goods reached 12 as of September 2000. The annual sales total for all the goods of the 

Maglite Series, including the Goods, exceeded 500,000,000 yen in the business year ending in 

March 1995 (one year from April of the previous year to March of the given year). It reached 

1,080,000,000 yen in the business year ending in March 2000. Moreover, the annual sales total 

for the Goods alone reached 508,000,000 yen in the business year ending in March 2001, and 

the number of the Goods sold reached 550,000. 

The number of the retailers that sell the Goods reached about 2,700 in February 2007, and 

the Goods have recently been sold on many Internet mail-order sites, including Rakuten and 

Amazon, in addition to retail stores. 

B. Advertisement, etc. of the Goods 

The Goods have been introduced in many magazine and newspaper articles, which can be 

regarded as indicating the popularity of and the degree of attention to the Goods. 

Many advertisements of the Goods have been repeatedly placed in various magazines and 

newspapers. In these advertisements, the entire shape of the Goods is always indicated so as to 

impress upon those who see them the shape of the Goods. These advertisements have strongly 

impressed upon consumers the shape of the Goods as one that distinguishes the source of the 

Goods together with its design. 

Owing to the famousness thereof, the Goods have been used in many U.S. films and TV 
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dramas, and many of such films and TV dramas have also been shown or broadcasted in Japan. 

C. As mentioned above, the plaintiff has conducted advertisement activities for the Goods so as 

to impress upon consumers the Goods, in particular, the shape thereof, at a considerable expense, 

in addition to promotion and sales activities for the Goods at about 2,700 sales bases nationwide 

while designating Mitsui as its sole sales agent. As a result, the Trademark has come to be 

widely recognized among consumers as one indicating that the goods are the plaintiff's goods. It 

is obvious that the shape of the Goods is well-known and famous in Japan and thereby, the 

Trademark has also been widely recognized among consumers as one indicating the Goods. 

(2) Actual case that indicates the uniqueness of the configuration of the Goods 

A. Uniqueness and excellent design of the configuration of the Goods 

As mentioned in 1.(2) above, the configuration of the Goods is strongly unique and 

significantly differs from those of conventional flashlights, as is obvious from the following 

facts: [i] there has been no flashlight having the features of the configuration of the Trademark 

in the past; [ii] the configuration of the Goods received design awards and is also preserved as a 

permanent collection at a famous art museum; [iii] the configuration of the Goods has been 

placed in design-related publications, and professionals have expressed their views on its 

features. Based on such uniqueness and originality of the configuration of the Goods, together 

with the use of the Trademark over the years, it is obvious that consumers can distinguish the 

source of the Goods only by seeing the configuration, even without "MINI MAGLITE" or other 

character mark attached. 

B. Example registrations as a three-dimensional trademark in foreign countries 

As mentioned in 1.(2)B.(I) above, a mark that is identical with the Trademark has been 

registered as a trademark in 22 countries in the world. This indicates that the Trademark has 

been recognized as having the capability to distinguish the Goods from other persons' goods in 

these countries. 

C. Existence of counterfeit goods imitating the shape of the Trademark 

As mentioned in 1.(2)B.(E) and (F) above, there were goods imitating the shape of the 

Trademark. For those counterfeit goods, no character trademark was used, or not the plaintiff's 

character trademark but a character trademark indicating the counterfeiter was used. This 

indicates that infringers were aware that traders and consumers distinguish goods pertaining to 

the business of the plaintiff based on the shape of the Trademark without any character 

trademark. That is, it indicates that infringers were aware that it is possible to gain profits under 

favor of the popularity of the Goods that is famous by way of selling goods having a shape 

similar to that of the Trademark even without using the character trademark, "MINI 

MAGLITE." 

D. Relationship with protection under the Unfair Competition Prevention Act 
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As mentioned in 1.(2)B.(G) above, in the judgment of the Osaka District Court of December 

19, 2002 (2001 (Wa) 10905), the court found that the configuration of the Goods falls under an 

"indication of goods or business of another person" as set forth in Article 2, paragraph (1), item 

(i) of the Unfair Competition Prevention Act. According to said judgment, the court should be 

regarded as having found that the shape of the Trademark has the capability to distinguish the 

Goods from other persons' goods and thus has the distinguishability under Article 3, paragraph 

(2) of the Trademark Act. 

The goods indicating the property of a configuration of goods under Article 2, paragraph (1), 

item (i) of the Unfair Competition Prevention Act have commonality with the requirement for 

acquiring the distinguishability as a result of use as set forth in Article 3, paragraph (2) of the 

Trademark Act because a configuration of goods is protected where it secondarily comes to 

have a source indicating function as a result of its use and falls under an indication indicating 

that goods are those of a particular person. Therefore, the determination in the aforementioned 

judgment also applies to the determination concerning whether the Trademark has the 

distinguishability. 

E. Recognition of the Goods among consumers 

According to a questionnaire survey (Exhibit Ko No. 86) conducted in December 2001 

targeting 340 persons, [i] the Goods are very highly recognized, and [ii] the design elements of 

the Goods greatly contribute to the reasons for purchasing the Goods and the appeal of the 

Goods. It can be said that, in recognizing the Goods, consumers recognize not only the name of 

the Goods, "MINI MAGLITE," but also the shape and design thereof as those that are unique to 

the Goods and as those indicating the source of the Goods. 

F. Cases of confusion 

The cases where the Goods were confused with other counterfeit goods indicate that 

consumers recognize the Shape as an indication of the source. Mitsui and its sales agents receive 

requests for repairs in relation to the counterfeit versions of the Goods. These cases indicate that 

when consumers see goods having the features of the shape of the Trademark, the features in the 

configuration indicate that the goods are the Goods and mislead the consumers into considering 

that the source of the goods is the plaintiff. For goods having the same configuration as that of 

the Goods, consumers can be considered as distinguishing the source thereof based only on the 

configuration without depending on any character trademark. 

G. Cases where similar goods are called "(the Goods)-style" 

There are cases where goods having features that are identical with or very similar to those 

of the Shape are introduced by the name of "MAGLITE-style" though consumers may have not 

come to confuse such goods with the Goods. This fact indicates that consumers recognize the 

features of the Trademark in relation to the source of the Goods, that is, that the shape of the 
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Trademark has acquired the capability to distinguish the Goods from other persons' goods. 

Moreover, there was a case where pipes imitating the shape of the Trademark were sold by 

the name of "MINI MAGLITE-style pipe" though the subject goods were not flashlights. This 

fact also indicates that the relevant seller was aware that the shape of the Goods is generally 

recognized as one indicating the Goods, that is, that the shape has the capability to distinguish 

the Goods from other persons' goods. 

(3) Regarding the determination in the JPO decision 

In this regard, the JPO rules, on the following grounds, that the Trademark cannot be 

regarded as having come to have a function to distinguish the Goods from other persons' goods 

as a result of the use of its three-dimensional shape alone: [i] there is no evidence proving that 

goods consisting solely of the Shape without an indication of "MAG INSTRUMENT" or "MINI 

MAGLITE" have been manufactured and sold or distributed; [ii] none of the industry 

cooperatives, companies in the same business and third-party organizations in Japan has 

submitted any evidence with regard to those goods on which neither the alphabetic characters, 

"MAG INSTRUMENT" or "MINI MAGLITE," nor the registered trademark symbol (circled R) 

is indicated; [iii] there is no immediate evidence that consumers have come to be able to 

recognize that goods consisting solely of the Shape are goods pertaining to a business of a 

particular person as a result of use by the plaintiff. Based on this ruling, the JPO determines that 

the Trademark does not fall under Article 3, paragraph (2) of the Trademark Act (line 11 to line 

27 of page 9 of the JPO decision). 

However, the determination in the JPO decision is unreasonable as mentioned below. 

With regard to [i], where a company sells its own goods in general, if it has obtained its own 

character trademark, it is natural for it to utilize the character trademark and attach it to its goods. 

There is no way to sell its goods without attaching its own character trademark. Taking such 

actual conditions of ordinary transactions into account, whether a three-dimensional shape itself 

has a function to distinguish own goods and other persons' goods should be determined on the 

premise that the goods are sold with a character trademark attached to the three-dimensional 

shape for which an application for trademark registration has been filed. 

The JPO puts emphasis on the attachment of the indication of "MAG INSTRUMENT" or 

"MINI MAGLITE" at the head part of the Goods. However, as is clear from the photographs of 

the Goods placed in Exhibits Ko No. 1 to No. 3, the character trademark attached to the Goods 

is very small and is neither large enough for people to recognize the characters at first glance 

nor is decorated so as to attract special attention. In addition, the character trademark is attached 

in a manner that causes it so circle around the head part of the lamp, and it is thus impossible to 

see all the characters at the same time. Furthermore, the Goods sold come in various shades. In 

particular, for gray and silver ones, the characters are very hard to read due to contrast with the 
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background color (Exhibit Kenko No. 7). In this manner, it is totally impossible to consider that 

consumers distinguish the source of the Goods by the character trademark attached to the head 

part. 

Consequently, consumers distinguish the Goods as goods manufactured and sold by the 

plaintiff not based on the character trademark, which is not noticeable and the entirety of which 

cannot be recognized at first glance, but based on the distinctive three-dimensional shape of the 

Goods. 

As mentioned above, the JPO decision contains an error in its determination. 

(4) Summary 

As mentioned above, no flashlight consisting of a configuration having the features stated in 

[A] to [E] above (1.(2)A.(A)) had been sold before the Goods were put on sale. As mentioned 

above, the shape pertaining to the Trademark has uniqueness and originality and can perform a 

source indicating function and a function to distinguish the Goods from other persons' goods. 

The shape has been continuously used without any change being made since the start of the 

manufacturing and sale of the Goods up to the present. The Goods have been strongly marketed 

and advertised based on the unchanged shape up to the present. In light of these facts and 

backgrounds, the Trademark is one that distinguishes the Goods from other persons' goods 

based on such longtime use. 

The JPO determined that the Trademark does not fall under Article 3, paragraph (2) of the 

Trademark Act only on the grounds that the character trademark is used together with the 

three-dimensional shape, without sufficiently considering evidence and facts indicated thereby. 

Therefore, the JPO decision contains an error in its finding and determination. 

No. 4 Defendant's counterargument 

The finding and determination in the JPO decision are legitimate, and the JPO decision 

contains no ground for illegality alleged by the plaintiff. 

1. Regarding Ground for Rescission 1 (error in the determination concerning whether the 

Trademark falls under Article 3, paragraph (1), item (iii) of the Trademark Act) 

(1) Three-dimensional trademarks also include the shapes of goods or packages of goods or 

articles to be used for the provision of services. However, a shape of goods, etc. is selected for 

the purpose of effectively expressing the original function of the goods, etc. or pursuing the 

attractive appearance of the shape of goods, etc., and is not originally (primarily) adopted as a 

sign that indicates the source of goods or services and distinguishes own goods or services from 

other persons' goods or services. 

Even if a distinctive change, decoration, etc. is made to a shape of goods, etc., it is made to 

further express the function or attractive appearance of the goods, etc., and is not originally 

adopted as a sign to distinguish own goods from other persons' goods. If such a change, 
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decoration, etc. has a shape that is necessary to express the function or attractive appearance of 

the goods, etc., traders and consumers who see the goods, etc. only recognize that the change, 

decoration, etc. indicates the shape of the goods, etc. It is reasonable to understand that such a 

shape relating to the function or attractive appearance of goods, etc. does not go beyond those 

indicating, in a common manner, a shape of goods, etc. even if it is somewhat unique. 

In addition, the shapes of the same kind of goods, etc. must be in principle the same in order 

to perform their function. Therefore, in transactions, any person needs to use such a shape and 

would want to use it. Therefore, it should be considered as unreasonable to permit one private 

person to exclusively use such a shape. 

In that case, leaving aside cases where a shape of goods, etc. is a unique shape that is 

irrelevant to the function or attractive appearance of the goods, etc., a trademark consisting of a 

three-dimensional shape that is recognized as a shape of goods, etc. should be considered as 

falling under Article 3, paragraph (1), item (iii) of the Trademark Act as a trademark that 

consists solely of a mark indicating, in a common manner, a shape of goods, etc. and thus as not 

being registrable. 

(2) Applying this idea to this case, the relevant shape can be regarded as a shape that was 

adopted exclusively to further express the function of a portable flashlight, which is a type of 

portable lighting apparatus, taking into account that the head part of the light is slightly bigger 

and that the body part is long and thin and the Goods are used in a handheld manner, as shown 

in the "List of Trademark" (in particular, oblique overall view) attached to this judgment. 

Even if the Trademark has its features in the cylindrical face cap at the head part of the light, 

which is a constituent part of the Trademark, as well as in the groove pattern consisting of direct 

lines at the head part of the light and the belt-like groove pattern on the body part, etc., these 

groove patterns, etc. are intended to make it easy to adjust light intensity and to grip, and one 

hole at the end of the body is intended to attach a strap, etc. In addition, the overall slender 

shape extending from the head part of the light to the body part contributes to functionality and 

attractive appearance as a flashlight, and it can hardly be said that the Trademark consists of a 

unique shape that is totally irrelevant to the function or attractive appearance of a flashlight, and 

is within the scope of shapes necessary to express the basic function and attractive appearance 

of a flashlight and does not go beyond those indicating, in a common manner, a shape. 

In that case, the shape of the Trademark can be understood as that of a flashlight by traders 

and consumers when they see it. If the Trademark is used in connection with its designated 

goods, "flashlights," traders and consumers only recognize it as an indication of the shape of the 

flashlight itself. 

Moreover, for such a three-dimensional shape of a "flashlight," it is appropriate to leave the 

opportunity to use it open to many business operators that manufacture and sell relevant goods, 
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taking into account the purpose of Article 3, paragraph (1), item (iii) of the Trademark Act. It 

should be considered undesirable in terms of public interest to grant a trademark registration 

therefor to a particular person and thereby permit him/her to exclusively use it. 

Consequently, the JPO decision contains no error in its finding and determination to the 

effect that the Trademark falls under Article 3, paragraph (1), item (iii) of the Trademark Act. 

(3) The Great Hanshin Earthquake triggered a recent trend to pay special attention to 

"emergency supplies." Furthermore, attention has also been focused on "flashlights" as outdoor 

products. Various types of flashlights with a variety of functions are manufactured and sold. 

Some examples are small pencil-shaped flashlights and long, thin cylindrical types, in addition 

to the conventional kind, which has a cylindrical body part and slightly bigger head part. . This 

fact can also be confirmed based on the information obtained through Internet search using the 

search word, "flashlight," which is cited in the JPO decision. 

Three-dimensional shapes of "flashlights," like the Trademark, in which "the body part is 

cylindrical and the head part of the light is slightly bigger ," "the entirety, including the head 

part of the light, is cylindrical," "there is a belt-like groove pattern at the head part of the light," 

and "there is a belt-like groove pattern on the body part," have been common as shapes of 

flashlights prior to the time when the JPO decision was rendered (August 21, 2006) (Exhibits 

Otsu No. 1 and No. 2; branch numbers are omitted; the same applies hereinafter). 

In that case, the Trademark can obviously be regarded as one indicating a shape of a 

portable flashlight which is a type of portable lighting apparatus and has a long, thin body part 

and a slightly bigger head part.  Therefore, it should be regarded as one that cannot be 

recognized as having unique features that are unpredictable from the use and function of its 

designated goods, "flashlights," and as going beyond the scope of the shapes of this kind of 

goods which can be ordinarily adopted. 

(4) Consequently, the JPO decision contains no error in its determination to the effect that the 

Trademark falls under Article 3, paragraph (1), item (iii) of the Trademark Act. 

2. Regarding Ground for Rescission 2 (error in the determination concerning whether the 

Trademark falls under Article 3, paragraph (2) of the Trademark Act) 

(1) The purpose of the Article 3, paragraph (2) of the Trademark Act is as follows: Where a 

particular person has a record of continuously using a relevant trademark to distinguish goods 

pertaining to his/her business from other persons' goods in an exclusive manner for a long 

period of time without having another person use it, the trademark can be exceptionally 

regarded as having acquired the capability to distinguish his/her goods from other persons' 

goods; moreover, as long as said particular person is practically permitted to exclusively use the 

trademark in the world of business of the relevant goods, it can be said that there is little request 

for keeping the opportunity to use the trademark open to other business operators in terms of 
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public interest; therefore, the registration of the trademark is to be permitted. 

In applying Article 3, paragraph (2) of the Trademark, it should be said that the cases where 

a trademark is recognized as a trademark that has come to have the distinguishability as a result 

of use are limited to the cases where a trademark for which an application has been filed is 

identical with a trademark pertaining to use and the designated goods therefor are identical with 

the goods pertaining to the use of the trademark. 

If a trademark pertaining to an application consists solely of a three-dimensional shape 

while a trademark pertaining to use consists of a combination of the three-dimensional shape 

and characters, figures, or signs (color) and the three-dimensional shape itself does not 

independently have a function to indicate the source of the goods, it cannot be said that the 

entire structures of both trademarks are used as a trademark. Therefore, it should be said that the 

trademark pertaining to an application cannot be, in principle, regarded as a trademark that has 

come to have the distinguishability as a result of use. 

(2) Considering this idea in relation to this case, the alphabetic characters, "MAG 

INSTRUMENT" or "MINI MAGLITE," and the registered trademark symbol (circled R) are 

indicated on all the goods that are placed in the commodity catalogues, magazines, etc. 

submitted by the plaintiff as evidence proving that the configuration of the Goods have acquired 

the capability to distinguish the Goods from other persons' goods, though the characters and 

symbol are unclear in some of them; therefore, the trademark pertaining to use consists of the 

three-dimensional shape and the character trademark, and is thus not identical with the 

Trademark in terms of the entire structure (incidentally, the aforementioned evidence can be 

confirmed only with the oblique overall view and side view of the flashlight, and it is 

impossible to confirm the shape and design of the rear face). 

A shape of goods is originally selected for the purpose of effectively expressing its function 

or pursuing its attractive appearance, and it is not originally selected as a sign that indicates the 

source of the goods and distinguishes the relevant goods from other persons' goods. Characters, 

figures, or signs, etc. are suitable to perform such distinguishing function. Therefore, characters, 

figures, or sings, etc. are selected and used as signs to distinguish own goods from other 

persons' goods. Where a figure of a "flashlight" is placed in a magazine, etc., it merely indicates 

the shape of the goods itself, and it should be said that the source of the goods is distinguished 

by a character trademark ("MAG INSTRUMENT" or "MINI MAGLITE" in this case). 

Therefore, it cannot be said that the shape alone has been independently recognized and has 

obtained the capability to distinguish own goods from other persons' goods. 

In addition, it is impossible to say, even on the basis of all the pieces of the evidence in this 

case, that the Trademark itself has come to have a function as a sign that distinguishes the 

Goods from other persons' goods. 
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Therefore, the JPO decision contains no error in its finding and determination to the effect 

that "The Trademark cannot be regarded as having come to have a function to distinguish the 

Goods from other persons' goods as a result of use of the three-dimensional shape alone" (line 

28 to line 29 of page 9 of the JPO decision). 

(3) Counterargument against the plaintiff's allegations 

A. On the premise that it is sufficient to determine whether the three-dimensional shape itself, 

separately from the character trademark, has a function to distinguish the Goods from other 

persons' goods, in this case, the plaintiff alleges that the three-dimensional shape itself has the 

distinguishability without depending on the character trademark on the grounds that the 

indication of "MAG INSTRUMENT" or "MINI MAGLITE" is not noticeable and that the 

entirety thereof cannot be seen at one time. 

However, whether a trademark for which an application has been filed itself is used should 

be in principle considered in determining whether a trademark falls under Article 3, paragraph 

(2) of the Trademark Act. As consumers distinguish relevant goods from other persons' goods by 

seeing not only a shape of goods but also characters, etc. attached thereto, a trademark for which 

an application has been filed and such characters should be regarded as being used together. 

Therefore, the plaintiff's allegation to the effect that, in the trademark pertaining to use, the 

three-dimensional shape alone should be compared is unreasonable. Even if the character 

trademark is not noticeable and the entirety thereof cannot be seen at one time, it is easy for 

consumers who pick up the Goods to focus attention on the character trademark. Therefore, the 

plaintiff's allegation to the effect that the Goods are distinguished based not on the character 

trademark but on the three-dimensional shape is also unreasonable. 

B. The plaintiff alleges that the distinguishability under Article 3, paragraph (2) of the 

Trademark Act should also be found, citing the fact that the Shape was recognized as having the 

nature of indicating goods as set forth in Article 2, paragraph (1), item (i) of the Unfair 

Competition Prevention Act in the judgment of the Osaka District Court of December 19, 2002. 

However, the Trademark Act and the Unfair Competition Prevention Act differ in the 

purpose and objective of the system. Even if the configuration of the Goods is recognized as 

falling under a well-known indication of goods that indicates that goods are the plaintiff's goods, 

it does not affect the finding and determination concerning whether the Trademark has function 

to distinguish the Goods from other persons' goods under the Trademark Act. The plaintiff's 

allegation in this regard is unreasonable. 

3. As mentioned above, all of the plaintiff's allegations are unreasonable. The JPO decision 

contains no error in its finding and determination to the effect that the Trademark falls under 

Article 3, paragraph (1), item (iii) of the Trademark Act and does not fulfill the requirement set 

forth in Article 3, paragraph (2) of said Act. Therefore, there is no ground for the rescission of 
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the JPO decision. 

No. 5 Court decision 

1. Regarding Ground for Rescission 1 (error in the determination concerning whether the 

Trademark falls under Article 3, paragraph (1), item (iii) of the Trademark Act) 

(1) Shape of goods in a three-dimensional trademark 

A. Three-dimensional trademarks cover the shapes of goods or packages of goods or articles to 

be used for the provision of services. 

The Trademark Act provides as follows: [i] Article 3, paragraph (1), item (iii) provides that 

a trademark that "consists solely of a mark indicating, in a common manner, in the case of 

goods, the place of origin, place of sale, quality, raw materials, efficacy, intended purpose, 

quantity, shape (including shape of packages), price, the method or time of production or use, or, 

in the case of services, the location of provision, quality, articles to be used in such provision, 

efficacy, intended purpose, quantity, modes, price or method or time of provision" is not 

registrable; [ii] paragraph (2) of said Article provides that "notwithstanding the preceding 

paragraph, a trademark that falls under any of items (iii) to (v) of the preceding paragraph may 

be registered if, as a result of the use of the trademark, consumers are able to recognize the 

goods or services as those pertaining to a business of a particular person"; [iii] Article 4, 

paragraph (1), item (xviii) provides that a trademark that "consists solely of a three-dimensional 

shape of goods or their packaging which is indispensable for such goods or their packaging to 

property function" is not registrable notwithstanding Article 3 of said Act; and [iv] Article 26, 

paragraph (1), item (v) provides that a trademark right shall have no effect on a "trademark 

consisting solely of a three-dimensional shape of goods or their packaging which is 

indispensable for such goods or their packaging to property function." 

In this manner, the Trademark Act does not change the general principle concerning marks 

indicated in two dimensions in relation to the eligibility for the registration of three-dimensional 

shapes of goods, etc. However, it is considered as prohibiting three-dimensional shapes of goods, 

etc. which are indispensable for goods, etc. to property function from being exclusively used by 

a particular person, taking into account the fact that said Act provides, in Article 4, paragraph 

(1), item (xviii), that a trademark that consists solely of a three-dimensional shape which is 

indispensable for goods, etc. to property function is not registrable and thereby eliminates the 

application of Article 3, paragraph (2) of said Act to such a trademark. 

In that case, even if a shape that is not evaluated as indispensable for goods, etc. to properly 

function is a shape that is selected for the purpose of effectively expressing the function of 

goods, etc. and pursuing the attractive appearance of goods, etc., if it is used as a sign that 

indicates the source of goods or services and distinguishes own goods or services from other 

persons' goods or services, it should not be considered as unregistrable as a three-dimensional 
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trademark without exception (however, as mentioned in B. below, it goes without saying that it 

is necessary for a shape to fulfill a strict standard in order that its distinguishing function is 

affirmed). Moreover, it should be said that there is no problem in making a shape of a 

three-dimensional trademark pertaining to an application subject to trademark registration if it 

acquires the capability to distinguish own goods from other persons' goods as a result of use of 

the three-dimensional trademark. 

B. On the premise of the above, whether a shape of goods, etc. in a three-dimensional trademark 

falls under Article 3, paragraph (1), item (iii) of the Trademark Act is first examined. 

(A) A shape of goods, etc. is selected for the purpose of more effectively expressing the 

expected function of goods, etc. or improving the attractive appearance of goods, etc. in many 

cases, and is rarely used as a sign that indicates the source of goods or services and 

distinguishes own goods or services from other persons' goods or services. In this manner, from 

the perspective of manufacturers and suppliers of goods, etc., a shape of goods, etc. is not 

adopted as one having a source indicating function or a function to distinguish own goods, etc. 

from other persons' goods, etc., that is, one having a function as a trademark. Moreover, from 

the perspective of consumers who see a shape of goods, etc., they recognize a shape of goods as 

one selected for the purpose of emphasizing the function and attractive appearance of goods and 

do not recognize it as one that was selected for the purpose of indicating or distinguishing the 

source, differently from marks that are indicated in two dimensions by characters, figures, signs, 

etc. 

If so, a shape of goods is adopted for the purpose of contributing to the function or attractive 

appearance of goods, etc. in many cases, and it is reasonable to understand that a shape that is 

recognized as being adopted for such a purpose falls under said item as a trademark that consists 

solely of a mark using, in a common manner, a shape of goods, etc. unless there are special 

circumstances. 

(B) In addition, although a specific shape of goods, etc. is adopted for the purpose of 

contributing to the function or attractive appearance of goods, etc., there is ordinarily a certain 

degree of room for selection under the constraints based on the use, property, etc. of relevant 

goods. However, if a shape is within the scope of shapes that can be predicted to be selected as a 

shape of goods, etc. of the same kind for functional or aesthetic purposes, it should be regarded 

as falling under said item as a shape intended to contribute to the function or attractive 

appearance of goods, etc. even if it has a feature. 

A shape intended to contribute to the function or attractive appearance of goods, etc. is 

exactly a shape which those engaging in a business of goods, etc. of the same kind want to use. 

Therefore, it is not appropriate from the perspective of public interest to permit a particular 

person to exclusively use the relevant shape only on the grounds that he/she has first filed a 
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trademark application therefor. 

(C) Furthermore, even if goods, etc. have a novel shape that is unpredictable for consumers, if 

the shape has been selected exclusively for the purpose of improving the function of goods, etc., 

it should be regarded as falling under Article 3, paragraph (1), item (iii) of the Trademark Act in 

consideration of the purpose of Article 4, paragraph (1), item (xviii) of the Trademark Act. 

Possibly, where goods, etc. have a unique shape that is not seen in goods, etc. of the same 

kind, an exclusive right for the shape may be granted as an invention or device from the 

perspective of function of goods, etc. or as a design from the perspective of attractive 

appearance of goods, etc., as long as it fulfills the requirements under the Patent Act, the Utility 

Model Act or the Design Act, respectively. However, granting protection based on a trademark 

right to a shape that may become subject to protection under these laws leads to granting to a 

particular person a semi-permanent exclusive right for a shape of goods, etc. beyond the 

duration of right under the Patent Act, the Design Act, etc., taking into account that a trademark 

right is semi-permanently held through repeated renewal of its duration. This falls under unjust 

restriction on free competition and goes against public interest. 

(2) Whether the Trademark falls under Article 3, paragraph (1), item (iii) of the Trademark Act 

A. The Trademark consists of the structure shown in the "List of Trademark" attached to this 

judgment. 

According to this, the shape pertaining to the Trademark has the following features. 

[A] The head part of the light has a cylindrical face cap on its top. 

[B] The head part of the light consists of the face cap stated in [A] above and a paraboloid with 

a diameter greatest at the face cap [part] and smallest at the side connected with the body part. 

[C] On the rim part of the paraboloid stated in [B] above that contacts with the face cap, there is 

a groove pattern consisting of fine straight lines that are vertical to the lens. 

[D] The body part of the light is cylindrical, and there is a belt-like groove pattern consisting of 

fine parallel lines that intersect in an oblique direction on the rim of the central part of the body 

part. A tail cap is inserted in the bottom of the body part, an almost semicircular portion of the 

bottom of the tail cap is bored from both sides and there is one hole at the central remaining 

part. 

[E] The ratio of the length of the head part of the light to the length of the body part is set at 

about 0.4 and the ratio of the greatest diameter of the head part of the light to the diameter of the 

body part is set at about 1.4, creating an overall slender outline from the head part of the light to 

the body part owing to the setting of the aforementioned ratios. 

B. With regard to the aforementioned shape of the Trademark, the fact that the head part of the 

light is slightly bigger relates to the magnitude of light intensity. The groove pattern on the 

paraboloid part where the paraboloid part contacts with the face cap contributes to ease of light 
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intensity adjustment, and the groove pattern at the central portion of the body part contributes to 

ease of grip, respectively. In addition, one hole at the bottom of the tail cap is to attach a strap, 

etc. Then, the overall slender outline from the head part of the light to the body part can be 

regarded as having been adopted to give attractive appearance to the Goods. Based on these, all 

of the aforementioned features should be regarded as being intended to contribute to the 

function or attractive appearance of goods, etc., and can be regarded as the features of 

flashlights which consumers can predict. In that case, the shape of the Trademark can be 

evaluated as being within the scope of shapes that are necessary to express the basic function or 

attractive appearance of flashlights and as having the functionality and attractive appearance of 

flashlights. However, the shape cannot be regarded as one which consumers who see it for the 

first time can recognize as a sign that indicates the source of goods. 

(3) According to the above consideration, the Trademark should be regarded as falling under 

Article 3, paragraph (1), item (iii) of the Trademark Act as a trademark that consists solely of a 

mark using, in a common manner, a shape of goods, etc. 

2. Regarding Ground for Rescission 2 (error in the determination concerning whether the 

Trademark falls under Article 3, paragraph (2) of the Trademark Act) 

(1) Three-dimensional trademark's acquisition of the distinguishability as a result of use 

As mentioned above, Article 3, paragraph (2) of the Trademark Act provides that even a 

trademark that falls under Article 3, paragraph (1), item (iii) of the Trademark Act as a 

trademark that consists solely of a mark indicating, in a common manner, a shape of goods, etc. 

is also registrable if it comes to acquire the capability to distinguish a person’s own goods from 

other persons' goods as a result of use (excluding a trademark that consists solely of a 

three-dimensional shape of goods, etc. which is indispensable for such goods, etc. to properly 

function; Article 4, paragraph (1), item (xviii) of said Act). 

It is reasonable to determine whether a trademark that consists of a three-dimensional shape 

of goods, etc. has acquired the capability to distinguish goods, etc. from other persons' goods, 

etc. as a result of use by comprehensively taking into account such circumstances as the shape 

of the relevant trademark or goods, the time of start of use and period of use, region of use, 

quantity sold of the goods, the period, region, and scale of advertisement, and the existence of 

other goods whose shape is similar to said shape. 

Then, a trademark pertaining to use or a shape of goods, etc. must be in principle 

substantially identical with a trademark pertaining to an application, and such goods, etc. must 

be goods that belong to the designated goods. However, in light of the fact that it is customary 

to attach a mark, etc. consisting of the name, sign, or characters, etc. of a company, etc., which 

is the source of goods, etc., upon selling them, etc., it is not appropriate to immediately deny the 

acquisition of the distinguishability as a result of use based only on the circumstance where such 
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a mark is attached to a three-dimensional shape pertaining to use. Even if such a name or mark 

is attached to a trademark pertaining to use or a shape of goods, etc., it is necessary to determine 

whether a three-dimensional shape has independently acquired a function to distinguish a 

person’s own goods, etc. from other persons' goods, etc., in consideration of the appearance, 

size, place of attached name or mark, degree of well-knownness and famousness, etc. thereof, 

by taking into account whether the three-dimensional shape has easily attracted consumers' 

attention and has made a strong impression on them. 

(2) Whether the Trademark falls under Article 3, paragraph (2) of the Trademark Act 

A. Whether the Trademark has come to have a function to distinguish the Goods from other 

persons' goods as a result of use is determined from the aforementioned perspective. According 

to each piece of evidence mentioned below and the entire import of argument, the following 

facts are found. 

(A) The plaintiff started the sale of Goods 1 in 1984 and that of Goods 2 in 1987, respectively, 

in the United States (Exhibits Ko No. 3 and No. 4). 

In Japan, full-scale import and sale of the Goods was started by A & F in 1986 (Goods 1) 

and 1988 (Goods 2). A & F has sold the Goods to over 500 retail stores, including outdoor gear 

retail stores, major department stores, and Tokyu Hands, in addition to conducting mail-order 

sale. Moreover, A & F has prepared a catalog of flashlights sold by the plaintiff, including the 

Goods, every year up to the present. About 10,000 to 15,000 copies of said catalog have been 

distributed every year to outdoor specialty stores, sports equipment stores, and department 

stores, as well as for the purpose of mail-order sale (Exhibits Ko No. 2 and No. 32 to No. 35). 

In June 1989, Mitsui came to conduct sales activities for the Goods as the plaintiff's sole 

agent (A & F also became Mitsui's agent). Mitsui started distributing said catalog in December 

1993, and distributes 5,000 copies (around 2,000 in recent years) of the catalog to wholesalers 

and general consumers every year (Exhibits Ko No. 1 and No. 35). 

In relation to the sale of the Goods, Mitsui designates multiple major wholesalers as its sales 

agents and sells the Goods to other wholesalers, mass retailers, and retail stores, etc. through 

them. Out of these sales agents, some independently distribute the catalogues of the goods they 

sell, including the Goods, separately from the aforementioned catalogue published by Mitsui 

(Exhibits Ko No. 35 to No. 38). 

(B) As a result of Mitsui's adoption of a sales expansion strategy through multiple sales agents, 

the number of agents dealing with the Goods reached 12 as of September 2000. Along with this, 

the sales expanded from 1992 to 1995, and the sales amount for all the goods of the Maglite 

Series, including the Goods, exceeded 500,000,000 yen in the business year ending in March 

1995 (one year from April of the previous year to March of the year; the same applies 

hereinafter). After that, it reached 1,082,000,000 yen in the business year ending in March 2000, 
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and was 953,000,000 yen in the business year ending in March 2001. Out of the sales amount, 

the sales amount for the Goods alone was 577,000,000 yen and the number of the Goods sold 

was 607,000 in the business year ending in March 2000. In the business year ending in March 

2001, the sales amount was 508,000,000 yen and the number of the Goods sold was 551,000. 

Although the number of retail stores selling the Goods was about 2,700 as of February 2007, the 

Goods have recently been sold via Internet mail-order sites, including Rakuten and Amazon, in 

addition to sales through retail stores (Exhibits Ko No. 36, No. 39, and No. 112). 

(C) Reflecting sales performance, etc. in the United States and other countries, the Goods came 

to be frequently introduced in the articles of magazines and newspapers, including "Mono 

Magazine" and "Goods Press," both of which introduce new products and hot goods, and 

"BE-PAL," which introduces outdoor gear products (Exhibits Ko No. 3 and No. 39 to No. 57). 

Advertisements for the Goods are frequently placed in magazines, newspapers, etc., such as 

"Mono Magazine," "BE-PAL," and "Asahi Shimbun." Mitsui spent the following amount as 

expenses for advertising the goods of the Maglite Series, including the Goods, in magazines and 

newspapers: 41,770,000 yen in fiscal 1997 (one year from October of the previous year to 

September of the given year; the same applies hereinafter), 45,100,000 yen in fiscal 1998, 

53,040,000 yen in fiscal 1999, 44,250,000 yen in fiscal 2000, and 51,350,000 yen in fiscal 2001. 

Moreover, from 2003 to 2005, Mitsui posted posters indicating the Goods in major JR 

stations in Tokyo and on the Yamanote Line trains for a certain period of time in summer or 

spring (Exhibits Ko No. 159 and No. 161). 

(D) As there had been no flashlight with features [A] to [E] stated in 1.(2)A. above prior to the 

Goods, the Goods are in storage as a permanent collection at museums, such as the Museum of 

Modern Art, New York, in the United States, and the Museum of Applied Arts, Cologne, and 

the National Museum of Crafts, Berlin, in Germany (Exhibits Ko No. 4 and No. 9). Moreover, 

the flashlights of the Maglite Series, including the Goods, received the Gold Award in the Busse 

Longlife Design Award 1996. In addition, the Goods were selected as goods winning the Good 

Design Award in fiscal 1990 by the Ministry of International Trade and Industry in Japan. The 

design of the Goods had thus attracted consumers' attention, along with the toughness and 

durability thereof (Exhibits Ko No. 5 and No. 7). 

(E) In this manner, the design of the Goods has been valued. Therefore, excellence in the design 

of the Goods has also been emphasized in the marketing and advertisement of the Goods, as 

well as the toughness and durability thereof. The Goods have been marketed by advertisements 

indicating the shape of Goods 1 alone, in addition to advertisements that place the shapes of the 

flashlights of the Maglite Series, including the Goods, at the center (Exhibits Ko No. 64, No. 68, 

No. 69, No. 73 to No. 75, No. 78, No. 126 to No. 134, No. 136 to No. 144, No. 146, No. 148, 

No. 149, No. 159, and No. 161). 
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(F) Regarding the Goods, goods with a shape similar to that of the Goods were first sold 

overseas. Then, goods similar to the Goods also came to be sold in Japan. The plaintiff has 

taken a rigorous approach to such similar goods, and has had distributors cease to sell such 

similar goods in many cases. In addition, the plaintiff filed actions against the distributors of 

similar goods in Hong Kong, the United Kingdom, and other countries, and received judgments 

ordering suspension of their sale. Moreover, in Japan, the plaintiff filed actions with the Tokyo 

District Court (2000 (Wa) 12553) and the Osaka District Court (2001 (Wa) 10905) to seek an 

injunction against the sale of similar goods, etc. under Article 2, paragraph (1), item (i) of the 

Unfair Competition Prevention Act. The plaintiff achieved a settlement (Tokyo District Court) 

or a judgment (Osaka District Court) that includes an injunction against sale and compensation 

of damages. As a result of these plaintiff's activities, no flashlight having features [A] to [E] 

stated in 1.(2)A. above is now sold on the market, except for the Goods (Exhibits Ko No. 17, No. 

18, and No. 25 to No. 29). 

(G) On the surface of the Goods, the following figure and characters are drawn by thin marked 

lines at the circumference of the face cap in the following order: [i] a figure that appears to be a 

face pointing to the right to which the very small-sized registered trademark symbol (circled R) 

is attached at the upper right part (hereinafter referred to as the "Right Head-Like Figure"), [ii] 

the alphabetical characters, "MINI MAGLITE," to which the very small-sized registered 

trademark symbol is also attached at the upper right part, and [iii] the alphabetic characters, 

"MAG INSTRUMENT-CALIFORNIA.USA," in a smaller size. These characters and figure are 

drawn smaller compared to the entirety of the Goods in a relatively obscure place in the upper 

part of the Goods. Moreover, the aforementioned characters and figure are not noticeable as 

they are engraved by thin lines. In particular, for the Goods that are silver or gray, it is difficult 

to notice these characters and figure without closely observing the Goods. Additionally, as they 

are stated in the form of circling around the cap, it is hard to understand the content thereof at 

first glance (Exhibit Ko No. 1 and Exhibits Kenko No. 1 and No. 7). 

(H) The characters and figure mentioned in (G) above are examined. 

First of all, the "Right Head-Like Figure" cannot be regarded as one that produces a special 

concept or pronunciation. It is unclear if the Right Head-Like Figure is an indication of goods, 

etc. or a trademark and what kind of goods it indicates. Although said figure mark is always 

indicated in advertisements for the Goods, it is considered as having not been recognized among 

the public as a trademark relating to the plaintiff or the Goods. In this action, the defendant 

alleges that "Characters, figures, or signs are suitable as signs that indicate the source of goods 

and distinguish a person’s own goods from other person's goods" or that "In this case, the part 

having a function to distinguish the Goods from other persons' goods is not the 

three-dimensional shape of the Goods but the trademark part." However, the aforementioned 
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"Right Head-Like Figure" is not mentioned at all in the determination in the JPO decision and in 

the defendant's allegations. The aforementioned background is considered as indicating that, in 

the Goods, the part having a source indicating function and a function to distinguish the Goods 

from other persons' goods is not said mark, etc. but the shape of the Goods. 

In addition, although the alphabetic characters, "MAG INSTRUMENT," indicate the name 

of the plaintiff, the characters are not stated at all in advertisements for the Goods in Japan, and 

the relationship between the characters and the Goods was originally not generally known at all. 

It is merely presumed that said alphabetic characters indicate the name of a company owing to 

the statement of the alphabetic characters, "CALIFORNIA.USA," following them in the 

indication on the surface of the Goods. However, it is difficult to immediately understand the 

alphabetic characters, "MAG INSTRUMENT," as indicating a name of a company also due to 

the content of meaning of these characters. Moreover, the plaintiff is a company that devotes 

itself to the manufacturing and sale of the flashlights of the Maglite Series, including the Goods, 

and does not engage in a business relating to other kinds of goods or services. Therefore, the 

plaintiff is not known at all as a company itself, apart from the Goods (Exhibits Ko). 

B. Comprehensively taking into account the facts found above, it is possible to point out the 

following. 

(A) The Goods have a shape that is identical with the Trademark and belong to the designated 

goods of the Trademark. The shape of the Goods has not been changed and has been 

consistently the same since the Goods were put on sale by the plaintiff in the United States in 

1984. 

(B) In Japan, full-scale import and sale of the Goods was started in 1986. After that, the sale 

thereof was expanded with Mitsui serving as the sole agent. In the business year ending in 

March 2000, the sales amount was 577,000,000 yen, and the number of the Goods sold was 

607,000. In the business year ending in March 2001, the sales amount was 508,000,000 yen, and 

the number of the Goods sold was 551,000. The number of retail stores selling the Goods 

reached about 2,700 as of February 2007. 

(C) The Goods have been frequently placed in magazines since 1985. Considerable expenses 

have been used to place many advertisements, mainly in newspapers and magazines, etc. 

(D) The design of the shape of the Goods has been highly valued because the shape is 

uncommon among conventional flashlights. The Goods received design awards in Japan, 

Germany, and other countries, and are also preserved as a permanent collection at museums in 

the United States and Germany. The design of the Goods also attracts consumers' attention 

along with the toughness and durability thereof. 

(E) In advertisements for the Goods, the design thereof is emphasized together with the 

toughness and durability thereof. Advertisements for the Goods are those that impress upon 
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consumers the shape of the Goods, such as an advertisement showing a photograph of the 

Goods alone. 

(F) The plaintiff has taken legal measures to seek an injunction against the sale of other 

companies' flashlights with a shape similar to that of the Goods in Japan and other countries. As 

a result, no goods with a shape similar to that of the Goods are sold on the market. 

(G) On the surface of the Goods, the Right Head-Like Figure to which the very small-sized 

registered trademark symbol (circled R) is attached at the upper right part, the alphabetic 

characters, "MINI MAGLITE," to which the very small-sized registered trademark symbol is 

also attached at the upper right part, and the alphabetic characters, "MAG INSTRUMENT" (the 

plaintiff's name), in a smaller size are stated at the circumference of the face cap. The part where 

these figure and characters are stated is a small part in consideration of the entirety of the Goods. 

In addition, the characters are engraved by thin lines and are thus not noticeable. 

(H) The plaintiff's leading products are the flashlights of the Maglite Series, centering on the 

Goods. In addition, "MAG INSTRUMENT," which is the plaintiff's name, merely shows the 

relationship between the plaintiff and the relevant flashlights, and the name itself is not 

recognized as being independently well-known and famous. 

C. In light of the points mentioned above, it is reasonable to recognize that the Goods have 

consistently maintained the same shape since they were put on sale in 1984 (in 1986 in Japan) 

and that consumers have come to recognize the shape of the Goods as an indicator that 

distinguishes the Goods from other companies' goods as a result of many years of massive 

advertisement emphasizing the excellence of the design and sale of a great number of the Goods. 

The fact that the alphabetic characters, "MINI MAGLITE" and "MAG INSTRUMENT," are 

attached to the Goods cannot be regarded as an obstacle to recognizing that the shape pertaining 

to the Trademark has acquired a function to distinguish the Goods from other persons' goods, 

taking into account the form of attachment of the alphabetic characters to the Goods as found 

above (incidentally, it goes without saying that the shape pertaining to the Trademark cannot be 

regarded as a trademark that consists solely of a three-dimensional shape of goods, etc. which is 

indispensable for such goods, etc. to properly function). 

Moreover, although other companies' flashlights with a cylindrical body part and slightly 

larger head part of the light are shown in Exhibits Otsu submitted by the defendant, there is no 

flashlight having all of features [A] to [E] stated in 1.(2)A. above. 

In that case, the Trademark should be regarded as having acquired a function to distinguish 

the Goods from other persons' goods as a result of use. Therefore, the Trademark should be 

considered as being registrable under Article 3, paragraph (2) of the Trademark Act. 

(3) According to the consideration above, the Trademark is one that is registrable under Article 

3, paragraph (2) of the Trademark Act. Consequently, the JPO decision contains an error in its 
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determination to the effect that the Trademark does not fall under said paragraph and is thus not 

registrable. 

3. Conclusion 

According to the above, the JPO decision contains an error in its determination, and it is 

obvious that this error affects the conclusion of the JPO decision. Therefore, the JPO decision is 

inevitably rescinded as an illegal decision. 

Consequently, the judgment has been rendered in the form of the main text. 

 

Intellectual Property High Court, Third Division 

                        Presiding judge: IIMURA Toshiaki 

                                Judge: MIMURA Ryoichi 

                                Judge: UEDA Hiroyuki 
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