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Title (Case):Title (Case):Title (Case):Title (Case): 

A case wherein, based on the grounds that the three-dimensional trademark of bird-shaped sweets 

that were registered for Japanese buns was not well known nationwide itself, the court revoked the 

JPO’s decision to reject a request for a trial for invalidation of said three-dimensional trademark 

Reference: Article 3, para.1, item 3 and Article 3, para.2 of the Trademark Act 

Outline of the Case:Outline of the Case:Outline of the Case:Outline of the Case: 

   On April 1, 1997, the defendant, HIYOKO.co.,ltd. (meaning chick in Japanese), filed an 

application with the JPO for a three-dimensional trademark of the three-dimensional shape of its 

bird-shaped sweets. On this date, the revision of the Trademark Act came into force, newly 

subjecting three-dimensional trademarks to the Act. The JPO initially decided to reject the 

application on August 13, 1999. Having received a request for a trial against the examiner's 

decision of refusal, the JPO decided to register the trademark as a three-dimensional trademark on 

July 24, 2003 (Trial decision for registration). 

   Dissatisfied, the plaintiff, Nikakudou.co.,ltd., requested a trial for invalidation of the 

registration of the three-dimensional trademark owned by the defendant, HIYOKO.co.,ltd. In 

response, the JPO gave a trial decision to reject the request (verify the validity of the 

three-dimensional trademark). In response, the plaintiff, Nikakudou.co.,ltd., instituted this lawsuit 

to demand revocation of the trial decision. 

   The plaintiff, Nikakudou.co.,ltd., argued that there were many bird-shaped sweets in Japan 

whose shapes were the same as the three-dimensional trademark owned by the defendant, 

HIYOKO.co.,ltd., such as “Nikaku No Oyako” produced by the plaintiff, Nikakudou.co.,ltd., 

(please refer to (2) below) and “Nagoya Kochin” (please refer to (3) below), and that these 

products shared a shape that had long been commonly used as shown by the Japanese traditional 

sweets, “Uzura Mochi“ (please refer to (4) below (the three sweets in the middle of the 

photograph)). 

   In response, the defendant, HIYOKO.co.,ltd., argued that their sweets “HIYOKO” 

(meaning chick in Japanese) had been on the market since the Taisho era and that both sales and 

advertisement costs were large because the company had been selling and advertising the product 

nationwide. The defendant further argued that the bird-like shape of their sweets “HIYOKO” 

should be registered as a three-dimensional trademark of the plaintiff,HIYOKO.co.,ltd. 

Main Text of the Judgment:Main Text of the Judgment:Main Text of the Judgment:Main Text of the Judgment: 

1. This court revokes the trial decision made by the JPO on July 28, 2005 for the Invalidation Case 

No.2004-89076; and 

2. The defendant shall pay the litigation expenses. 

Points at Issue:Points at Issue:Points at Issue:Points at Issue: 

   Whether the disputed three-dimensional trademark has satisfied the criterion that “as a 

result of the use of the trademark, consumers are able to recognize the goods or services as those 
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pertaining to a business of a particular person. ” (Article 3, para2, of the Trademark Act). 

Summary of the Judgment:Summary of the Judgment:Summary of the Judgment:Summary of the Judgment: 

   The court judged as follows: 

Most of the defendant’s retail stores are located in the northern part of Kyushu and the Kanto 

region and not necessarily located throughout Japan. In the marketing and advertisement efforts for 

the sweets “HIYOKO,” the defendant has emphasized the character trademark “HIYOKO” 

(meaning chick in Japanese). Moreover, the facts that, throughout Japan, there are many sweets 

that are extremely similar to the bird-like shape of the disputed three-dimensional trademark and 

that the shape may be regarded as common in the field of Japanese traditional sweets have led us to 

conclude that, despite the large sales and advertisement costs, etc., of the aforementioned sweets 

“HIYOKO,” the disputed three-dimensional trademark itself has not come to become well known 

nationwide unlike the character trademark “HIYOKO.” Based on these grounds, we found that, at 

the time when the trial decision for registration was made, the disputed three-dimensional 

trademark did not have the function of indicating the product’s origin to consumers. 

 

(1) Sweets “HIYOKO” (2) Sweets “Nikaku No Oyako” 

 

 

(3) Sweets “Nagoya Kochin” (4) Sweets “Uzura Mochi” 
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Judgment rendered on November 29, 2006 

2005 (Gyo-Ke) 10673 Case of Seeking Rescission of JPO Decision 

Date of conclusion of oral argument: September 27, 2006 

 

Judgment 

Plaintiff: NIKAKUDO Co., Ltd. 

Defendant: Hiyoko Co., Ltd. 

 

In the aforementioned case between the parties specified above, the court 

judged as follows based on the opinion of the Commissioner of the Japan 

Patent Office under Article 180-2 of the Patent Act applied mutatis 

mutandis under Article 63, paragraph (2) of the Trademark Act. 

 

Main text 

1. The JPO decision made on July 28, 2005 concerning Invalidation Trial 

No. 2004-89076 shall be rescinded.  

2. The defendant shall bear the court costs. 

 

Facts and reasons 

No. 1 Claims 

   The same as stated in the main text above. 

No. 2 Outline of the case 

   This is a lawsuit to seek rescission of a JPO decision to reject invalidation of a 

three-dimensional trademark ("three-dimensional shape(s)" as specified in Article 2, 

paragraph (1) of the Trademark Act), which was introduced as a result of a partial 

amendment of said Act enforced from April 1, 1997. 

   In other words, this is a lawsuit where the plaintiff sought rescission of a JPO 

decision that had dismissed the plaintiff's request for a trial for invalidation of the 

defendant's trademark registration specified below. 

   Meanwhile, the defendant filed a lawsuit to seek an injunction, etc. against the 

plaintiff's act of trademark infringement based on the aforementioned trademark right. 

Said lawsuit is still pending at the Fukuoka District Court (2004 (Wa) 1009). 

No. 3 Allegations of the parties 

1. Grounds for the claims 

(1) Developments in procedures at the JPO 

   On April 1, 1997, the defendant filed an application for registration of a 
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three-dimensional trademark specified in the attached "Document showing the 

three-dimensional trademark" for the designated goods "confectionery products and 

bread" and received an examiner's decision of refusal on August 13, 1999. In response, 

the defendant filed a request for a trial against an examiner's decision of refusal. In the 

course of the procedure, the defendant changed the designated goods to "Manju" (buns) 

on July 7, 2003. As a result, on July 24, 2003, the JPO made a decision that "The prior 

decision shall be rescinded. The trademark claimed in the application should be 

registered" (Exhibit Ko 55-1; This JPO decision shall be hereinafter referred to as the 

"JPO decision of registration"). On August 29, 2003, the defendant obtained a 

registration (Registration No. 4704439) of said three-dimensional trademark for the 

designated goods "buns" (Class 30) (the "Three-Dimensional Trademark"). 

   Since the plaintiff filed a request for a trial for invalidation of the aforementioned 

trademark registration, the JPO examined the request in the Rescission Trial No. 

2004-89076 and made a decision that "the request submitted in this trial is 

unacceptable" on July 28, 2005 (Exhibit Ko 46; the "JPO Decision") and sent a certified 

copy to the plaintiff on August 9, 2005. 

(2) Content of the JPO decision 

    The content of the JPO Decision is as shown in the attached copy of the JPO 

Decision. 

   The key point of the grounds for the JPO Decision is that, while the 

Three-Dimensional Trademark falls under Article 3, paragraph (1), item (iii) of the 

Trademark Act (the "Act"), companies and consumers have come to recognize the 

Three-Dimensional Trademark as an indication of goods pertaining to the defendant's 

business as a result of the long use of the Three-Dimensional Trademark by the 

defendant and that the Three-Dimensional Trademark has become registrable as a 

trademark under paragraph (2) of said Article (the phrase "the main text of Article 131, 

paragraph (2) of the Patent Act applied mutatis mutandis" in lines 25 to 26 of p. 14 of 

the JPO decision was modified to "the main text of Article 131-2, paragraph (1) of the 

Patent Act applied mutatis mutandis" based on the decision of correction dated June 20, 

2006). 

(3) Grounds for rescission of the JPO decision 

   However, as explained below, there was an error in the JPO Decision that permitted 

registration of the Three-Dimensional Trademark under Article 3, paragraph (2) of the 

Trademark Act. Thus, the JPO Decision should be considered to be illegal and should 

therefore be rescinded. 

A (A) In many places in Japan, there are many confectionery products whose shapes are 
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similar to the shape of the Three-Dimensional Trademark. These confectionery products 

are indistinguishable from the defendant's confectionery product "Hiyoko" (chick). 

   One of those confectionery products is the plaintiff's confectionery "Nikaku no 

oyako" (Nikaku's parent and child), which has been produced since 1960. Another 

confectionery, "Nagoya cochin," has been widely sold in areas in Nagoya, one of the 

major cities in Japan, and other areas (Exhibits Ko 15-1 to 15-2, 29, 42-1 to 42-3). 

Consumers in the Chubu region of Japan including Nagoya areas cannot differentiate 

the Three-Dimensional Trademark from the shape of "Nagoya cochin" based solely on 

their three-dimensional shapes. 

   In the case of Japanese confectionery products, which have been maintained and 

developed since the Heian era, animal shapes have been often used as shapes of 

confectionery products such as those for celebrating special occasions or those shaped 

like Japanese zodiac animals ("Wagashi omoshiro hyakuchin" (One hundred interesting 

Japanese sweets) [Exhibit Ko 2], "Engigashi iwaigashi" (Lucky sweets and ceremonial 

sweets) [Exhibit Ko 3], "'Chōjūgika ten" (Exhibition of animal-shaped sweets) [Exhibit 

Ko 4]). There is a history book (pictorial book) stating that Toraya, a confectionery shop 

in Minato-ku, Tokyo, was producing a confectionery product called "Uzuramochi," 

which had a small bill and eyes, in 1707. Today, Toraya has started producing 

Uzuramochi again based on the pictorial book and long-lived tradition kept by its 

confectionery chefs based on the understanding that Uzuramochi is a "confectionery 

product that has a shape like a pigeon flute with eyes and a bill" (Exhibits Ko 4, 7, 

89-2-2, 89-2-5, 90-4 to 90-6, 91-1 to 91-2, 92-1 to 92-2). Furthermore, another 

confectionery shop called "Tokutaro" in Taito-ku, Tokyo, which had already been 

founded by 1903 at the latest, had long been producing a bird-shaped confectionery 

product until around 2002. It is widely known among Japanese confectionery chefs as 

"Tokutarō no Hiyoko" (Tokutaro-brand Hiyoko) (Exhibit Ko 8). In this way, 

bird-shaped confectionery products have continued to exist as a part of the Japanese 

confectionery culture thanks to the history of handing down those shapes from one 

generation to the next. Every time a new shape was disclosed to the public, it promoted 

further ingenuity among other confectionery chefs. Since bird-shaped confectionery 

products have existed for a long time, such shapes should be considered to be traditional 

rather than innovative. If the Three-Dimensional Trademark is registered as a trademark, 

it would lead to the monopolization of such three-dimensional shape and fundamentally 

negate the tradition of handing down and developing the Japanese confectionery culture 

from one generation to the next. 

   In this way, in a situation where two goods are similar in terms of shape, the shape 
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of goods would be considered to have the source-indicating function under Article 3, 

paragraph (2) of the Act only if an allegation or evidence is presented to directly prove 

consumers' high level of recognition of the shape such as the results of a questionnaire 

survey. However, the defendant only provided evidence concerning its advertisement 

activities, etc. and failed to provide such evidence. 

   On these grounds, it can be found that it is impossible for consumers around Japan 

to identify the source of the confectionery product bearing the Three-Dimensional 

Trademark by simply looking at its shape. Thus, the Three-Dimensional Trademark 

cannot be considered to have acquired the source-indicating function. 

(B) [i] The defendant alleged that there are no grounds to support the presumption that 

bird-shaped confectionery products that are similar to the Three-Dimensional 

Trademark in terms of shape are widely recognized by consumers as confectionery 

products manufactured and sold by other companies. However, even if this is the case, 

the Three-Dimensional Trademark and any three-dimensional shapes that are similar 

thereto are commonplace as the shapes of confectionery products and do not inherently 

have the source-indicating function. Surrounded by such goods that do not have the 

source-indicating function, consumers would be unable to distinguish the goods bearing 

the Three-Dimensional Trademark from other goods having similar shapes. 

[ii] The defendant submitted certificates prepared by the Fukuoka Chamber of 

Commerce & Industry, etc. (Exhibits Otsu 123 to 128, 167 to 170). However, the issuers 

of the certificates submitted by the defendant are limited to organizations, etc. located in 

Fukuoka Prefecture. The certificate issued by the Fukuoka Chamber of Commerce & 

Industry (Exhibit Otsu 123) merely proves that the defendant manufactures and sells 

chick-shaped buns and that the defendant advertises those goods under the product 

name "ひよ子" (Hiyoko). In light of the facts that there is no sufficient evidence to 

prove that the Three-Dimensional Trademark has acquired the source-indicating 

function to distinguish itself from many other bird-shaped confectionery products sold 

throughout Japan that have shapes similar to the Three-Dimensional Trademark and that 

other certificates (Exhibits Otsu 124 to 128, 167 to 170) such as a certificate issued by 

Fukuoka-shi kashi kyōdō kumiai (Confectionery producers cooperative association of 

Fukuoka City) (Exhibit Otsu 125) are documents prepared by the defendant itself in 

advance and merely sealed by the aforementioned organizations, these certificates 

cannot be considered to prove that the shape of the Three-Dimensional Trademark has 

acquired the source-indicating function. 

(C) Even if the Three-Dimensional Trademark temporarily had the source-indicating 

function for a certain period of time, the defendant's poor trademark management in a 
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subsequent period, more specifically, the defendant's failure to make any complaint 

about similar goods, etc. has led to the situation where the shape of the 

Three-Dimensional Trademark has become commonplace and spread throughout Japan. 

As of the time when the JPO decision of registration was made (July 24, 2003), the 

Three-Dimensional Trademark can be considered to have already lost the 

source-indicating function. 

   In other words, in this case, after the industrialization of the system of 

manufacturing baked goods containing bean paste, such as the confectionery product 

bearing the Three-Dimensional Trademark, in the confectionery industry in 1965 

onward (p. 306 of Exhibit Ko 70), not only the plaintiff but also many other 

confectionery manufacturers produced confectionery products that have bird shapes 

similar to the Three-Dimensional Trademark. In the period from 1965 to 1975, shapes 

similar to the Three-Dimensional Trademark were commonly used for confectionery 

products. During the period from 1968 to 1970, the defendant filed a criminal complaint 

against the plaintiff's act of selling a confectionery product called "Nikaku no oyako" on 

the grounds that said act violates the Unfair Competition Prevention Act. This case was 

dropped because the plaintiff took measures to prevent confusion about the source of 

goods such as making a change to the wrapping paper of the package box of the 

confectionery product (Exhibits Ko 53-1 to 53-18, 54-1 to 54-4). Since then, for a 

period of about 40 years, the defendant failed to express any concerns about the shape 

of the plaintiff's confectionery product called "Nikaku no oyako" until 2004, in which 

the defendant filed an infringement lawsuit with the Fukuoka District Court against the 

plaintiff. As a result, the plaintiff's confectionery product called "Nikaku no oyako" and 

the defendant's confectionery product "Hiyoko" had co-existed and sold in the market 

without any problem (Exhibits ko 67-1 to 67-8). Generally speaking, an increase in the 

public recognition of a trademark inevitably causes self-destruction of the trademark. 

Thus, conducting advertisement activities by using a trademark without taking 

appropriate measures against other persons' use of similar marks would decrease the 

source-indicating function of said trademark. However, the defendant failed to make 

any complaints for about 40 years. 

   As mentioned above, this is because consumers had been surrounded by many 

confectionery products having shapes similar to the Three-Dimensional Trademark as of 

around 1965 to 1975, but were able to distinguish goods by using the names, etc. 

written on the wrapping paper, etc. of confectionery products and were not confused 

about the source of goods. 

(D) Even if the Three-Dimensional Trademark can be considered to be well known to a 
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certain extent as a result of the use thereof by the defendant itself, the public recognition 

of the trademark is mostly limited to the north part of Kyushu and the Kanto region 

(Exhibits Ko 65 to 66). As described in A (A) above, consumers who live in the Chubu 

region of Japan such as areas in Nagoya, for example, cannot be considered to be able to 

distinguish the defendant's confectionery product "Hiyoko" from the confectionery 

product "Nagoya cochin" based solely on their three-dimensional shapes. 

   Furthermore, the newspapers, magazine articles, TV commercials, etc. submitted by 

the defendant to prove their advertisement activities are mostly made of the 

Three-Dimensional Trademark combined with the famous trademark consisting of 

characters "ひよ子" or with an article or explanatory text containing said trademark or 

an advertisement in which said trademark is pronounced. In view of the facts that there 

are no advertisements consisting solely of the Three-Dimensional Trademark and that 

the three-dimensional shape presented in advertisements would not be clear enough for 

viewers to determine whether said shape is identical with the Three-Dimensional 

Trademark, the aforementioned advertisement activities could not contribute to said 

trademark's acquisition of the source-indicating function. 

(E) The defendant alleged that they started selling "Hiyoko," which is a 

three-dimensional confectionery product bearing the Three-Dimensional Trademark, in 

a confectionery shop located in Iizuka City, Fukuoka Prefecture from 1912. However, 

regarding the launch date of the defendant's confectionery product "Hiyoko," there is no 

objective evidence except for the statement of the defendant itself to prove the sale of 

said product before 1936. According to a series of 91 articles published from August 14, 

1973 under the title "Meisan fudoki (Description of specialties)" (Exhibits Ko 118-1 to 

118-3) in Fukunichi Shimbun, which is a local newspaper of Fukuoka Prefecture, the 

current representative of the defendant explained that "Hiyoko" was launched in 1921, 

which contradicts with the allegation that it was launched in 1912. The defendant also 

alleged that the defendant's confectionery product appeared in the Teikoku Kinema film 

titled "Yajikita dōchū" (Journey of Yaji-san and Kita-san) in 1936. However, both the 

first episode (1931) and the second episode (1938), which are currently available for 

further investigation, were not about a trip going through Iizuka City (Exhibit Ko 144). 

Moreover, there is no objective evidence to prove that a photograph of this film (Exhibit 

Otsu 4-1) was taken in 1936. An article published in the newspaper dated April 28, 1957 

(Kyushu Kagyo Shimbun) (Exhibit Otsu 7) was the first objectively reliable evidence to 

prove the manufacturing and sale of the defendant's confectionery product "Hiyoko" 

bearing the Three-Dimensional Trademark. An article published in a newspaper dated 

November 4, 1957 (Nishinippon Shimbun) was the first to publish a photograph of the 
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shape of "Hiyoko" sweets (Exhibits Otsu 10-1 to 10-2). 

B. The JPO Decision found that the Three-Dimensional Trademark has the 

source-indicating function although its three-dimensional shape itself has not acquired 

the source-indicating function independently from the trademark consisting of 

characters "ひよ子." However, the JPO Decision can be considered to contain an error 

in light of the following facts. 

(A) Article 3, paragraph (2) of the Act permits registration of the trademark claimed in 

an application on the premise that the claimed trademark has been in use. The trademark 

claimed in the application needs to have been independently used and have 

consequently acquired the source-indicating function. If consumers distinguish some 

goods from others based not only on the three-dimensional shape thereof but also on the 

characters, etc. indicated on those goods, it can be said that the three-dimensional shape 

has been used in combination with characters, etc. and that the three-dimensional shape 

has not independently acquired the source-indicating function. Therefore, in this case, 

Article 3, paragraph (2) of the Act should not be applied to the three-dimensional shape. 

(B) Thus, it can be said that consumers distinguish the Three-Dimensional Trademark 

from the plaintiff's confectionery product "Nikaku no oyako" based not on the shape 

itself but on the name of the confectionery product, in other words, the trademark 

consisting of characters, or the wrapping paper of the package box (Exhibits Ko 67-1 to 

67-8). In sum, the three-dimensional shape of the Three-Dimensional Trademark has no 

distinctive characteristics. In the case of the three-dimensional shape of the 

Three-Dimensional Trademark, each piece of the confectionery product is wrapped up 

and therefore cannot be seen when it is sold. Therefore, consumers pay attention to the 

name, etc. of a confectionery product written on the wrapping paper before purchasing 

the confectionery product. In particular, since the trademark consisting of characters "ひ

よ子" is famous, it is clear that consumers distinguish the "ひよ子" product from other 

products based not on the Three-Dimensional Trademark, which has a common 

three-dimensional shape, but on the characters "ひよ子." 

   Therefore, it should be concluded that consumers distinguish goods based on the 

trademark consisting of characters "ひよ子" and have recognized the three-dimensional 

shape of the Three-Dimensional Trademark merely as the shape of goods. 

C. Until the JPO decision of registration of the shape of the defendant's confectionery 

product, i.e., "Hiyoko" buns, (July 24, 2003) was made, the defendant used said shape 

merely as a design. Since the defendant cannot be considered to have been using the 

Three-Dimensional Trademark as a source identifier, there are no grounds to justify the 

application of Article 3, paragraph (2) of the Act. 
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(A) The shape of goods itself is usually chosen not to distinguish one's goods from 

others but to enhance the function and aesthetic appearance thereof. 

   It can be considered that the defendant was inspired by the Japanese tradition of 

using a bird shape for confectionery products because such shape is tasteful and 

attractive and adopted the shape of the Three-Dimensional Trademark solely for the 

purpose of design, i.e., enhancing the aesthetic appearance of goods as is the case with 

many other manufacturers that have adopted certain shapes for their products. 

(B) A design could acquire the source-indicating function although such case is 

extremely rare. A design can be considered to have acquired the source-indicating 

function only if the mark using the design is unique or the mark has been exclusively 

used by a particular user. Unless these conditions are met, companies and consumers 

who come across a design would not recognize that the design is used only by a certain 

party. 

   Thus, the shape of the Three-Dimensional Trademark can be considered to be a 

traditional design for Japanese sweets and cannot be considered to be innovative 

because it was created by imitating the shapes of bird-shaped sweets such as 

"uzuramochi," which have existed in Japan since the Edo era at the latest (Exhibits Ko 

89-2-2, 89-2-5, 90-4 to 90-6, 91-1 to 91-2, 92-1 to 92-2). 

D. The JPO Decision described the Three-Dimensional Trademark as having been "used 

for a long time as a distinctive shape of chick with the head facing forward slightly to 

the left with a small bill and eyes" (lines 21 to 23 of p. 13 of the JPO decision). 

However, in light of the facts stated below, it should be said that the Three-Dimensional 

Trademark was not used by the defendant in their sales and advertisement (display) 

activities and that the Three-Dimensional Trademark has never been used and therefore 

does not satisfy the requirement specified in Article 3, paragraph (2) of the Act. 

(A) The shape of the defendant's "Hiyoko" buns actually sold in the market does not 

necessarily have a head slightly facing to the left. In other words, according to the 

document titled "Renzoku seizou koutei seisan no kashi dekiagari keijō tou ni kansuru 

kenkyū --- Dekiagari keijō no baratsuki to shūsoku han'i no keisoku" (Research on the 

shapes, etc. of confectionery products produced by a continuous manufacturing system 

--- Variations in the shape of the finished products and the measurement of its 

convergence range) (Exhibits Ko 105-1 to 105-2), an examination of the head parts of a 

total of 278 "Hiyoko" buns shows that 129 are facing forward, 82 facing to the left, and 

62 facing to the right. The difference of angle between those facing to the left and those 

facing to the right reached 6.5 degrees. The shape of the Three-Dimensional Trademark 

is different from the actual shapes of confectionery products in terms of various points 
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including [i] the curve of the lines from the bottom to the top, [ii] the places of the eyes 

and bills, [iii] whether the bill is tilted to the right or left, [iv] whether the upper body is 

tilted to the right or left when viewed from the front side, and [v] the shape of the bill. 

(B) The shapes of the "Hiyoko" buns advertised by the defendant are also different from 

the Three-Dimensional Trademark. According to a document titled "Renzoku seizou 

koutei seisan no kashi dekiagari keijō tou ni kansuru kenkyū 2 --- Kōhou baitai de 

mochiirareta seihinzuzou no keijō no keisoku to tokusei no kijutsu" (Research on the 

shapes, etc. of confectionery products produced by a continuous manufacturing system 

2 --- Measurement of the shape of the image of the product presented in advertisement 

media and the description of the characteristics thereof) (Exibits Ko 119-1 to 119-2) 

prepared by Associate Professor A of the Graduate School of Kyushu University and 

Professor B of Sangaku renkei sentā (Academic research and industrial collaboration 

center ) of Kyushu University, the Three-Dimensional Trademark is slimmer than the 

average shape presented in advertisements. In sum, the Three-Dimensional Trademark 

has the following characteristics: [i] the overall height is high relative to the overall 

length, [ii] the head part is small relative to the torso part, [iii] the degree of narrowing 

in the hip part is smaller, and [iv] the eyes and bill are placed on the front side. 

   If a comparison is made by use of a computer between the Three-Dimensional 

Trademark and the shapes of "Hiyoko" buns presented in the TV commercial videos 

(Exhibits Otsu 196 to 197), the defendant's advertisement photograph (Exhibit Otsu 

186), and the defendant's brochure that were submitted by the defendant to prove the 

use of the Three-Dimensional Trademark in advertisements, it can be said that, in all 

advertisements, the shapes of the buns are different from the Three-Dimensional 

Trademark (Exhibits Ko 93-1 to 93-5, 94 to 96, 97-1 to 97-49, 98-1 to 98-8, 99-1 to 

99-2, 100 to 101). 

(C) The defendant alleged that difference between the Three-Dimensional Trademark 

and the three-dimensional shapes that the defendant actually used is so small that they 

can be considered to be within the range of identity. However, the JPO Decision 

specifies that the essential features of the Three-Dimensional Trademark are the head 

part facing forward slightly to the left and the small eyes and bill. Even if the actually 

used three-dimensional shapes are similar to the Three-Dimensional Trademark in terms 

of any other features, the use of those shapes cannot be considered to be the use of a 

shape within the range of identity with the Three-Dimensional Trademark unless those 

shapes have the aforementioned essential features. 

E. The Three-Dimensional Trademark can be considered to fall under "a trademark 

consisting solely of a three-dimensional shape that is identical with the shape of the 
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goods…and is indispensable for ensuring the function…of the goods" as specified in 

Article 4, paragraph (1), item (xviii) of the Act. 

(A) The JPO Decision specifies that the plaintiff's allegation that the Three-Dimensional 

Trademark falls under Article 4, paragraph (1), item (xviii) of the Act is unacceptable 

under the main text of Article 131-2, paragraph (1) of the Patent Act applied mutatis 

mutandis under Article 56, paragraph (1) of the Act because such allegation would 

newly add grounds for invalidation and modify the summary of the grounds for the 

claims. 

   However, even in the case of a three-dimensional trademark to which Article 3, 

paragraph (2) of the Act is applicable, any three-dimensional trademark that is 

considered to fall under Article 4, paragraph (1), item (xviii) of the Act from the 

perspective of public interest would be considered to be unregistrable within the 

framework of the Trademark Act. The determinations made based on those two 

provisions can be considered to be related. In other words, since the Three-Dimensional 

Trademark falls under Article 3, paragraph (1), item (iii) of the Act, even if it has the 

source-indicating function as specified in paragraph (2) of said Article, it would be 

naturally indispensable to determine whether it would fall under Article 4, paragraph (1), 

item (xviii) of the Act and would be considered to be unregistrable. Therefore, the fact 

that the plaintiff alleged, from as early as the time of filing a request for a trial for 

invalidation, that the Three-Dimensional Trademark falls under Article 3, paragraph (1), 

item (iii) of the Act suggests that the plaintiff simultaneously alleged that the 

Three-Dimensional Trademark falls under Article 4, paragraph (1), item (xviii) of the 

Act. Thus, it is clear that the plaintiff's act of alleging that said item is applicable does 

not constitute a modification of the summary of the grounds for the claims. 

(B) The Three-Dimensional Trademark falls under Article 4, paragraph (1), item (xviii) 

of the Act on the following grounds. 

[i] In order to cheaply produce a souvenir confectionery product with a long shelf life 

such as "Hiyoko" buns bearing the Three-Dimensional Trademark, the only option 

would be to produce baked goods by use of a molding machine. There are technical 

limitations in the manufacturing of baked goods by use of a molding machine because it 

involves a molding process and a subsequent baking process. The Japanese molding 

machine market is almost monopolized by two companies selling Rheon automatic 

machines and Premier automatic machines. For any company that wants to manufacture 

bird-shaped buns in Japan, it is technically inevitable to adopt a shape similar to the 

Three-Dimensional Trademark. 

   Based on a literal interpretation of the advertisements of Premier automatic 
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machines, the JPO Decision states that it is not necessarily inevitable to adopt the shape 

that is extremely similar to the Three-Dimensional Trademark because Premier 

automatic machines allow replacement of molds. However, in reality, the 

advertisements merely make a sales pitch targeting confectionary products in general. 

Since a bird-shaped confectionery product such as the one bearing the 

Three-Dimensional Trademark requires a molding process and a subsequent baking 

process, such product would inevitably have to adopt a shape similar to the 

Three-Dimensional Trademark. 

[ii] The applicability of Article 4, paragraph (1), item (xviii) of the Act should be 

examined from the perspective of maintaining fair competition of technology. The 

Three-Dimensional Trademark has a shape that is inherently determined by the nature 

of the goods itself and is necessary to achieve technical goals and gain financial 

advantage in terms of manufacturing costs. The term "function" used in said item means 

not only the physical functionality of the goods but also such financial functionality as 

mentioned above. 

[iii] It should be interpreted that the term "goods" used in the phrase "function of goods" 

in Article 4, paragraph (1), item (xviii) of the Act means not only the designated goods 

but also all of the goods that belong to the subdivisions of the designated goods if such 

subdivisional registration of designated goods is possible. Therefore, in the case where 

"buns" is chosen as designated goods, as far as the trademark registration is possible by 

choosing "bird-shaped buns" as designated goods, the Three-Dimensional Trademark, 

which consists solely of the shape indispensable for ensuring the function of "bird 

-shaped buns," should be considered to be unregistrable as a trademark. 

F. Opposition to the opinions of the JPO Commissioner (stated below) 

(A) The JPO Commissioner stated that upon the introduction of the three-dimensional 

trademark system, imposing burdens on small and midsize companies was avoided by 

establishing a supplementary provision to protect the right of continuous use (Article 2 

of the Supplementary Provisions of the Trademark Act of 1996). However, burdens 

would be considerably heavy for those in the confectionery industry that may have to 

respond to claims filed for the prevention of confusion, etc. in relation to 

three-dimensional trademarks. In some cases, transitional measures would not be 

sufficient to protect the interests of the existing users. 

(B) The JPO Commissioner also stated that the effect of the right for the 

Three-Dimensional Trademark would extend only to the shapes similar thereto and that 

it is clear that the registration of the right for the Three-Dimensional Trademark would 

not extend to all of the bird-shaped confectionery products. However, due to the unique 
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nature of the process of manufacturing bird-shaped baked goods containing sweet bean 

paste, all of the bird-shaped buns would have to adopt a shape similar to the 

Three-Dimensional Trademark in reality. As a result, the defendant's right would extend 

to all of the bird-shaped buns. Therefore, if the defendant is permitted to register the 

Three-Dimensional Trademark, it would damage fair competition. 

(C) The JPO Commissioner stated that it is reasonable, in light of the social norms, to 

consider that the identicalness between two trademarks should not be denied simply 

because they cannot be found to be identical on a computer screen. However, the 

plaintiff analyzed the shape of the trademark used by the defendant by using a computer 

just because the plaintiff, who had observed that many trademarks used by the 

defendant do not satisfy the definition "having the head part facing forward slightly to 

the left and the small eyes and bill" (line 22, p. 13 of the JPO decision), wanted to 

present objective evidence to prove its observation. 

(D) The JPO Commissioner also stated that it is difficult to recognize that there are 

many buns that are identical with the Three-Dimensional Trademark in terms of shape 

and that, even if there are bird-shaped buns similar to the Three-Dimensional Trademark, 

it would not provide sufficient grounds to deny the applicability of Article 3, paragraph 

(2) of the Act. However, even if the Three-Dimensional Trademark temporarily acquired 

the source-indicating function for a certain period of time, it should be noted that 

confectionery products that had similar shapes were marketed for about 40 years. The 

defendant's failure to take action against those products had resulted in the dilution and 

loss of the source-indicating function of the Three-Dimensional Trademark as of July 24, 

2003, on which the JPO decision of registration was made. 

(E) The JPO Commissioner stated that the defendant's active use of the 

Three-Dimensional Trademark since 1912 until today has caused the 

Three-Dimensional Trademark to acquire the source-indicating function independently 

from the trademark consisting of characters "ひよ子." 

   However, the only evidence provided by the defendant to prove the use of the 

Three-Dimensional Trademark since 1912 was the brochure that the defendant referred 

to and publicity materials provided to the mass media for the purpose of advertisement. 

The provision of such evidence is insufficient. In Japan, while there are many products 

whose shapes are similar to the Three-Dimensional Trademark, the defendant failed to 

make complaints to the manufacturers of those confectionery products located 

throughout Japan for years. This proves that consumers have come to distinguish goods 

based on the names, etc. of confectionery products affixed to the wrapping paper, etc. 

and that, from the viewpoint of consumers, the Three-Dimensional Trademark has not 
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acquired the source-indicating function independently from the trademark consisting of 

characters "ひよ子." 

2. Acceptability of the grounds for the claims 

   The grounds for the claims specified in (1) and (2) are acceptable, while the grounds 

for the claims specified in (3) are disputable. 

 

(omitted) 

 

No. 4 Opinion of the JPO Commissioner 

   This court sent a request dated May 10, 2006 to seek an opinion under Article 180-2, 

paragraph (3) of the Patent Act applied mutatis mutandis under Article 63, paragraph (2) 

of the Trademark Act. In response, the JPO Commissioner submitted his/her opinion 

dated July 11, 2006. The opinion can be summarized as follows. 

(1) Three-dimensional trademark system 

A. The three-dimensional trademark system was introduced under the amended 

Trademark Act of 1996. The section titled "Practices to examine the source-indicating 

function of a three-dimensional trademark" in the "Trademark Examination Manual" 

concerning the examination guidelines for three-dimensional trademarks specifies that, 

even in the case of a three-dimensional trademark consisting solely of a shape that is 

merely acknowledged by consumers as a shape that does not go beyond the scope of the 

shape of the designated goods, etc. itself or a three-dimensional trademark consisting 

solely of a shape that can only be considered to be within the scope of a simple and 

common three-dimensional shape, such trademark would be considered to have the 

source-indicating function as long as it has become well known to such a degree that it 

can be distinguished from the shape of similar goods, etc., allowing consumers to 

associate it with the business of a certain party, as a result of long-time use or short-time 

but intensive use thereof in advertisements, etc. The Three-Dimensional Trademark, 

which can be considered to be such trademark as described above, was registered under 

Article 3, paragraph (2) of the Act. 

   Furthermore, item (xviii) was newly added to paragraph (1) of Article 4 

(Unregistrable Trademarks) of the amended Trademark Act of 1996 in order to make it 

impossible to register any "trademark consisting solely of a three-dimensional shape 

that is identical with the shape of the goods or the package of the goods and is 

indispensable for ensuring the function of the goods or the package thereof." In a trial 

for invalidation of the trademark registration, the plaintiff alleged that the 

Three-Dimensional Trademark does not have the source-indicating function and also 
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subsequently alleged that the Three-Dimensional Trademark falls under Article 4, 

paragraph (1), item (xviii) of the Act as mentioned above. However, this allegation was 

dismissed on the grounds that this falls under the main text of Article 131-2, paragraph 

(1) of the Patent Act applied mutatis mutandis under Article 56, paragraph (1) of the Act 

and would modify the summary of the grounds for the claims. 

   Even if the aforementioned allegation can be considered to have been made legally, 

as far as the issue of whether the shape of the Three-Dimensional Trademark can be 

regarded as a "shape indispensable for ensuring the functions of goods" is concerned, it 

should be said, as mentioned in the JPO Decision (line 12 from the bottom to line 10 

from the bottom of p. 14 of the JPO decision), the shape of the Three-Dimensional 

Trademark, i.e., "having the head part facing forward slightly to the left and the small 

eyes and bill" (line 22, p. 13 of the JPO decision) cannot be considered to be a shape 

indispensable for ensuring the functions of goods. 

B (A) The plaintiff alleged that semipermanent protection of a three-dimensional shape 

of goods under the Trademark Act would discourage people to obtain design 

registrations and make it meaningless to register designs under the Design Act. However, 

the Design Act aims to promote protection and use of designs and thereby encourage 

creation of designs and contribute to industrial development, whereas the Trademark 

Act aims to protect trademarks and thereby achieve goals such as maintaining the 

business reputation of trademark users. Thus, registration of the Three-Dimensional 

Trademark would not make a design registration under the Design Act meaningless 

because the Design Act is different from the Trademark Act in terms of purpose. 

(B) The plaintiff alleged that the three-dimensional trademark system was adopted 

under the banner of internationalization without carefully checking the content of the 

examination guidelines, although such system has been adopted only by the U.S., the 

U.K., France, and Germany. However, in reality, the three-dimensional trademark 

registration system had been adopted by many countries such as the U.S., the U.K., 

France, Germany, Canada, Belgium, the Netherlands, Luxembourg, and Denmark. 

(C) The plaintiff alleged that the right of continuous use (Article 2, paragraph (1) of the 

Supplementary Provisions), which was introduced as a transitional measure, is not free 

from risks and limitations. For example, a trademark user should not have any "illicit 

purposes" and shall bear the burden of proof and could be requested by the trademark 

holder to take measures to prevent confusion. However, the Supplementary Provisions 

were established to give a person who had been using a three-dimensional trademark 

without any illicit purposes since before the enforcement of the Act the right to 

continuously use the three-dimensional trademark without filing an application for 
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registration as long as the scope of use remains the same. It can be said that this system 

was introduced in consideration of small and midsize companies, etc. While those 

companies are required to prove that they do not have illicit purposes and are obliged to 

take measures to prevent confusion, it cannot be considered to impose excessive 

burdens or problems on those companies. 

(2) Application of Article 3, paragraph (2) of the Trademark Act to the 

Three-Dimensional Trademark 

A. The plaintiff alleged that the registration of the Three-Dimensional Trademark under 

Article 3, paragraph (2) of the Act would allow the defendant to exclusively 

manufacture bird-shaped confectionery products and would unfairly hinder free 

competition. However, it is clear that the registration of the Three-Dimensional 

Trademark would not mean that the right for the Three-Dimensional Trademark extends 

to all of the bird-shaped confectionery products but extends only to the shapes similar to 

the Three-Dimensional Trademark. Thus, the allegation suggesting that the defendant 

would be entitled to exclusively manufacture bird-shaped confectionery products would 

be unreasonable. 

B. The plaintiff alleged that, since the Three-Dimensional Trademark is used not as a 

trademark but as a design, there are no grounds for applying Articles 3, paragraph (2) of 

the Act to the Three-Dimensional Trademark. However, it cannot be denied that 

trademarks also have a design characteristic and it is not reasonable to determine 

whether a specific trademark should be regarded either as a design or a trademark. If the 

Three-Dimensional Trademark has two functions simultaneously, i.e., a design of a bun 

and a source identifier to distinguish one's goods from others, the Three-Dimensional 

Trademark can be considered to be used as a trademark. Therefore, it would be 

unreasonable to conclude that the Three-Dimensional Trademark has not been used as a 

trademark. 

C. By using a computer screen, the plaintiff explained the differences between the 

Three-Dimensional Trademark and the trademarks in use and alleged that, since none of 

the trademarks used for the confectionery product "Hiyoko" is identical with the 

Three-Dimensional Trademark, the Three-Dimensional Trademark cannot be considered 

to have been used. However, it would be reasonable, in light of social norms, to find 

that the identicalness between the Three-Dimensional Trademark and the trademark in 

use cannot be denied even if they cannot be considered to be identical on a computer 

screen. 

D. The plaintiff alleged that, since there were many confectionery products having a 

shape identical with the Three-Dimensional Trademark as of the time when the JPO 
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decision of registration was made, the Three-Dimensional Trademark cannot be 

considered to have been used exclusively by a particular party, while such exclusive use 

is required as a premise for application of Article 3, paragraph (2) of the Act. However, 

even though it is undeniable that there are confectionery products (buns) that have a 

shape of bird similar to the Three-Dimensional Trademark, the allegation that many 

bunds have a shape "identical" with the Three-Dimensional Trademark is not easily 

acceptable. Even if there are buns that have a similar shape of bird, it would not provide 

sufficient grounds to deny the applicability of Article 3, paragraph (2) of the Act. Even 

if there are products, etc. that have similar shapes, the Three-Dimensional Trademark 

can be considered to be distinctive as long as the Three-Dimensional Trademark has 

become well known to such a degree that it is distinguishable from the similar shapes of 

goods. 

E. The plaintiff alleged that the Three-Dimensional Trademark is not distinctive without 

the source-indicating function of the famous trademark consisting of characters "ひよ

子." However, even if the characters "ひよ子" can be seen on the package or wrapping 

paper whenever the Three-Dimensional Trademark is used, it does not mean that the 

characters "ひよ子" are affixed to the Three-Dimensional Trademark itself. When 

consumers eat the confectionery product, they unwrap it to take out the content inside, 

i.e., the chick-shaped bun. Thus, the Three-Dimensional Trademark is not always 

perceived to be integrated with the characters "ひよ子." It can be said that the 

Three-Dimensional Trademark has independently acquired the source-indicating 

function. As mentioned in the JPO Decision (line 14, p. 11 to line 20, p. 12 of the JPO 

decision), the JPO decision to register the Three-Dimensional Trademark was approved 

under Article 3, paragraph (2) of the Act based on the understanding that the active use 

of the Three-Dimensional Trademark from 1912 until today caused the 

Three-Dimensional Trademark to have independently acquired the source-indicating 

function. Thus, there is no error in the determination presented in the JPO Decision. 

No. 5 Court decision 

1. There is no dispute between the parties concerned with regard to Grounds for the 

Claims (1) (Procedures at the JPO) and (2) (Content of the JPO decision). 

   Since neither party disputes the determination presented in the JPO Decision to the 

effect that the Three-Dimensional Trademark falls under Article 3, paragraph (1), item 

(iii) of the Act, the issue disputed in this lawsuit lies in whether the Three-Dimensional 

Trademark satisfies the requirement specified in Article 3, paragraph (2) of the Act. 

 

[Note of the judgment] 
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Article 3 of the Trademark Act 

(1) Any trademark to be used in connection with goods or services pertaining to the 

business of an applicant may be registered, unless the trademark: 

 

(omitted) 

 

(iii) consists solely of a mark indicating, in a common manner, in the case of goods, the 

place of origin, place of sale, quality, raw materials, efficacy, intended purpose, quantity, 

shape (including the shape of packages), price, the method or time of production or use, 

or, in the case of services, the location of provision, quality, articles to be used in such 

provision, efficacy, intended purpose, quantity, modes, price, or the method or time of 

provision; 

 

(omitted) 

 

(2) Notwithstanding the preceding paragraph, a trademark that falls under any of items 

(iii) to (v) of the preceding paragraph may be registered if, as a result of the use of the 

trademark, consumers are able to recognize the goods or services as those pertaining to 

a business of a particular person. 

 

2. Applicability of Article 3, paragraph (2) of the Act 

(1) Details of the developments in procedures at the JPO 

   According to the evidence (Exhibits Ko 46 to 52, 55-1 to 55-4) and the entire import 

of the oral argument, the details of the developments in procedures at the JPO can be 

found to be as follows. 

A. Application 

   On April 1, 1997, which was the enforcement date of the amended Trademark Act 

concerning three-dimensional trademarks, the defendant filed an application with the 

JPO for registration of the Three-Dimensional Trademark for the designated goods, 

Class 30 "Confectionery products and bread" (Trademark Application No. 1997-102128, 

Exhibit Ko 55-2). 

B. Notice of reasons for refusal 

   In response to the aforementioned application, the JPO (Examiner D) sent the 

defendant a notice of reasons for refusal dated June 10, 1998, stating that "From the 

perspective of designated goods, the trademark claimed in the trademark registration 

application has a three-dimensional shape that merely consists of one of the shapes that 
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could be adopted for the designated goods. Thus, the use of such three-dimensional 

shape for the designated goods merely indicates the shape of the goods itself in a 

common manner. Therefore, the trademark claimed in the trademark registration 

application can be considered to fall under Article 3, paragraph (1), item (iii) of the 

Trademark Act" (Exhibit Ko 55-3). 

C. Examiner's decision of refusal 

   In order to oppose to the aforementioned notice of reasons for refusal sent from the 

JPO, the defendant, i.e., the applicant, submitted an opinion statement. However, the 

JPO (Examiner E) made a decision of refusal dated August 13, 1999 on the grounds that 

"The trademark registration application should be refused on the grounds specified in 

the notice dated June 10, 1998. While the applicant pointed out many things in its 

opinion statement, since the trademark claimed in the application is a three-dimensional 

trademark, which is different from the conventional two dimensional trademark, the 

applicant's allegation that the three-dimensional trademark should be registered on the 

grounds that the shape observable from a certain viewpoint is similar to the registered 

two-dimensional trademark of the applicant and that the designated goods of the 

three-dimensional trademark and those of the two-dimensional trademark are identical 

is groundless. The issue lies in whether the three-dimensional shape functions as a 

trademark (not as a design). If this case is examined from this perspective, the claimed 

trademark consists of merely one of the shapes that could be adopted for designated 

goods as explained in the aforementioned notice of reasons for refusal. Thus, the 

three-dimensional shape cannot be considered to function as a trademark. Even though 

the applicant alleged that the claimed trademark falls under Article 3, paragraph (2) of 

the Trademark Act and submitted evidence, the claimed trademark still cannot be found 

to function as a trademark. Therefore, there is no sufficient evidence to overturn the 

aforementioned determination" (Exhibit Ko 55-4). 

D. Request for a trial against the examiner's decision of refusal and a JPO decision of 

registration 

   In response to the aforementioned JPO examiner's decision of refusal, the defendant, 

i.e., the applicant, filed a request for a trial against the examiner's decision of refusal. 

Said request was received by the JPO as Trial No. 15134 of 1999. In this process, the 

defendant, i.e., the applicant, made a modification by submitting a written amendment 

of proceedings on July 7, 2003 in order to change the designated goods from Class 30 

"Confectionery products and bread" to Class 30 "Buns." 
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   On July 24, 2003, the JPO (Examiners F, G, and K) rescinded the original 

examiner's decision and determined that the claimed trademark should be registered 

(JPO decision of registration; Exhibit Ko 55-1) on the following grounds. 

Statement 

"As stated below, the claimed trademark consists of a three-dimensional shape of 

'Hiyoko Sweets' (the section concerning the corporate philosophy of Yoshinodo Group 

in Material 1 titled 'Corporate information'). Such shape is often adopted as a shape of 

designated goods. In fact, the demandant (applicant) has adopted the shape for various 

goods (Materials 1 to 3) such as Japanese sweets, "buns," included in the designated 

goods. 

   Thus, the claimed trademark must be said to be a trademark consisting solely of the 

shape of goods. 

   Meanwhile, according to Materials 1 to 3 (including the branch numbers) submitted 

by the demandant and Attachments 6 to 12, Mr. I, who is an ancestor of the demandant 

(applicant), two generations back, came up with the idea of producing chick-shaped 

sweets. His business of manufacturing and selling such sweets was handed down to the 

demandant (applicant), which is a stock company founded in 1959 having its 

headquarters in Fukuoka City mostly for the purpose of manufacturing and selling 

Japanese sweets. Said company recorded the annual sales of 11 billion yen in around 

1998 (Material 1 'Corporate information'). Among those sweets, 'Hiyoko Sweets' 

claimed in the aforementioned application are the major product that has supported the 

basis of said company. As of 1986, the company has the capability of producing 

500,000 pieces per day if it operates at full capacity (Material 2 'Top company in 

Kyushu in each field,' Toyo Keizai Inc.). Said company has an affiliated company, 

Tokyo Hiyoko, Co., Ltd. (outside the scope of the claims), and actively sells their 

products in the metropolitan area, but also in other areas throughout Japan as a souvenir 

(Materials 1 and 2). Furthermore, an extra edition issued on October 1983 titled 'Nihon 

no meika' (Japanese famous confectionery products) published in a magazine titled 

"Seika seipan" (Confectionery production and bread production) (Seika jikken sha) 

carries an article about 'Hiyoko Sweets' claimed in the application (Attachment 6). 

   Based on a comprehensive evaluation of the aforementioned facts, the claimed 

trademark can be considered to have become so well known among consumers as a 

result of active use over a long period of time that consumers started associating the 

goods bearing said trademark with the business of a particular person. 
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   Thus, it is reasonable to apply Article 3, paragraph (2) of the Trademark Act and 

register the claimed trademark. The contradicting original examiner's decision should be 

rescinded." 

E. Request for a trial for invalidation and the JPO Decision 

   Based on the aforementioned JPO decision of registration, the Three-Dimensional 

Trademark was registered for the designated goods Class 30 "Buns" on August 29, 2003 

(Registration No. 4704439). The plaintiff filed a request dated September 10, 2004 for a 

trial for invalidation (Exhibit Ko 47). Said request was examined at the JPO as 

Invalidation Trial No. 2004-89076. 

   In this trial, the demandant, i.e., the plaintiff, and the demandee, i.e., the defendant, 

repeatedly submitted pleadings, counterargument statements, petitions, etc. As a result, 

the JPO made the JPO Decision to dismiss the request on July 28, 2005 as mentioned 

above. 

(2) Objective of Article 3, paragraph (2) of the Act and three-dimensional trademarks 

   It can be interpreted that Article 3, paragraph (2) of the Act specifies that, even in 

the case of a trademark that inherently does not have the source-indicating function, if a 

certain shape of goods is used and advertised continuously and exclusively over a long 

period of time, the trademark would consequently acquire the source-indicating function 

and become well known and should therefore be registered as an exception on the 

grounds that said trademark has become a so-called "particularly noticeable mark." 

   It can be interpreted that the same applies to three-dimensional trademarks covered 

by the law enforced on April 1, 1997. In this case, it should be noted that a 

determination as to whether the requirement specified in Article 3, paragraph (2) of the 

Act is satisfied or not should be made based solely on the three-dimensional shape 

presented in the attached "Document showing the three-dimensional trademark" without 

taking into consideration any trademark consisting of characters, the pronunciation, etc. 

used together with the three-dimensional shape and that, since the Trademark Act 

should be applied in the same manner throughout Japan, a decision as to whether the 

Three-Dimensional Trademark has become a particularly noticeable mark should be 

made in consideration of the situation in Japan as a whole. 

   From the aforementioned perspectives, this case is examined below. 

(3) Use of the Three-Dimensional Trademark or any marks similar thereto 

A. The shape of the Three-Dimensional Trademark is described in detail in the attached 

"Document showing the three-dimensional trademark." Said trademark can be 

considered to have the following characteristics: [i] The trademark has a golden brown 

surface and has an overall oval shape that can be divided into the upper part, which has 
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an overall circular cone shape, and the flat bottom part. The upper part has two black 

dots, which can be presumed to be eyes, and one prominent part, which can be 

presumed to be a bill. [ii] Since the trademark contains no characters, it can be found 

that any person who observes the trademark would get an impression that the trademark 

shows the shape of a child of an animal or bird (including "hiyoko" (chick)). 

B. Sales of the defendant's confectionery product "Hiyoko" 

   According to the evidence mentioned below, "Hiyoko" was sold as follows. 

(A) Commencement of the sale 

   The defendant stated that Person C, who is an ancestor two generations back, 

founded a confectionery store in Iizuka City, Fukuoka Prefecture, and that the 

second-generation representative, i.e., Person I, came up with the idea of producing 

sweets that have a three-dimensional shape identical with the Three-Dimensional 

Trademark and started selling such sweets at the confectionery shop in Iizuka City as 

mentioned above (Exhibits Ko 144, 152-2, Otsu 1 to 3, 22, 64 to 66, 68, 70, 76, 223-1 to 

223-3, 224-1 to 224-2, 228 to 232). 

   In this respect, the plaintiff alleged that the defendant started selling its 

confectionery product "Hiyoko" not from 1912 but from a time somewhere between 

1955 to 1964 and also that, other than the defendant's statement, the defendant failed to 

submit any objective evidence to prove that the product has been sold since before 1936. 

According to a series of 91 articles titled "Meisan fudoki" published in Fukunichi 

Shimbun, which is a local newspaper in Fukuoka, from August 14, 1973 (Exhibits Ko 

118-1 to 118-3), the current representative of the defendant explained that "Hiyoko" was 

launched in 1921. This explanation contradicts with the aforementioned allegation that 

"Hiyoko" was launched in 1912. The plaintiff also alleged that, according to the second 

episode of the Teikoku Kinema film titled "Yajikita dōchū" (produced in 1938, p. 2 of 

Exhibit Ko 144-2, Exhibit Ko 152-2), which was mentioned in a list titled "Top 

company in Kyushu in each field" edited by Nishinippon Shimbun kikaku jōhō sentā 

(published on June 19, 1986 [Exhibit Otsu 3]), the defendant's confectionery product 

"Hiyoko" did not appear in the film. 

   The defendant's statement can be considered to be reliable if it is consistent with 

objective facts, etc. In the second episode of "Yajikita dōchū" (Exhibit Ko 152-2), there 

is a scene where sweets are placed on a tray. A careful observation of the shape of each 

of these sweets has revealed that these are the defendant's confectionery product 

"Hiyoko" (Exhibits Otsu 223-1 to 223-3). This observation can be supported by the fact 

that the second-generation representative of the defendant, Person I, filed an application 

for registration of a trademark consisting of characters "ヒヨコ" (filed on February 6, 
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1934 [Exhibit Otsu 229]) and an application for registration of a trademark consisting of 

characters "ひよ子" (filed on June 13, 1936 [Exhibit Otsu 230]) and the fact that 

"Hiyoko" received an award from the governor of Oita Prefecture (Exhibit Otsu 228) 

and also by the presumption that the defendant was selling "Hiyoko" during the period 

from 1935 to 1944. The fact that the aforementioned scene of the film is accompanied 

by a song singing "Meppou umai, Korya umai" (It tastes really good) is consistent with 

the statement (Exhibit Otsu 3) that "When Iizuka City was chosen as the location to 

make the Teikoku Kinema film titled 'Yajikita dōchū' in 1936, we contacted people 

involved in the filmmaking and managed to insert a scene where Yaji-san and Kita-san 

hold 'Hiyoko' and say 'These sweets are really good.'" This consistency increased the 

reliability of the statement in Exhibit Otsu 3 that the defendant's confectionery product 

"Hiyoko" was launched in the "winter of 1912." In light of these facts, even if the 

current representative of the defendant explained in articles titled "Meisan fudoki" 

published in Fukunichi Shimbun (Exhibits Ko 118-1 to 118-3) that "Hiyoko" was 

launched in 1921 and contradicted with the allegation that it was launched in 1912, it 

should be considered that such explanation alone would not affect the reliability of the 

information presented in Exhibit Otsu 3 mentioned above. 

(B) Spread of directly managed shops 

   In February 1957, the defendant opened the Shintenchō shop (the current Tenjin 

shop [Exhibit Otsu 130]) in Fukuoka City as the first shop outside Iizuka City (p. 4 of 

Exhibit Otsu 1). In October 1959, the 1 chōme shop was opened in 1 chōme, 

Watanabedōri, Fukuoka City. In 1960, Nishijin shop was opened in Nishijin, Fukuoka 

City. In 1963, the Station shop was opened in Hakata Station. In this way, the defendant 

opened directly managed shops one after another. As of 1987, the defendant had 70 

directly managed shops. However, most of these shops directly managed by the 

defendant are located in the northern area of Kyushu and in the Kanto region (Exhibits 

Ko 65 to 66, Otsu 1, 3, 75, 130). 

(C) Business partners, etc. 

   The defendant distributes "Hiyoko" sweets bearing the Three-Dimensional 

Trademark to 196 kiosk stores in the Kyushu region, Yamaguchi Prefecture, and 

Hiroshima Prefecture. These 196 kiosk stores sell "Hiyoko" sweets (Exhibit Otsu 6 (1)). 

Zenkoku Kankou to Bjussan Shimbun (Issue of October 2001) (Exhibit Otsu 103) 

presented a sales ranking of souvenirs sold at kiosk stores in Kyushu for the period from 

April to June 2001, in which the defendant's confectionery product "Hiyoko" (11 pieces 

at 1,050 yen) was ranked second. Nishinippon Shimbun (September 9, 1997) (Exhibit 

Otsu 89) stated that "… Obtained statistical data about East Japan Kiosk Corp., which 
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has about 1,800 stores in the Tohoku and Kanto regions; 'Souvenir Ranking' during the 

period from FY1989 to FY1995; Hiyoko was always ranked first except for FY1990 

when it was ranked second." Nishinippon Shimbun (dated June 4, 1999) (Exhibit Otsu 

94) also stated that "'East Japan Kiosk Corp.'… listed the 'Top ten souvenirs at Tokyo 

Station' (as of the end of May), in which 'Hiyoko' was ranked (second)…" Furthermore, 

the defendant distributes and sells "Hiyoko" sweets to many stores including 37 stores 

in service areas and parking areas of highways (Exhibit Otsu 6 (2)), 35 stores at airports 

in Kyushu (Exhibit Otsu 6 (3)), 53 stores in department stores in the Kyushu region, 

Yamaguchi Prefecture and Osaka Prefecture (Exhibit Otsu 6 (4)), 91 stores at retailers in 

Fukuoka City and Kita Kyushu City (Exhibit Otsu 6 (5)), and 56 retailers in regional 

cities other than Fukuoka Prefecture (Exhibit Otsu 6 (6)). Also, an affiliated company of 

the defendant, i.e., Tokyo Hiyoko, Co., Ltd., also distributes and sells "Hiyoko" sweets 

to many stores including many kiosk stores, stores at the Haneda Airport and hotels, 

volume retailers, department stores, and stores in service areas and parking areas of 

highways (Exhibits Otsu 6, 89, 94, 103). 

(D) Advertisement activities 

[i] In February 1957, the defendant started selling "Hiyoko" sweets at the Shintencho 

shop in Tenjin, Fukuoka City. In 1958, the defendant conducted advertisement activities 

by making the most of the mass media such as TV commercials (Exhibits Otsu 5-1, 5-2, 

116). 

[ii] The defendant's "Hiyoko" sweets won the honorary president award in the 14th 

National Confectionery Exposition held in Nagasaki from March 20, 1957 and were 

presented to Prince Takamatsu, who served as the honorary president (Exhibits Otsu 8, 

10-1, 10-2, 15, 201-1). From 1957 to 1958, the defendant placed many newspaper 

advertisements containing a statement that the defendant's "Hiyoko" sweets won the 

aforementioned award (Exhibits Otsu 9, 11 to 14, 16 to 20). Furthermore, the 

defendant's confectionery product "Hiyoko" was designated as one of the prefectural 

souvenir sweets when the imperial couple visited Kyushu on April 17, 1958. The 

product was purchased by the emperor (Exhibits Otsu 21 to 23). The defendant placed 

many newspaper advertisements including a statement about the aforementioned event 

until around 1960 (Exhibits Otsu 25 to 26, 28 to 31). General newspapers and industry 

newspapers reported the event as well (Exhibits Otsu 22 to 24). Subsequently, Prince 

Takamatsu (on November21, 1971) and Prince Hitachi (on July 27, 1989) visited the 

premises of the defendant and took a tour in a factory (Exhibits Otsu 118 to 119). 

[iii] The defendant conducted various advertisement activities mostly in Fukuoka City 

through newspapers including Fukunichi Shimbun and also through magazine articles 
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and advertisements from around 1960 to around 1967. In November 1966, the 

defendant established Tokyo Hiyoko, Co., Ltd., which manufactures "Hiyoko" sweets 

and sells them in the Yaesu Shopping Mall in Tokyo in order to gain access to customers 

in Tokyo. The defendant continued its advertisement activities mainly in the northern 

part of Kyushu and Tokyo, etc. through articles and advertisements published in 

newspapers, magazines, etc. (Exhibits Otsu 20, 40, 43, 47, 52 to 53, 55, 61, 65, 68, 70 to 

74, 76 to 79, 82 to 84, 87 to 93, 95 to 96, 98 to 113, 122, 131 to 135, 172 to 188, 212 to 

214, etc.). 

   Among these advertisements, the following advertisements showed the shape of the 

defendant's confectionery product "Hiyoko": Kyushu Kagyo Shimbun (dated April 28, 

1958 [Exhibit Otsu 20]), magazine "Yangu Redī" (issue of November 14, 1966 [Exhibit 

Otsu 40]), Yomiuri Shimbun (dated April 24, 1967 [Exhibit Otsu 43]), magazine 

"Shūkan Asahi" (issues of October 13, 1967 and December 1, 1967 [Exhibit Otsu 47], 

issue of December 15, 1967 [Exhibit Otsu 53]), Sankei Shimbun (dated April 18, 1967 

[Exhibit Otsu 55]), Nishinippon Shimbun (dated May 1, 1968 ([Exhibit Otsu 61]), 

Fukunichi Supōtsu (dated April 3, 1971 [Exhibit Otsu 65]), magazine "Zaikai Kyūshū 

(1982 [Exhibit Otsu 68]), Asahi Shimbun (dated December 25, 1984 [Exhibit Otsu 

172]), magazine "Bungeishunjū (issues of April to July and issues of September to 

December, 1985, [Exhibit Otsu 173]), magazine "Zaikai" (issue of November 24, 1987 

[Exhibit Otsu 70]), Nishinippon Shimbun (dated July 9, 1987 ([Exhibit Otsu 73], dated 

August 28, 1987 [Exhibit Otsu 72], and dated September 17, 1987 [Exhibit Otsu 71]), 

Yomiuri Shimbun (dated January 28, 1987 [Exhibit Otsu 74]), Jōdoshu Shimbun (dated 

September 1, 1991 [Exhibit Otsu 76]), magazine "Sitī Jōhō Fukuoka" (issue of February 

14, 1992 [Exhibit Otsu 78]), magazine "Fukuoka Keizai" (issue of December 1991 

[Exhibit Otsu 82]), Asahi Shimbun (dated November 24, 1998 [Exhibit Otsu 90]), 

Seisansei Shimbun (dated March 16, 1994 [Exhibit Otsu 92]), Sankei Shimbun (dated 

October 20, 1994 [Exhibit Otsu 188]), etc. In addition, during the period from 1992 to 

1994, the defendant placed advertisements with a catchphrase "Nihon no oishī katachi" 

(Tasty shape in Japan) in national newspapers such as Asahi Shimbun, Yomiuri 

Shimbun, and The Nikkei (Exhibits Otsu 178 to 179, 183 to 186). Also, in regional 

newspapers in the Tohoku region (Iwate Nippo, Kahoku Shimpo), and in the 

Koshin'etsu region (Nigata Nippo), in the Chubu region (Chunichi Shimbun), in the 

Hokkaido region (Hokkaido Shimbun), etc., the shape of the defendant's confectionery 

product "Hiyoko" was presented together with a catchphrase "Tokyo dayori" (Letters 

from Tokyo), etc. (Exhibits Otsu 174-178, 180 to 181, 184, 187). Whenever such 
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advertisements are placed, in a conspicuous area near "Hiyoko" sweets, the characters "

名菓ひよ子" (Meika Hiyoko), "ひよ子" (Hiyoko), etc. are indicated. 

[iv] During the period from 1963 until today, the defendant placed many TV 

commercials in the Kyushu region, the Kanto region (mainly in Tokyo) (tv asahi), the 

Hokkaido region (HBC, etc.), the Tohoku region (ATV, etc.) such as Aomori Prefecture, 

Iwate Prefecture, Akita Prefecture, and Yamagata Prefecture, the Hokuriku region 

(TVkanazawa) such as Toyama Prefecture, Ishikawa Prefecture, and Fukui Prefecture, 

the Koshin'etsu region (NBS, etc.) such as Yamanashi Prefecture, Nagano Prefecture, 

and Niigata Prefecture, and the Chubu region (CBC, etc.) such as Aichi Prefecture and 

Shizuoka Prefecture (Exhibits Otsu 62-1 to 62-47, 136 to 146, 154 to 158, 189-1 to 

189-7, 190-1 to 190-27, 191-1 to 191-28, 192-1 to 192-29, 193 to 194, 195-1 to 195-4, 

196 to 199, 200-1 to 200-27). Whenever the shape of "Hiyoko" sweets appears in a TV 

commercial, the large characters "名菓ひよ子" or "ひよ子" is also shown on the screen 

(Exhibits Otsu 62-2 to 62-47, 189-1 to 189-7, 195-1 to 195-4) accompanied by the 

sound "Hiyoko" (Exhibits Otsu 196 to 197). Furthermore, in around 1965, the defendant 

sponsored TV programs such as an animation titled "Zerosen Hayato" (Exhibits Otsu 56, 

58). Recently, the defendant has also sponsored many TV programs. Some TV programs 

featured the defendant itself (Exhibits Otsu 66, 136 to 158, 239). 

(E) Manner of sales, annual sales, advertisement costs of "Hiyoko" sweets 

[i] Each piece of "Hiyoko" sweets is wrapped up with a wrapping paper on which the 

characters "ひよ子" are printed and is put in a box on which the characters "ひよ子" 

are printed (Exhibits Otsu 129 to 130). Some shops display one or two pieces per box of 

"Hiyoko" sweets or its models made of synthetic without any wrapping paper, while the 

characters "ひよ子" can be seen in many places around those unwrapped pieces 

(Exhibits Otsu 129 to 130). 

[ii] The annual sales of "Hiyoko" sweets were 10 million yen in FY1957, in which the 

defendant opened the Shintenchō shop in Tenjin, Fukuoka City (Exhibits Otsu 114-2, 

115), 129 million yen in FY1961, 458 million yen in 1966, and 509 million yen in 1967 

(Exhibit Otsu 114-2). Also, the advertisement costs were 1 million yen in FY1957, 17 

million yen in FY1962, and 137 million yen in FY1967 (Exhibit Otsu 114-2). 

   The annual sales quantity was 2,923,423 pieces for the year from 1958 to 1959, 

5,504,367 pieces for the year from 1959 to 1960, and 8,602,805 pieces for the year from 

1960 to 1961 (the defendant's summary of the financial statements for the fifth term 

(October 1, 1960 to September 30, 1961) [Exhibit Otsu 114-2]). 

[iii] "Hiyoko" sweets recorded the production quantity of about 500,000 per day and the 

sales of about 2 billion yen (Exhibits Otsu 64, 114-1) in FY1970, and subsequently the 
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sales of 3.5 billion yen in FY1980 (Exhibit Otsu 114-1), and continued to increase, 

achieving the peak figure of about 6 billion yen in around FY1991 and FY1992. Since 

then, the sales have been around 5 billion yen until 2003 (Exhibits Otsu 233 to 238, the 

entire import of the oral argument). The sales of "Hiyoko" sweets (net sales) as of the 

fiscal year closest to the time of the JPO decision of registration (July 24, 2003) were 

2,019,495,733 yen at the Kyushu Sales Office of the defendant (Exhibit Otsu 235) and 

2,775,114,835 yen at Tokyo Hiyoko (Exhibit Otsu 238). The total of these sales can be 

calculated as 4,794,610,568 yen. 

[iv] The advertisement costs paid by the defendant for "Hiyoko" sweets have been 

around 700 to 800 million yen per year during the period from FY1987 to FY2003 

(Exhibit Otsu 114-1). 

C. Manufacturing and sale of the bird-shaped baked goods by any party other than the 

defendant 

   On the other hand, the following bird-shaped baked goods have been manufactured 

and sold by a person other than the defendant. 

(A) Confectionery product "Nikaku no oyako" (Exhibits Ko 9, 14) 

[i] The confectionery product "Nikaku no oyako" consists of bird-shaped baked goods 

as follows, manufactured and sold by the plaintiff located in Fukuoka City since around 

1960 (Exhibits Ko 159-3, 173, 174-1 to 174-5, 175-1 to 175-3, 175-5, 176-1 to 176-6, 

178-2, 178-3). An application for registration of the trademark consisting of characters "

二鶴の親子" (Trademark Registration No. 1013918) was filed on January 24, 1966 

(Exhibit Ko 10). 

 

          

  

[ii] Hikarishikou Co., Ltd. (Representative Director J) prepared the package boxes for 

the plaintiff. According to the list of delivered package boxes (Exhibits Ko 12, 26), 

Hikarishikou Co., Ltd. started delivering package boxes to the plaintiff in FY1996 at the 

latest. During the period from FY1999 to FY2004, the following number of package 

boxes were delivered. 
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- FY1999: 224,780 boxes 

- FY2000: 226,868 boxes 

- FY2001: 202,640 boxes 

- FY2002: 168,000 boxes 

- FY2003: 161,675 boxes 

- FY2004: 38,060 boxes 

[iii] According to "Miyagehin News" issued by Miyagehin Shimbunsha (issues of June, 

October, and November 1999 [Exhibit Ko 13]) and "Gekkan Chiikisanhin News" issued 

by the same company (issues of May 2000, May 2001, June 2001, August 2001, 

September 2001, January 2002, May 2002, June 2002, May 2004, and September 2004 

[Exhibit Ko 13]), the "Popular souvenir ranking" at highway shops ranked "Hakata 

tōrimon" (sweets), "Karashi mentaiko" (seasoned cod roe), and "Hiyoko" at high 

rankings. Regarding the aforementioned confectionery product ("Nikaku no oyako"), 

the following information was provided. 

- March 1999: Nagasaki Expressway, Kinryu SA, outbound (Saga): 4th-ranking 

- August 1999: Kyushu Expressway, Koga SA, outbound (Fukuoka): 4th-ranking 

- September 1999: Kyushu Expressway, Kitakumamoto SA, outbound (Kumamoto): 

5th-ranking 

- March 2000: Kyushu Expressway, Hirokawa SA, outbound (Fukuoka): 2nd and 

6th-ranking 

- March 2001: Kyushu Expressway, Kishi PA, inbound (Fukuoka): 6th-ranking 

- April 2001: Chugoku Expressway, Mito SA, inbound (Yamaguchi): 6th-ranking 

- June 2001: Kyushu Expressway, Koga SA, outbound (Fukuoka): 5th-ranking 

- July 2001: Kyushu Expressway, Kitakumamoto SA, inbound (Kumamoto): 

4th-ranking 

- November 2001: Kyushu Expressway, Midorikawa SA, outbound (Kumamoto): 

4th-ranking 

- March 2002: Kyushu Expressway, Miyahara SA, outbound (Kumamoto): 6th-ranking 

- April 2002: Kyushu Expressway, Hirokawa SA, outbound (Fukuoka): 2nd and 

4th-ranking 

- March 2004: Nagasaki Expressway, Kinryu SA, outbound (Saga): 10th-ranking 

- July 2004: Kyushu Expressway, Hirokawa SA, outbound (Fukuoka): 4th and 

9th-ranking 

[iv] Even now, at highway shops in the northern part of Kyushu (Fukuoka Tower 

souvenir shop, Koga outbound SA, Hirokawa outbound SA, Kitakumamoto outbound 

SA, Kinryu outbound SA, Takunishi outbound PA, and Kawanobori outbound SA), both 
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the aforementioned confectionery product ("Nikaku no oyako") and the defendant's 

confectionery product "Hiyoko" were sold side by side in some stores (Exhibits Ko 67-1 

to 67-8). 

(B) Confectionery product "Nagoya cochin" (Exhibits Ko 15-1, 42-1 to 42-3) 

[i] This is a bird-shaped confectionery product as follows, manufactured and sold by 

Nagatoya Kabushiki Kaisha located in Nagoya City. The application for registration of a 

trademark consisting of characters "名古屋コーチン" (Trademark Registration No. 

2321682) was filed on September 13, 1988 (Exhibit Ko 15-2). 

 

         

 

[ii] According to "Gekkan Chiikisanhin News" issued by Miyagehin Shimbunsha 

(issues of August 2000, January, March April, and July 2002 [Exhibit Ko 29]), the 

"Popular souvenir ranking" at highway shops ranked "Uiro" (sweets), "Unagi pie" 

(sweets), and "Kishimen" (noodle), etc. at high rankings. Regarding the aforementioned 

confectionery product ("Nagoya cochin"), the following information was provided. 

- June 2000: Higashi-Meihan Expressway, Ooyamada SA, outbound (Mie): 7th-ranking 

- November 2001: Meishin Expressway, Ibuki SA, outbound (Shiga): 5th-ranking 

- January 2002: Meishin Expressway, Owari Ichinomiya PA, inbound (Aichi): 

7th-ranking 

- February 2002: Higashi-Meihan Expressway, Kameyama PA, outbound (Mie): 

6th-ranking 

- May 2002: Meishin Expressway, Bodaiji PA, outbound (Shiga): 5th-ranking 

(C) Confectionery product "Kamome no suiheisan" (Exhibit Ko 16-1) 

   This is a bird-shaped confectionery product. The holder of the trademark consisting 

of characters "かもめの水兵さん" (Trademark Registration No. 1692505) is Daito Co., 

Ltd. located in Arakawa-ku, Tokyo. The application for registration of said trademark 

was filed on June 20, 1981 (Exhibit Ko 16-2). 

(D) Confectionery product "Nakayoshi kotori" (Exhibit Ko 17-1) 

[i] This is a bird-shaped confectionery product. The holder of the trademark consisting 

of characters "なかよし小鳥" (Trademark Registration No. 1401642) is Kabushiki 
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Kaisha Edo Seika located in Edogawa-ku, Tokyo. The application for registration of 

said trademark was filed on July 26, 1968 (Exhibit Ko 17-2). 

[ii] According to Gekkan Chiikisanhin News issued by Miyagehin Shimbunsha (issue of 

May 2002 [Exhibit Ko 30]), the "Popular souvenir ranking" at the highway shop in the 

Chiyoda PA, outbound (Ibaraki) on the Joban Expressway in March 2002 showed that 

the aforementioned confectionery product ("Kamome no suiheisan") was ranked 6th. 

(E) Confectionery product "Arupusu raichō" (Exhibit Ko 18-1) 

   This is a bird-shaped confectionery product. The holder of the trademark consisting 

of characters "アルプス雷鳥" (Trademark Registration No. 3170361) is Marusan 

Shokuhin Co., Ltd. located in Toyohashi City, Aichi Prefecture. The application for 

registration of said trademark was filed on July 29, 1993 (Exhibit Ko 18-2). 

(F) Confectionery product "Asakusa poppo" (Exhibit Ko 19-1) 

[i] This is a bird-shaped confectionery product. The holder of the trademark consisting 

of characters "浅草ぽっぽ" (Trademark Registration No. 4250857) is Yugen Kaisha 

Togetsu Seika located in Taito-Ku, Tokyo. The application for registration of said 

trademark was filed on May 8, 1997 (Exhibit Ko 19-2). 

[ii] According to Miyagehin News issued by Miyagehin Shimbunsha (issues of June 5, 

1998, February of 2000, January and March 2001, and April 2002 [Exhibit Ko 31]), the 

"Popular souvenir ranking" at highway shops ranked "Edomatsuri Ningyōyaki" (sweets) 

and "Shingenmochi" (sweets), etc. at high rankings. Regarding the aforementioned 

confectionery product ("Asakusa poppo"), the following information was provided. 

- March 1998: Chuo Expressway, Sakaigawa PA, outbound (Yamanashi): 5th-ranking 

- December 1999: Chuo Expressway, Hatsukari PA, outbound (Yamanashi): 5th-ranking 

- November 2000: Chuo Expressway, Fujino PA, outbound (Kanagawa): 1st-ranking 

"Asakusa Poppo," which was ranked first, and "Edomatsuri Ningyōyaki," which was 

ranked second, are popular throughout the year." 

- January 2001: Chuo Expressway, Tsuganishikata PA, outbound (Tochigi): 5th-ranking 

- February 2002: Tohoku Expressway, Ooya PA, outbound (Tochigi): 5th-ranking 

(G) Confectionery product "Miyakodori no uta" (Exhibit Ko 27) 

[i] This is a bird-shaped confectionery product manufactured by Marusan Shokuhin Co., 

Ltd. (Exhibits Ko 27, 32). 

[ii] According to Miyagehin News issued by Miyagehin Shimbunsha (issues of March 

20, 1998, September 2000, and August 2002 [Exhibit Ko 32]), the "Popular souvenir 

ranking" at highway shops ranked "Natto" (fermented soybeans), etc. at high rankings. 

Regarding the aforementioned confectionery product ("Miyakodori no uta"), the 

following information was provided. 
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- January 1998: Joban Expressway, Tokai PA, outbound (Ibaraki): 3rd-ranking 

- July 2000: Joban Expressway, Yatabe Higashi PA, outbound (Ibaraki): 1st-ranking 

- June 2002: Joban Expressway, Yatabe Higashi PA, outbound (Ibaraki): 5th-ranking 

(H) Confectionery product "Shirochidori" (Exhibit Ko 110) 

   This is a bird-shaped confectionery product manufactured by Jinbo Seika located in 

Kahoku City, Ishikawa Prefecture. 

(I) Confectionery product "Heiwa no hato" (Exhibit Ko 111) 

   This is a bird-shaped confectionery product manufactured by Kabushiki Kaisha 

Ookabe Uzando located in Fukui City. 

(J) Confectionery products "Fūfu kamome" and "Mini fūfu kamome" (Exhibits Ko 112 

to 113) 

   These are bird-shaped confectionery products manufactured by Saito Seika 

Kabushiki Kaisha located in Ofunato City, Iwate Prefecture. 

(K) Confectionery product "Hiyotarō" (Exhibit Ko 114) 

   This is a bird-shaped confectionery product sold by Kabushiki Kaisha Tokyo Takara 

TSK located in Koto-ku, Tokyo. 

(L) Confectionery product "Tosa no jirokko" (Exhibit Ko 115) 

   This is a bird-shaped confectionery product sold by Shokakudo located in Takaoka 

Gun, Kochi Prefecture. 

(M) Confectionery product "Biwako poppo" (Exhibit Ko 129) 

   This is a bird-shaped confectionery product sold by Japan Service Kabushiki Kaisha 

located in Moriyama City, Shiga Prefecture. 

(N) Confectionery product "Kaitsuburi no ukisu" (Exhibit Ko 130) 

   This is a bird-shaped confectionery product sold by Kabushiki Kaisha Daiichi 

Bussan K12 located in Yoro Gun, Gifu Prefecture. 

(O) Confectionery product "Shinjiko yomegashima" (Exhibit Ko 131) 

   This is a bird-shaped confectionery product sold by Shimane Horakuan Kabushiki 

Kaisha TSK located in Matsue City. 

(P) Confectionery product "Kobe Kazamidori no machi" (Exhibit Ko 132) 

   This is a bird-shaped confectionery product sold by Kabushiki Kaisha Shikano 

located in Toyooka City, Hyogo Prefecture. 

(Q) Confectionery product "Hina no sudachi" (Exhibit Ko 133) included in the 

confectionery assortment product "Himeji meikasen" 

   This is a bird-shaped confectionery product sold by Kabushiki Kaisha Shikano K1 

located in Toyooka City, Hyogo Prefecture. 

(R) Confectionery product "Raichōkko" (Exhibit Ko 134) 
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   This is a bird-shaped confectionery product sold by Hokkaiya Kashiho located in 

Nakaniikawagun , Toyama Prefecture. 

(S) Confectionery product "Raichō no sudachi" (Exhibit Ko 135) included in the 

confectionery assortment product "Echizen no uta" 

   This is a bird-shaped confectionery product sold by Tsuruga Koedo located in 

Tsuruga City, Fukui Prefecture. 

(T) Confectionery product "Toki no sugomori" (Exhibit Ko 136) 

   This is a bird-shaped confectionery product sold by Niigataken Kankou Bussan 

Kabushiki Kaisha located in Niigata City. 

(U) Confectionery product "Kobato mameraku" (Exhibit Ko 137) 

   This is a bird-shaped confectionery product manufactured by Kabushiki Kaisha 

Toshimaya located in Kamakura City, Kanagawa Prefecture. 

(V) Confectionery product "Miyakodori" (Exhibit Ko 138) 

   This is a bird-shaped confectionery product manufactured by Goben Kaisha 

Narayahonten located in Gifu City. 

(W) Confectionery product "Kotori no sato" (Exhibit Ko 169) 

   This is a bird-shaped confectionery product manufactured by Kabushiki Kaisha 

Togetsu Kashiho located in Yashio City, Saitama Prefecture. 

(X) Confectionery product "Mizuumi no tori" (Exhibits Ko 170-1 to 170-2) 

   This is a bird-shaped confectionery product sold by Otsu Fugetsudo located in Otsu 

City. 

D. Manufacturing and sale of bird-shaped Japanese sweets by any person other than the 

defendant 

   Regarding the manufacturing and sale of bird-shaped Japanese sweets by any person 

other than the defendant, the following can be found based on the evidence presented 

below. 

(A) Japanese sweets "Uzuramochi," etc. 

[i] According to "Wagashi omoshiro hyakuchin" (One hundred interesting Japanese 

sweets) authored by Keiko Nakayama and published by Toraya Bunko (published on 

April 5, 2001 [Exhibit Ko 2]), it is stated that "Based on its roundish shape, it was given 

such cute name as 'Uzuramochi.'… The roundish shape closely resembles the shape of 

uzura (quail)… Unfortunately, harabutomochi and uzuramochi are no longer readily 

available everywhere (while Toraya still makes 'Uzuramochi' by attaching eyes and a 

bill to buns…)." (p. 174) 

[ii] "Okashi no kuni no doubutsutachi 'Chōjūgika' ten" (Animals in the world of sweets, 

exhibition of animal-shaped sweets) (published in 1996 [Exhibit Ko 4]) edited by 
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Toraya Bunko of Kabushiki Kaisha Toraya stated that "Uzuramochi… was 

manufactured in many places. In a novel, 'Tōkai dōchū hizakurige,' there is a scene 

where Kitahachi enjoys eating uzurayaki (baked uzuramochi) at a teahouse in Imamura 

(current Anjo City, Aichi Prefecture)…Nowadays, the name 'daifuku' is more commonly 

used. It is rare to hear people say uzuramochi (yaki). 

   On the other hand, 'Uzuramochi' traditionally made by Toraya has eyes and a bill 

and is shaped like a pigeon flute." (p. 15) 

[iii] "Wagashi no tanoshimikata" (How to enjoy Japanese sweets) authored by Soko 

Suzuki, Kazuko Shiraishi, Michiko Ego, and Takashi Yamaguchi (Shinchosha [Exhibit 

Ko 6]) presents a photograph of a bird-shaped "uzuramochi" shape like a quail on p. 51. 

(the statement "Akibare (fine autumn weather) October Toraya" is added as shown 

below) 

 

 

 

[iv] "Wagashi monogatari" (Japanese sweets story) authored by Keiko Nakayama and 

published by Toraya Bunko (published on December 25, 1993 [Exhibit Ko 7]) states 

that "If designs of Japanese sweets are expressed in the form of 'Kachōfūgetsu' (beauties 

of nature), commonly chosen birds would be bush warbler, quail, plover, crane and wild 

goose. These birds are often used in poems, songs, and literature…. They have cute 

appearances that are suitable for mold making… The episode dated March 7, 1553 in 

"Tokitsugukyoki" (Tokitsugu's diary) written by Tokitsugu Yamashina, who was a 

kugyo (aristocrat) in the age of provincial wars, described a delivered tray of 

uzuramochi as a 'unique thing.' The term 'unique thing' was probably used to refer to a 

unique shape similar to a quail. While we do not know what uzuramochi looked like at 

that time, Toraya has a business record from 1651 stating the name 'uzuramochi.' Since 

then, uzuramochi has been manufactured as sweets shaped like a quail. It has a design 

like a stuffed animal with a slightly sharpened bill and attractive small eyes. 
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   On the other hand, "uzuramochi" presented in the sweets manufacturing manual 

"Kokon meibutsu gozengashi zushiki" (Manuals concerning old and current famous 

sweets) (1761) is an uguisu mochi-type of sweets that does not have eyes and a bill. The 

roundish shape of the product looks like a quail. Since it is filling, it is also called 

harabutomochi…" (pp. 94 to 96, or pp. 115 to 117 in an edition published on January 1, 

2001 [Exhibit Ko 92-3]). 

[v] "Nihon ryōri hiden shūsei/dai 16 kan/ Kashi" (Secrets of Japanese cooking/vol. 16/ 

Sweets) published by DOHOSHA Printing (published on May 30, 1985 [Exhibits Ko 

89-1 to 89-5]) has a section "Shōtoku nenkan" (Shōtoku era) "from the Toraya kashi 

mihonchō" (Sample book of Toraya's sweets) (according to the brochure titled "Toraya 

bunko no goannai" (Introduction of Toraya Bunko) [Exibits Ko 91-1 to 91-2] prepared 

by Toraya Bunko of Toraya Confectionery Co., Ltd., it can be presumed that the 

aforementioned sample book is preserved), where a picture of bird-shaped "uzuramochi' 

with eyes and a bill produced based on the shape of quail was presented under the title 

"Uzuramochi" in the section "Okashiezu" (pictures of sweets) (Exhibit Ko 89-2-2). The 

"Uzuramochi" presented in this pictorial section is the same as actual "uzuramochi" 

presented in a photograph (Exhibit Ko 89-2-2; the uzuramochi presented in the 

photograph on p. 45 of "Shiki no wagashi" (Japanese seasonal sweets) published by 

Shogakukan Inc. on November 20, 1997 [Exhibits Ko 90-4 to 90-6] has the same shape 

as well). Furthermore, it is stated that "Mochi-type uzuramochi; A quail is considered to 

be a lucky bird. 'Hinamikiji' (guidebook for annual events) has a statement that 'On 

January 4 of the Tokugawa era, uzura dance was performed at a Chona Hajime 

ceremony for the Kamo-wake-ikazuchi Shrine.' This confectionery product shaped like 

a quail is 'uzuramochi.' The sweets 'uzuramochi' was also mentioned in 'Chōkin gyōkō 

okashi oboegaki' (notes for sweets to be offered to the emperor) in 1651. It said that the 

mochi-type 'uzuramochi' was offered" (pp. 246 to 247). 

[vi] Toraya Confectionery Co., Ltd. sold its traditional product "Uzuramochi" that had 

the aforementioned shape at its shops from November 1 to 15, 2004 (November 2004 

"List of sweets sold at shops" [Exhibit Ko 90-1]) 

[vii] "Engigashi, iwaigashi" (Lucky sweets and ceremonial sweets) authored by 

Chihoko Kamei with the photographs taken by Masaki Miyano (Exhibit Ko 3) states 

that "[Hatomochi] is a confectionery product originated in Miyake Hachimangu Shrine, 

Kyoto… Hato (pigeon) is considered to be a messenger of the gods. Hatomochi is 

shaped like a pigeon" (p. 53). 

(B) Japanese sweets "Hiyoko" of "Tokutarou" 
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   Tokutaro located in Asakusa, Taito-ku, Tokyo, sells bird-shaped Japanese sweets. 

Said sweets are introduced under the name "Hiyoko" together with Sakuramochi and 

Mamedaifuku in the section titled "Delicacies of Asakusa" on its website (as follows, 

Exhibit Ko 8). 

 

 

 

(C) Japanese sweets "Uguisu" (Exhibit Ko 139) 

   This is a bird-shaped unbaked cake (Nerikiri) sold by Sonoya located in Matsue 

City. 

(D) Japanese sweets "Uguisu" (Exhibit Ko 140) 

   This is a bird-shaped unbaked cake (Nerikiri) sold by Kotobukido located in 

Chuo-ku, Tokyo. 

(E) Japanese sweets "Uguisu" (Exhibit Ko 141) 

   This is a bird-shaped unbaked cake (Nerikiri) sold by Kabushiki Kaisha Itaya 

located in Kanazawa City. 

(F) Japanese sweets "Miyakodori" (Exhibit Ko 151) 

   This is a bird-shaped unbaked cake (Nerikiri) sold by Yugen Kaisha Kogetsuan 

located in Matsue City. 

(4) Court decision 

   This court found that, while the defendant's trademark consisting of characters "ひ

よ子" can be considered to be widely known among consumers in some regions such as 

the Kyushu region and the Kanto region, the Three-Dimensional Trademark itself 

having the shape presented in the attached "Document showing the three-dimensional 

trademark" has not become well known nationwide for the following reasons. 

A. As mentioned above, the defendant has been selling "Hiyoko" sweets since 1912 and, 

in particular, has continuously recorded large sales and has spent significant amounts on 

advertisement costs since 1957. The defendant also frequently placed newspaper and 

magazine advertisements and TV commercials and conducted business with many 

directly managed shops and business partners. On the other hand, when "Hiyoko" 

sweets are sold, each piece of the "Hiyoko" sweets is wrapped with a wrapping paper on 

which the word "ひよ子" is indicated and is placed in a box on which the word "ひよ
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子" is indicated (Exhibits Otsu 129 to 130). Regarding the models displayed at shops, 

some shops display one or two pieces per box of "Hiyoko" sweets or its models made of 

synthetic resin without wrapping, while the characters "ひよ子" can be seen in many 

places around those unwrapped pieces (Exhibits Otsu 129 to 130). Moreover, the 

defendant placed many advertisements showing the shape of "Hiyoko" sweets over the 

period of 1992 to 1994 with the catchphrase "Nihon no oishi katachi" (Tasty shape in 

Japan) in national newspapers such as Asahi Shimbun, Yomiuri Shimbun, and The 

Nikkei. However, whenever such advertisement is placed, in a conspicuous area near 

"Hiyoko" sweets, the characters "名菓ひよ子"  and "ひよ子," etc. are indicated. 

Whenever the shape of "Hiyoko" sweets appears in a TV commercial, the large 

characters "名菓ひよ子"or "ひよ子" will also be shown on the screen (Exhibits Otsu 

62-2 to 62-47, 189-1 to 189-7, 195-1 to 195-4, 196 to 197) with the sound "Hiyoko" 

(Exhibits Otsu 196 to 197). 

B. Research on the bird-shaped baked goods sold by any person other than the 

defendant has revealed that 23 companies in many places throughout Japan such as the 

Tohoku region (Iwate Prefecture), the Kanto region (Tokyo, Kanagawa Prefecture, 

Saitama Prefecture, Tochigi Prefecture, and Ibaraki Prefecture), the Chubu region, 

(Aichi Prefecture, Gifu Prefecture, and Niigata Prefecture), the Kinki region (Hyogo 

Prefecture and Shiga Prefecture), the Hokuriku region (Ishikawa Prefecture, Fukui 

Prefecture, and Toyama Prefecture), the Chugoku region (Shimane Prefecture), the 

Shikoku region (Kochi Prefecture), and the Kyushu region (Fukuoka Prefecture) 

manufacture and sell bird-shaped sweets, which are so similar to the defendant's 

confectionery product "Hiyoko" that it is difficult to differentiate them if viewed from a 

distance (Exhibits Ko 58 to 61-1, and 61-2). 

   Since the aforementioned companies can be presumed to have started selling their 

sweets from around the time when they filed an application for registration of the 

trademarks consisting of characters indicating the product name, it can be found that the 

aforementioned sweets have been sold over a period of several years to several decades. 

In the case of the plaintiff's confectionery product "Nikaku no oyako," which was 

launched in around 1965, the sales quantity of said product was around 100,000 to 

200,000 boxes during the period from FY1999 to FY2004. According to magazine 

articles, the product was one of the best-selling products at highway shops in Kyushu 

during the period from March 1999 to July 2004. Also, the confectionery product 

"Nagoya cochin" can be presumed to have been launched in around 1988. According to 

magazine articles, it was one of the best-selling products at highway shops in Aichi 

Prefecture, Mie Prefecture, and Shiga Prefecture during the period from June 2000 to 
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May 2002. Meanwhile, the confectionery product "Nakayoshi kotori" can be presumed 

to have been launched in around 1968. According to magazine articles, it was one of the 

best-selling products at highway shops in Ibaraki Prefecture in March 2002. Similarly, 

the confectionery product "Asakusa poppo" can be presumed to have been launched in 

around 1997. According to magazine articles, it was one of the best-selling products at 

highway shops in Kanagawa Prefecture, Tochigi Prefecture, and Yamanashi Prefecture 

during the period from March 1998 to February 2002. Furthermore, in the case of the 

confectionery product "Miyakodori no uta," according to magazine articles, it was one 

of the best-selling products at highway shops in Ibaraki Prefecture from January 1998 to 

June 2002. 

C. Regarding bird-shaped Japanese sweets manufactured by a person other than the 

defendant, Toraya, which is a long-established confectionery company, has been 

manufacturing the bird-shaped sweets "Uzuramochi" with eyes and a bill shaped like a 

pigeon flute since the Edo era (during the Shōtoku period). In recent years, Toraya sold 

a product in the aforementioned shape in 2004. Another example of bird-shaped 

Japanese sweets is "Hatomochi" that has a strong connection with the Miyake 

Hachimangu Shrine in Kyoto. Under these circumstances, in consideration of the fact 

that bird-shaped Japanese sweets still exist in many places as described above, it can be 

said that bird-shaped Japanese sweets are traditional products in Japan. Thus, it has to 

be said that the bird shape of the Three-Dimensional Trademark is common among 

baked goods that have simple shapes created based on the tradition of bird-shaped 

Japanese sweets. 

D. According to the information presented in A to C above, in view of the facts that the 

shops directly managed by the defendant are located mostly in the Kyushu region and 

the Kanto region and not evenly throughout Japan, that "Hiyoko" sweets have been sold 

and advertised in such a way that the trademark consisting of characters "ひよ子" will 

attract attention from consumers, and that, since many confectionery products that have 

a shape extremely similar to the shape of bird expressed in the Three-Dimensional 

Trademark have been sold in Japan, such shape has to be considered to be common 

among Japanese sweets, it has to be said that the Three-Dimensional Trademark has not 

become well known throughout Japan despite the large sales, frequent advertisement 

activities, etc. related to "Hiyoko" as described above, while the trademark consisting of 

characters "ひよ子" might be considered to be well known. 

   Therefore, it cannot be considered that, as of the time of the decision of registration, 

consumers were able to identify the source of goods based on the Three-Dimensional 

Trademark simply because the trademark had been in use. Thus, the Three-Dimensional 



 

37 

 

Trademark should be considered to have failed to acquire the so-called 

source-indicating function (particularly noticeable mark) and failed to satisfy the 

condition "if, as a result of the use of the trademark, consumers are able to recognize the 

goods or services as those pertaining to a business of a particular person" as specified in 

Article 3, paragraph (2) of the Act. 

(5) Supplementary explanation concerning the defendant's allegation 

A. The defendant alleged that the plaintiff's allegation that many bird-shaped sweets that 

have shapes similar to the Three-Dimensional Trademark exist is meaningless and that 

the source-indicating function that the Three-Dimensional Trademark has acquired as a 

result of use could not be nullified unless the plaintiff alleges and proves that the use of 

the aforementioned similar bird shapes have led consumers to recognize that the 

confectionery products in those shapes are manufactured and sold by other parties. 

   However, the aforementioned determination of this court was made based not only 

on the interpretation that the Three-Dimensional Trademark has lost its 

source-indicating function because there are many confectionery products that have 

similar shapes, but also on various factors such as the number of confectionery products 

that have similar shapes, the distribution thereof throughout Japan, and the sales periods 

and scales thereof. In light of the tradition of bird-shaped Japanese sweets, the court 

found that the shape of bird is not distinctive as a shape of a confectionary product and 

that the shape of the defendant's confectionery product "Hiyoko" is not the only 

identifier used in the course of the defendant's sales and advertisement activities. On 

these grounds, the court concluded that the Three-Dimensional Trademark had not 

become well known nationwide. It has to be said that the permission for the defendant's 

exclusive use of the Three-Dimensional Trademark would not be desirable from the 

perspective of public interest since such permission would lead to the prohibition of the 

use of such non-distinctive shape by other companies, including the companies selling 

products in such shape for a considerable length of time. In light of these facts, since the 

defendant's allegation that the source-indicating function acquired as a result of use can 

be negated only if the plaintiff provides an allegation and proof is groundless, the 

aforementioned allegation of the defendant is unacceptable. 

B. Next, the defendant alleged that, even in the case of goods bearing a very famous 

trademark, if those goods are placed among counterfeits bearing extremely similar 

trademarks, it would be difficult to identify the genuine goods and that all of the goods 

similar to the Three-Dimensional Trademark are free-riding the Three-Dimensional 

Trademark. 
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   However, this court made the aforementioned determination that the 

Three-Dimensional Trademark lacks the source-indicating function based not solely on 

the situation described above but also on various factors such as the number of 

confectionery products that have similar shapes, the distribution thereof throughout 

Japan, and the sales periods and the sales scales thereof. In light of the tradition of 

manufacturing bird- shaped Japanese sweets, in consideration of the facts that the shape 

of bird is not distinctive as a shape of a confectionary product and that the shape of the 

defendant's confectionery product "Hiyoko" is not the only identifier used in the course 

of the defendant's sales and advertisement activities, this court found that the 

Three-Dimensional Trademark has not become well known nationwide. In light of the 

number of confectionery products that have similar shapes, the distribution thereof 

throughout Japan, and the sales periods and the sales scales thereof, this court's 

determination would not be affected by whether the defendant's "Hiyoko" sweets were 

counterfeited or not. 

   On these grounds, the aforementioned allegation of the defendant is unacceptable. 

C. The defendant also alleged that, in around 1969 and 1970, the plaintiff sold the 

plaintiff's confectionery product "Nikaku no oyako" under the name "Hiyoko" (Exhibits 

Ko 53-12, 53-16, Otsu 161 to 164) and caused confusion concerning the source of 

goods between the plaintiff's confectionery product and the defendant's confectionery 

product "Hiyoko" and that it was the plaintiff's attempt to gain illicit profits by 

free-riding the reputation of the Three-Dimensional Trademark, which had acquired the 

source-indicating function by 1969 or 1970 as a result of use. 

   However, regardless of the situation in around 1969 or 1970, about 35 years since 

then, as of the time of the JPO decision of registration (July 24, 2003), there were many 

companies throughout Japan that were manufacturing and selling bird-shaped sweets. 

Some of them, such as "Nikaku no oyako, "Nagoya cochin," and "Asakusa poppo," 

have established market presence to a certain extent in terms of sales quantities. For 

example, those products have a history of several decades or have been ranked high in a 

list of top selling products at highway shops. These bird-shaped sweets can be 

considered to be commonplace in light of the fact that Japan has the tradition of 

manufacturing bird-shaped Japanese sweets. Thus, on these grounds, it cannot be said 

that an allegation and proof about the situation as of 1969 and 1970 would naturally 

prove that the Three-Dimensional Trademark had the source-indicating function as of 

July 24, 2003, on which the JPO decision of registration was made. Therefore, the 

aforementioned allegation of the defendant is unacceptable. 
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D. Regarding the defendant's allegation about its advertisement activities through The 

Chunichi Shimbun, Chubu-Nippon Broadcasting (CBC), etc., it is true that, according to 

the evidence (Exhibit Otsu 178, 190-16 to 190-27, 191-17 to 191-28, 192-17 to 192-29, 

198, 200-17) and the entire import of the oral argument, it can be found that the 

defendant placed an advertisement showing the Three-Dimensional Trademark in The 

Chunichi Shimbun dated March 30, 1992, placed sixty TV commercials about the 

defendant confectionery product "Hiyoko" during the period from July 17 to August 15, 

1999 (Exhibit Otsu 190-27), and also placed sixty TV commercials in each of the three 

periods, i.e., the period from December 11 to December 30, 2000, the period from July 

20 to August 15, 2001, and the period from December 11 to December 30, 2001, and 

placed eighteen TV commercials during the period from July 20 to July 31, 2003 

through Chubu-Nippon Broadcasting (CBC) covering Aichi Prefecture, Gifu Prefecture, 

and Mie Prefecture (Exhibits Otsu 191-28, 192-29, 198, 200-17). Similarly, the 

defendant placed TV commercials about the defendant's confectionery product 

"Hiyoko" through Television Niigata Network (TeNY), Niigata Television Network 21 

(UX), Shin-Etsu Broadcasting (SBC), Nagano Broadcasting Systems (NBS), Kitanihon 

Broadcasting (KNB) (Toyama), Tulip TV (TUT) (Toyama), TVkanazawa (KTK) 

(Ishikawa), Ishikawa TV (ITC) (Ishikawa), Fukui Television Broadcasting (FTB) and 

Shizuoka Asahi TeleVision (SATV) in the Chubu region excluding the Tokai region. 

   However, as mentioned above, in the Nagoya area, the confectionery product 

"Nagoya cochin" has market presence to a certain extent. The aforementioned 

advertisement in The Chunichi Shimbun showed not only the shape of the confectionery 

product "Hiyoko" but also showed the characters "名菓ひよ子" in a conspicuous 

manner. Also, in the aforementioned TV commercials, the characters "ひよ子" were 

also shown on the screen, accompanied by the sound "Hiyoko." Therefore, even if the 

confectionery product "Hiyoko" was advertised through The Chunichi Shimbun, 

Chubu-Nippon Broadcasting, etc., it may have contributed to making the trademark 

consisting of characters "ひよ子" more famous, but would not have affected the 

recognition of consumers about the Three-Dimensional Trademark itself, under the 

circumstances where "Nagoya cochin" had market presence as mentioned above. 

   On these grounds, the aforementioned allegation of the defendant is unacceptable. 

E. The defendant alleged that the trademark registration of the Three-Dimensional 

Trademark would not negate the tradition of maintaining and developing the Japanese 

confectionery culture on the grounds that the Act specifies that, while bird-shaped 

sweets fall under descriptive trademarks specified in Article 3, paragraph (1), item (iii) 

of the Act, a descriptive trademark could be registered as a trademark under Article 3, 
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paragraph (2) of the Act as long as it has acquired the source-indicating function as a 

result of corporate effort and that any person who has legitimately used a 

three-dimensional trademark since before the introduction of the three-dimensional 

trademark system would be protected by receiving a grant of the right of continuous 

use. 

   However, this court made the aforementioned determination not by holding that the 

trademark registration of the Three-Dimensional Trademark would negate the tradition 

of maintaining and developing the Japanese confectionery culture but by merely holding 

that the Three-Dimensional Trademark can be found to be unregistrable partially 

because the Three-Dimensional Trademark could be considered to be commonplace in 

light of the fact that Japan has the tradition of manufacturing bird-shaped Japanese 

sweets. As mentioned above, while it can be found that the defendant made great 

corporate effort, in view of the facts that most of the shops directly managed by the 

defendant are located in the northern part of Kyushu and the Kanto region, etc. and not 

in all parts of Japan and that "Hiyoko" sweets are sold and advertised in such a way that 

the trademark consisting of characters "ひよ子" attract attention from consumers, it 

should be said that the Three-Dimensional Trademark itself has not become well known 

nationwide, while the trademark consisting of characters "ひよ子" might have become 

well known, even in consideration of the large sales of "Hiyoko" sweets and frequencies 

of the defendant's advertisement activities. 

   Article 2, paragraphs (1) and (2) of the Supplementary Provisions of the amended 

Act of 1996 specify that any person who has been using a three-dimensional trademark 

since before the enforcement of the amended Act not for the purpose of unfair 

competition shall be entitled to use said three-dimensional trademark (the right of 

continuous use) to the extent that said three-dimensional trademark was actually used 

for the goods or services as of the time of the enforcement of the amended Act even if 

another person obtains registration of said three-dimensional trademark. Moreover, the 

aforementioned provisions specify that the trademark holder, etc. is entitled to request 

the person who has the right of continuous use to affix proper indications to prevent 

confusion between the goods or services pertaining to said person and the goods or 

services pertaining to the trademark holder. Under these provisions concerning the right 

of continuous use, even if a person is considered to have the right of continuous use, 

said person is obliged to prove that the continuous use is made not for the purpose of 

unfair competition and is entitled to receive protection only to such an extent that the 

three-dimensional trademark in question was actually used for the goods or services as 

of the time of the enforcement of the amended Act, and could even be requested to affix 



 

41 

 

proper indications to prevent confusion. Therefore, any person who has been using a 

three-dimensional trademark for legitimate purposes since before the enforcement of the 

three-dimensional trademark system would be protected by the right of continuous use 

as long as said person can prove that the requirements specified in the Supplementary 

Provisions are satisfied. However, as described above, it cannot be denied that said 

person may have to shoulder considerable financial burdens to maintain its right of 

continuous use. 

F. The defendant alleged that there is no sufficient evidence to prove that bird-shaped 

"uzuramochi" had been manufactured and sold since the Edo era, that "uzuramochi" is 

merely a different way of referring to "harabutomochi" and is an original form of 

"daifuku" (rice cake stuffed with bean paste) and cannot be considered to be bird-shaped 

sweets. The defendant also alleged that even if "uzuramochi" has been manufactured 

and sold for a long time, it is different from the Three-Dimensional Trademark in terms 

of color and three-dimensional shape. 

   However, in view of the facts found in (3) D (A) titled "Japanese sweets 

'Uzuramochi,' etc." above, in particular, in light of the facts that the bird-shaped figure 

of "uzuramochi" with eyes and a bill that looks like a quail was presented under the title 

"Uzuramochi" in the section "Okashiezu" (pictures of sweets) in the section titled 

"Shōtoku nenkan" "from the Toraya kashi mihonchō" (Sample book of Toraya's sweets) 

(according to the brochure titled "Toraya bunko no goannai" (Introduction of Toraya 

Bunko) [Exibits Ko 91-1 to 91-2] prepared by Toraya Bunko of Toraya Confectionery 

Co., Ltd., it can be presumed that the aforementioned sample book is preserved) in 

"Nihon ryōri hiden shūsei/dai 16 kan/ Kashi" (Secrets of Japanese cooking/vol. 16/ 

Sweets) published by DOHOSHA Printing (published on May 30, 1985 [Exhibits Ko 

89-1 to 89-5]) (Exhibit Ko 89-2-2), that said bird-shaped figure is the same as the shape 

shown in the photograph of an actual "uzuramochi" (Exhibit Ko 89-2-2; the same shape 

is also shown in the photograph presented on p. 45 of "Shiki no wagashi" (Japanese 

seasonal sweets) published by Shogakukan Inc. on November 20, 1997 (Exhibits Ko 

90-4 to 90-6), that, according to many books, "Uzuramochi" of Toraya is slightly 

different from "uzuramochi," which is also referred to as "harabutomochi," in terms of 

shape, it is easy to find that Toraya has been manufacturing and selling bird-shaped 

"Uzuramochi" since the Edo era and that "Uzuramochi" of Toraya is different from 

"uzuramochi," which is also referred to as "harabutomochi." Furthermore, despite the 

difference between "Uzuramochi" of Toraya and the Three-Dimensional Trademark in 

terms of color and three-dimensional shape, it cannot be denied that both products are 

bird-shaped sweets. In light of the fact that Japan has the tradition of manufacturing 
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bird-shaped Japanese sweets, the shapes of both products cannot be considered to be so 

different that the Three-Dimensional Trademark cannot be regarded as one of such 

common bird-shaped sweets. The document titled "Top company in Kyushu in each 

field" edited by Nishinippon Shimbun kikaku jōhō sentā (published on June 19, 1986 

[Exhibit Otsu 3]) contains a statement that "When Iizuka City was chosen as the 

location to make the Teikoku Kinema film titled "Yajikita dōchū" in 1936, we contacted 

people involved in the filmmaking and managed to insert a scene where Yaji-san and 

Kita-san hold "Hiyoko" sweets and say "These sweets are really good" and also a 

statement that "In 'Tōkai dōchū hizakurige,' there is a scene where Kitahachi enjoys 

eating uzuramochi." If we consider and compare these two statements, it can be 

presumed that the defendant itself was aware of the similarity between its "Hiyoko" 

sweets and "uzuramochi" at that time. 

G. The defendant alleged that the decision as to whether a trademark has acquired the 

source-indicating function should be made under Article 3, paragraph (2) of the Act 

based on a comprehensive evaluation of various factors such as the trademark in use and 

the goods bearing the trademark, the time of commencement of the use, the period of 

use, the area of use, the sales quantity of the goods, etc., and the method and frequency 

of advertisements (page 8 of Exhibit Ko 43), and that the results of a questionnaire 

survey, etc. are only a part of the information taken into consideration in such 

comprehensive evaluation. The defendant also alleged that, if there are another person's 

goods that have a similar shape, the more important issue is whether these goods are 

known among consumers as an indication of the goods pertaining to the business of 

such another person. 

   However, while the formal part of the aforementioned allegation of the defendant 

can be considered to be correct as a general theory, the Three-Dimensional Trademark 

cannot be considered to have the source-indicating function in this case as explained in 

(4) D above. 

H. The defendant also alleged that, in order to determine whether a trademark that 

became well known to a certain extent has lost its well-knownness or has lost the 

source-indicating function, such conditions as the suspension or significant decrease of 

the use of the trademark, the suspension or a significant decrease of sales, the 

suspension or a significant decrease of advertisement activities, etc. need to be found or 

it is necessary to prove that a similar trademark has become well known to such an 

extent that it negates the source-indicating function of the Three-Dimensional 

Trademark. 
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   However, as found by this court in (4) above, the aforementioned allegation of the 

defendant lacks its premise and should therefore be considered to be unreasonable since 

the Three-Dimensional Trademark cannot be considered to have acquired the 

source-indicating function at any point in time, while the trademark consisting of 

characters "ひよ子" might have acquired such function. 

I. The defendant also alleged that, by the time when companies other than the defendant 

started selling buns having three-dimensional shapes similar to the Three-Dimensional 

Trademark such as the plaintiff's confectionery product "Nikaku no oyako," the 

Three-Dimensional Trademark had already become widely known among consumers as 

"Hiyoko Sweets" and therefore that, under such circumstances, another company's act 

of manufacturing and selling buns similar to the Three-Dimensional Trademark would 

merely cause confusion between said similar goods and the defendant's goods or result 

in the public recognition that similar buns are counterfeits of the defendant's buns. 

   However, as mentioned in H above, aside from the trademark consisting of 

characters "ひよ子," the Three-Dimensional Trademark cannot be considered to have 

acquired the source-indicating function at any point in time. Thus, the aforementioned 

allegation of the defendant lacks its premise and should therefore be considered to be 

unreasonable. 

J. The defendant further alleged as follows: in the case of the Three-Dimensional 

Trademark, since the trademark consisting of characters "ひよ子" is not engraved in 

any part of the three-dimensional shape of the trademark in use, the three-dimensional 

shape of the Three-Dimensional Trademark used by the defendant can be considered to 

be the Three-Dimensional Trademark itself; while some shops display a large model of 

the Three-Dimensional Trademark made of synthetic resin or synthetic resin models that 

are identical with "Hiyoko" buns in terms of shape, color, and size for the purpose of 

advertisement, the trademark consisting of characters "ひよ子" is not engraved in any 

part of those models; and while the characters "ひよ子" are affixed to the package of 

"Hiyoko" sweets, no characters, etc. are affixed to Hiyoko buns themselves contained in 

the package, consumers can be considered to see, together with the characters "ひよ子" 

on the package, the three-dimensional shape of "Hiyoko" buns, on which no characters, 

etc. are affixed, and understand that those buns are "Hiyoko" buns and the 

three-dimensional shape can be associated with the buns manufactured and sold by 

Hiyoko Co., Ltd. 

   However, even though no characters are engraved in any part of the goods, each 

piece of the "Hiyoko" sweets are wrapped with a wrapping paper on which the 

trademark consisting of characters "ひよ子" is indicated when they are actually sold as 
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mentioned above. Regarding the models displayed at some shops, only one or two 

pieces of "Hiyoko" models per box are displayed without wrapping paper. Under these 

circumstances, it has to be found that consumers identify the source of the goods based 

on the trademark consisting of characters "ひよ子." This finding would not be affected 

by the fact that some shops display a large model of the Three-Dimensional Trademark 

made of synthetic resin or synthetic resin models that are identical with "Hiyoko" buns 

in terms of shape, color, and size for the purpose of advertisement (Exhibits Otsu 129 to 

130). 

   On these grounds, the aforementioned allegation of the defendant is unacceptable. 

K. The defendant alleged that, in the course of advertisement activities, the defendant 

did not affix the trademark consisting of characters "ひよ子" to the Three-Dimensional 

Trademark itself and conducted advertisement activities by indicating the 

Three-Dimensional Trademark itself in various advertisements. In other words, the 

defendant alleged that the trademark consisting of characters "ひよ子" was merely used 

separately from the Three-Dimensional Trademark in terms of location and 

trademark-bearing object because the trademark consisting of characters "ひよ子" is 

not affixed to any part of the three-dimensional shape of the Three-Dimensional 

Trademark and that, in TV commercials, while the sound "Hiyoko" can be heard 

repeatedly, the trademark consisting of characters "ひよ子" was not engraved in any 

part of the three-dimensional shape of the Three-Dimensional Trademark itself. 

   However, as mentioned above, the aforementioned allegation of the defendant is 

unacceptable because it has to be said that as the trademark consisting of characters "ひ

よ子" was located very close to the three-dimensional shape of "Hiyoko" sweets or the 

sound "Hiyoko" was inserted in all of the advertisements placed by the defendant, 

consumers were placed under the situation where they would pay attention to the 

trademark consisting of characters "ひよ子" in order to identify the source of the goods. 

   Furthermore, the defendant alleged that the fact that the trademark consisting of 

characters "ひよ子" was indicated in advertisements, etc. and became a famous 

trademark (Exhibits Otsu 121-1 to 121-5) has increased the number of consumers, etc. 

who can recognize the three-dimensional shape of the Three-Dimensional Trademark 

and the association between such three-dimensional shape and "Hiyoko" sweets has 

raised the awareness that the three-dimensional shape of the Three-Dimensional 

Trademark is the shape of "Hiyoko" sweets or the shape of the buns manufactured and 

sold by Hiyoko Co., Ltd. (the defendant). The defendant also alleged that the plaintiff's 

allegation is unreasonable because the plaintiff is alleging that the frequent and wide use 

of the Three-Dimensional Trademark would not contribute to raising the awareness of 
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the association between the Three-Dimensional Trademark and the trademark consisting 

of characters "ひよ子" if the trademark consisting of characters "ひよ子" has been 

indicated in the area close to the Three-Dimensional Trademark. 

   However, even if the trademark consisting of characters "ひよ子" is a famous 

trademark, it would only make consumers pay more attention to the trademark 

consisting of characters. In light of the fact that characters inherently have the 

source-indicating function, it has to be concluded that it would be extremely unlikely 

for consumers to pay attention to the three-dimensional shape, which has the 

source-indicating function only as its secondary function. It is understandable that the 

defendant, whose trade name as well as trademark consisting of characters are both "ひ

よ子" (Hiyoko), inevitably uses the trademark consisting of characters "ひよ子." Even 

if this is taken into consideration, it cannot be considered to be unreasonable to find that, 

as long as the three-dimensional shape of goods is presented always together with the 

trademark consisting of characters "ひよ子," the source-indicating function of such 

three-dimensional shape, which inherently does not function as a source identifier, 

would remain to be weak regardless of how frequently and widely it has been used. 

   On these grounds, the aforementioned allegation of the defendant is unacceptable. 

L. The defendant submitted certificates prepared by the Fukuoka Chamber of 

Commerce & Industry, etc. (Exhibits Otsu 123 to 128, 167 to 170). However, the issuers 

of the certificates submitted by the defendant are limited to organizations, etc. in 

Fukuoka Prefecture. The certificate issued by the Fukuoka Chamber of Commerce & 

Industry (Exhibit Otsu 123) merely proves that the defendant manufactures and sells 

chick-shaped buns and that the defendant advertises those goods under the product 

name "ひよ子" (Hiyoko) in the relevant area. Other certificates (Exhibits Otsu 124 to 

128, 167 to 170) such as a certificate issued by Fukuoka-shi Kashi kyōdō kumiai 

(Confectionery producers cooperative association of Fukuoka City) (Exhibit Otsu 125) 

were nothing more than the documents prepared by the defendant itself in advance and 

sealed by the relevant organizations. In light of these facts, it cannot be found, based on 

these certificates, that the shape of the Three-Dimensional Trademark has naturally 

acquired the source-indicating function. 

3. Conclusion 

   On these grounds, without needing to examine any other factors, there is an error in 

the JPO Decision that the Three-Dimensional Trademark satisfies the requirement 

specified in Article 3, paragraph (2) of the Trademark Act. 

   Since the plaintiff's claim in this action is acceptable, the judgment shall be rendered 

in the form of the main text. 
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Note: Please refer to the original document to confirm the color. 


