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Trademark Date October 30, 2024 Court Intellectual Property High 

Court, Second Division Case 

number 

2024 (Ne) 10031 

- A case in which an injunction and payment of compensation for damages were 

claimed based on the allegation that posting of the Defendant's indications on web 

pages on the Internet falls under a trademark right infringement or an act of unfair 

competition as set forth in Article 2, paragraph (1), item (i) or item (ii) of the Unfair 

Competition Prevention Act (the "UCP Act"), but the court determined that since the 

web pages of the Appellant (Defendant in the first instance) do not fall under an 

"advertisement related to goods or services" as set forth in Article 2, paragraph (3), 

item (viii) of the Trademark Act, it cannot be said that the Defendant used the 

Plaintiff's trademarks and the act does not fall under use as a trademark in Japan nor 

does it fall under use as an indication of goods or business as set forth in Article 2, 

paragraph (1), item (i) or item (ii) of the UCP Act, and the court dismissed all claims 

of the Appellee (the Plaintiff in the first instance).  

Case type: Injunction and compensation for damages 

Results: Partial reversal of the prior instance judgment 

References: Article 37, item (i) and Article 2, paragraph (1), item (viii) of the Trademark  

Act, Article 2, paragraph (1), item (i) and item (ii) of the Unfair Competition Prevention 

Act 

Related rights: Trademark registration No. 5003675, No. 5511447, and No. 5758937  

Judgment in prior instance: Tokyo District Court, 2021 (Wa) 11358 

 

Summary of the Judgment 

 

1. In this case, the Appellee, who uses the Plaintiff 's indications as an indication of 

goods or business and has the Plaintiff's trademark rights, alleged that the Appellant's 

act of posting the Defendants' indications on the Web Pages (Posting on the Web Pages), 

etc. falls under unfair competition as set forth in Article 2, paragraph (1), item (i) or 

item (ii) of the UCP Act and infringes the Plaintiff's trademark rights (Article 37, item 

(i) of the Trademark Act) (selective consolidation), and the Appellee claimed an 

injunction and deletion of the Defendant's indications and payment of compensation for 

damages. 

   In the judgment in prior instance, the court found trademark right infringement by 

the Posting on the Web Pages and approved an injunction and deletion of the 

Defendant's indications and also approved part of the damages. The Appellant then filed 
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an appeal. 

2. In this judgment, the court revoked the part against the Appellant in the judgment in 

prior instance and dismissed all claims of the Appellee based on the following grounds.  

(1) "Use" of the trademark (Article 2, paragraph (3), item (viii) of the Trademark Act) 

   According to the structure of the whole website and the details of the statements, 

the Web Pages were found to introduce that the business group, including the Defendant, 

develops restaurant chains providing Japanese food in Southeast Asia and engages in 

the business of exporting ingredients from Japan to provide the restaurant chains with 

these ingredients. Therefore, the Web Pages with the Defendant 's indications were not 

found to fall under an "advertisement related to services" of a sushi shop which is 

similar to the designated services of the Plaintiff 's trademarks, "provision of food and 

beverages, mainly sushi." 

   In addition, even if the Web Pages fall under an advertisement related to services of 

the sushi shop, the Defendant's indications were not used for the provision of services 

of a sushi shop in Japan and the function of identifying the source of the Plaintiff 's 

trademark rights is not infringed in Japan. Therefore, from the substantive perspective, 

the Defendant's indications do not infringe the Plaintiff's trademark rights. 

(2) "Use" of the indication of goods or business (Article 2, paragraph (1), item (i) or 

item (ii) of the UCP Act) 

   It is found that the Defendant's indications are used on the Web Pages to indicate 

one piece of information related to the Defendant's business to export ingredients from 

Japan. Therefore, it cannot be considered that the indication of goods or business 

identical or similar to another person's indication is used and that the Defendant's 

indications are used in a form to fulfill the function of identifying the source, the 

function of distinguishing one's goods from others, etc. 

   In addition, even if the Defendant's indications are considered to be used to indicate 

services provided by the sushi shop, since said services are not those provided in Japan, 

but outside Japan, it is impossible to consider that said indications are used in a form 

to fulfill the function of identifying the source and the function of distinguishing one's 

goods from others in Japan. 

   Then, the Posting on the Web Pages does not fall under the "use" of the Defendant's 

indications as an indication of goods or business.
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Judgment rendered on October 30, 2024 

2024 (Ne)10031, Case of appeal for injunction on act of unfair competition 

(Court of prior instance: Tokyo District Court, 2021 (Wa) 11358) 

Date of conclusion of oral argument: August 21, 2024 

 

Judgment 

Appellant: Daisho Japan Co., LTD 

 

Appellee: KIYOMURA CORPORATION 

 

Main text 

1. The part of the judgment in prior instance which is against the Appellant shall be 

revoked. 

2. All the Appellee's claims shall be dismissed concerning the aforementioned part.  

3. The Appellee shall bear the court costs for both the first instance and second instance. 

Facts and reasons 

(Note) Definitions of main abbreviations used in the following text shall be as stated 

below. 

Plaintiff: Appellee (Plaintiff in the first instance) 

Defendant: Appellant (Defendant in the first instance) 

Plaintiff's trademarks: Registered trademarks listed in 1. to 3. of the attachment to the 

judgment in prior instance, "List of Plaintiff's Trademarks" 

Plaintiff's trademark rights: Trademark rights related to the Plaintiff's trademarks 

Plaintiff's indications: Indications listed in the attachment to the judgment in prior 

instance, "List of Plaintiff's Indications" 

Defendant's indications: Indications listed in 1. and 2. of the Attachment, "List of 

Defendant's Indications" 

Individual indications shall be stated as "Defendant's Indication 2," etc. in accordance 

with the number in the Attachment. 

UCP Act: Unfair Competition Prevention Act (Act No. 47 of 1993) 

Web Pages: Web pages listed in the Attachment, "List of Defendant's Web Pages" 

Posting on the Web Pages: Act of the Defendant to post Defendant's Indications on Web 

Pages 

Websites: Websites including Web Pages (Exhibits Ko 4-1 through Ko 4-7) 

Posting on the Account: Act of the Defendant to post Defendant's Indication 2 as a 

profile picture on the account listed in the attachment to the judgment in prior instance , 
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"List of Defendant's Account" 

Plaintiff's sushi shop: Restaurants named "SUSHIZANMAI" that the Plaintiff has 

developed. 

Super Sushi: SUPER SUSHI SDN.BHD that is one of the companies making up the 

Daisho Group with the Defendant 

Sushi Shop: Restaurants named "Sushi Zanmai" that Super Sushi has developed in 

Malaysia and Singapore 

Joint Recommendation: "Joint Recommendation Concerning Provisions on the 

Protection of Marks, and Other Industrial Property Rights in Signs, on the Internet" that 

was adopted by the Assembly of the Paris Union for the Protection of Industrial 

Property and the General Assembly of the World Intellectual Property Organization 

(WIPO) held in Geneva in 2001 (Exhibits Otsu 39-1 and 39-2) 

No. 1 Object of the appeal 

   Same as the main text. 

No. 2 Outline of the case 

1. Summary of the case 

(1) The Plaintiff uses the Plaintiff's indications as indications of goods or business and 

holds the Plaintiff's trademark rights. 

   In this case, the Plaintiff alleged against the Defendant, in relation to the 

Defendant's act of posting the Defendant's indications on Web Pages (Posting on Web 

Pages) and of posting Defendant's indication 2 as a profile picture on the account 

(Posting on the Account), that these acts fall under unfair competition as set forth in 

Article 2, paragraph (1), item (i) or item (ii) of the UCP Act, and alleged that these acts 

of posting infringe the Plaintiff's trademark rights (Article 37, item (i) of the Trademark 

Act), and the Plaintiff made the following claims. The governing laws for claims based 

on torts or the UCP Act are laws of Japan, where the results occurred, (Article 17 of the 

Act on General Rules for Application of Laws) and the governing laws for claims for 

injunction and deletion based on the trademark right infringement are laws of the state 

that have the closest relationship with the Plaintiff's trademark rights, which means laws 

of the state where the Plaintiff's trademark rights have been registered based on the 

circumstances, that is, laws of Japan. 

A. Claim for injunction and deletion of the Defendant's indications (Selective claim 

based on Article 3, paragraph (1) of the UCP Act or Article 36, paragraph (1) of the 

Trademark Act) 

B. Claim to pay 11 million yen and delay damages accrued thereon at the rate of 3% 

per annum as prescribed by the Civil Code from June 29, 2021 (the day following the 
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day on which the complaint was served) until the completion of payment (Selective 

claim based on Article 4 of the UCP Act or Article 709 of the Civil Code)  

(2) The court of prior instance approved the claim set forth in 1. A. above based on 

Article 36, paragraph (1) of the Trademark Act to the extent of claiming injunction and 

deletion of the Defendant's indications on Web Pages; approved the claim set forth in 

1. B. above based on Article 709 of the Civil Code (trademark right infringement) to 

the extent of claiming payment of 6,000,809 yen and the delay damages accrued thereon, 

respectively; and dismissed the remaining claims (summary of the reasons is stated in 

(3) below). Dissatisfied with the part against its claims, the Defendant filed an appeal.  

   Concerning the parts where the court of prior instance dismissed the claims for 

injunction and deletion related to the Posting on the Account and the claim for 

compensation of damages for the part exceeding the amount approved by the court of 

prior instance from among the Plaintiff's claims, the Plaintiff has not filed an appeal , 

and therefore, they are not subject to trial examination in this instance.  

(3) Summary of the grounds for the judgment in prior instance 

A. The Plaintiff's trademarks and the Defendant's indications are similar and the 

designated services of the Plaintiff's trademarks (provision of food and beverages, 

mainly sushi) and services related to the Defendant's indications (provision of food and 

beverages, mainly sushi) are similar. 

B. Posting on Web Pages falls under Article 2, paragraph (3), item (viii) of the 

Trademark Act and falls under use of the Plaintiff's trademarks (related to Issue 1 -3 

below). 

C. The Defendant is not found to have conducted Posting on the Account. Therefore, 

the Defendant is not deemed to have "used" the Plaintiff's trademarks and to have "used" 

an indication of goods or business similar to the Plaintiff's indications.  

D. Concerning the amount of damages, the amount that the Plaintiff should receive for 

the use of the Plaintiff's trademarks (Article 38, paragraph (3) of the Trademark Act) is 

found to be 5,500,809 yen and it is reasonable to find that damages equivalent to the 

attorney's fees are 500,000 yen. Even if the claim based on Article 4 of the UCP Act is 

approved, damages exceeding said amount cannot be approved (related to Issue 4 

below). 

2. Concerning the basic facts, issues, and allegations of parties related thereto, 

supplemental and additional allegations of the parties in this instance are added as stated 

in additional issues in (2) below and as stated in 3. below, and the remaining parts are 

as stated in No. 2, 2. and 3. and No. 3 in the "Facts and reasons" in the judgment i n 

prior instance (page 3, line 8 through page 18, line 22 of the judgment in prior instance). 
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Therefore, they are cited (excluding those related to Posting on the Account).  

(1) Issues related to supplemental allegations of the parties in this instance (det ails of 

items are the same as in the judgment in prior instance) 

A. Whether the Defendant has "used" the Plaintiff's trademarks (Article 2, paragraph 

(3) of the Trademark Act) (Issue 1-3) 

B. Whether the Plaintiff's indications are well-known as indications of goods or 

business (Issue 2-1) 

C. Whether the Defendant has "used" an indication of goods or business that is similar 

to the Plaintiff's indications (Article 2, paragraph (1), item (i) of the UCP Act) (Issue 2-

3) 

D. Whether the Defendant's act of posting the Defendant's indications on Web Pages 

falls under an act causing confusion with another person's business (Issue 2-4) 

E. Whether the act falls under Article 2, paragraph (1), item (ii) of the UCP Act (Issue 

3) 

F. Occurrence and amount of damages (Issue 4) 

(2) Issues related to additional allegations of the parties in this instance  

A. Whether business interests have been infringed (Article 4 and Article 5 of the UCP 

Act) (Additional Issue 1) 

B. Whether there was prior use (Article 19, paragraph (1), item (iv) and item (v) of the 

UCP Act) (Additional Issue 2) 

 

No. 3 Decision of this court 

1. This court finds that the Posting on the Web Pages does not constitute the "use" of 

the Defendant's indications as a trademark nor constitute the "use" of the indication of 

goods or business, and that even if it is considered to constitute the "use" etc. as a 

trademark, it is not deemed that they were used for services provided in Japan. 

Therefore, this court determines that all claims of the Plaintiff are groundless.  

   The grounds are as stated below. 

2. Whether the Defendant has "used" the Plaintiff's trademarks (Article 2, paragraph (3) 

of the Trademark Act) (Issue 1-3) 

(1) Structure of and details of the statements on the Website 

   The Website is as stated in the Attachment Exhibits Ko 4-1 through 4-6 (in addition, 

there is a page for the "Privacy Policy" (Exhibit Ko 4-7)) and the details, etc. thereof 

are found to be as follows along with the entire import of oral arguments.  

A. Front page (Exhibit Ko 4-1; the web page listed in 1. in the Attachment, "List of 

Defendant's Web Pages") 



 5 

   At the top of the web page, the logo of Daisho Group, "export, processing, and sale 

of fish and seafoods, seafood products, agricultural and livestock products," and other 

information are stated, and below the top, the texts, which are banners linked to each 

page, such as "About Daisho Group," "Business," "Group Policy and Vision," 

"Company Profile," "Customers Considering Export Overseas," and "Recruiting," are 

stated. These are also indicated on the web pages mentioned below. 

   Following the above, there are large photographs of the interior of sushi restaurants 

and raw fish dishes, and small photographs of seaweed aquaculture farms, frozen tuna, 

and food exhibition in Malaysia, as well as the banners, "Click here for Shop 

Information" and "Strength of Daisho Group." 

   Following the above, as stated in 1. in the Attachment, "List of Defendant's Web 

Pages," are the logos, shop names, and descriptions of ten restaurant chains as "Shop 

Information." One of them is related to the Sushi Shop and has the following description 

along with Defendant's indication: "Kaitenzushi, where a wide range of customers can 

enjoy sushi at a reasonable price. It is popular for its select ingredients and abundant 

menu." 

   In addition, five restaurant chains among other restaurant chains that are posted side 

by side with the Sushi Shop have the following statements respectively: 

"(MALAYSIA)," "mainly developed in the suburbs in Singapore," "operated in the One 

World Hotel, Kuala Lumpur," "dishes that suit the local people," and "popular not only 

among local people, but also among Japanese tourists." 

   "Strength of Daisho Group" follows the above and its explanatory text, etc. states 

"To deliver Japanese ingredients and food to the world, Daisho Group has its own 

standards." Alongside the text, a figure combining three circles where "Ingredient 

procurement ability," "Overseas shop development ability," and "Unique distribution 

system" are stated respectively, is posted (the same figure is also posted on the page in 

B. below). 

B. Web page, "About Daisho Group" (Exhibit Ko 4-2) 

   This page is displayed when the banner of said title at the very top of the front page, 

etc. is clicked. Following the title, "For providing truly delicious Japanese foods 

overseas," there are explanations such as that Daisho Group has developed Japanese 

food restaurants mainly in Singapore, Malaysia, and other countries in Southeast Asia, 

and that its selected fresh ingredients are directly sent from Japan. The posted map 

shows that the Defendant is located in Japan and engages in businesses, including the 

export of ingredients and food to Southeast Asia where approximately ninety shops 

have been developed. 
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C. Web page, "Business" (Exhibit Ko 4-3; webpage in 2. In the Attachment, "List of 

Defendant's Web Pages") 

   This page is displayed when the banner of said title at the very top of the front page, 

etc. is clicked. First, following the title, "Export of ingredients and foods / Proposal," 

there are the explanatory texts as follows: "At the restaurant developed by Daisho 

Group in Asia, ... ingredients that are directly sent from Japan are cooked and 

provided."; "Our staff members with abundant experience and knowledge are in charge 

of exports."; and "People involved in the livestock industry, agriculture, and fishery 

industry, or ingredient manufacturers who are considering starting exporting, please 

feel free to contact us." 

   Following the above, there is the title, "Processing and Distribution," and then there 

are explanations and photographs concerning the processing and distribution system of 

ingredients and food ("Cold storage warehouses are prepared in Singapore, our own 

warehouses responding to three temperature zones are prepared in Malaysia, and 

ingredients and food are sent every day by our own freight service," etc.).  

   Following the above, there is the title, "Food Exhibition and Regional 

Development," and then, explanations and photographs of food exhibitions in Malaysia 

are posted. 

   Following the above, there is the title, "Shop Development and Menu 

Development," as stated in 2. in the Attachment, "List of Defendant's Web Pages," and 

there are explanatory texts including the following at the beginning: "Currently, we 

have developed approximately ninety shops, such as 'Sushi,' 'Japanese food restaurants,' 

etc. mainly in Singapore, Malaysia, and Indonesia. We provide traditional Japanese 

foods that are popular overseas and also other Japanese foods arranged to suit the tastes 

of local people.," "With the aim to 'provide truly delicious Japanese food overseas' with 

strictly selected Japanese ingredients, our staff members are cooking with their hearts." 

Then, there are introductions of ten restaurant chains, including the Sushi Shop, which 

are the same details as those on the front page (however, at the very bottom part of the 

explanation of each shop, the URL of their websites are indicated; when the URL of the 

Sushi Shop is clicked, the site goes to the English website of the Sushi Shop prepared 

by Super Sushi (Exhibit Otsu 37).). 

D. Web page, "Group Policy and Vision" (Exhibit Ko 4-4) 

   This page is displayed when the banner of said title at the very top of the front page, 

etc. is clicked. Following the title, "Delicious food starts with the ingredients," there is 

an explanatory text about how Daisho Group values ingredient quality. Following the 

title, "Providing truly delicious Japanese food to the world," there is the explanation 
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that Daisho Group strives to disseminate Japanese food overseas and develops Japanese 

food restaurants in the Southeast Asia region. 

E. Web page, "Company Profile" (Exhibit Ko 4-5) 

   This page is displayed when the banner of said title at the very top of the front page, 

etc. is clicked. The profiles of four companies, Daisho Singapore, the Defendant, 

Daisho Malaysia, and Daisho Thailand, which make up the Daisho Group, are stated. 

F. Web page, "Customers Considering Export Overseas" (Exhibit Ko 4-6) 

   This page is displayed when the banner of said title at the very top of the front page, 

etc. is clicked. An inquiry form for the producers of ingredients and foods to inquire 

about export via email is provided. 

(2) Whether the Defendant's indications fall under Article 2, paragraph (3), item (viii) 

of the Trademark Act 

   As stated below, according to the structure of and details of the statements on the 

Website as stated in (1) above, the Website is found to introduce that Daisho Group, 

including the Defendant, develops restaurant chains providing Japanese food in 

Southeast Asia and engages in the business of exporting very fresh and quality 

ingredients to provide the restaurant chains with these ingredients.  Therefore, the Web 

Pages with the Defendant's indications are not found to fall under an "advertisement 

related to services" of the Sushi Shop. 

A. On the web page, "Business" ((1) C. above), explanations are stated in order of 

"Export of Ingredients and Food / Proposals," "Processing and Distribution," "Food 

Exhibition and Regional Development," and, at the end, "Shop Development and Menu 

Development" where the Defendant's indications are provided for one of the ten 

restaurant chains. Each explanation item contains a reasonable amount of explanations 

and photographs, respectively. The first item, "Export of Ingredients and Food / 

Proposals," ends with a call for business operators in Japan who are considering export 

of ingredients. The titles following the above, "Processing and Distribution," "Food 

Exhibition and Regional Development," and "Shop Development and Menu 

Development," are found to be stating the advantages of exporting through Daisho 

Group for business operators in Japan who are considering exporting by sequentially 

introducing business details concerning the downstream of distribution routes in export 

destination countries. 

B. These details related to the ingredient export business can be found throughout the 

Website as stated in (1) above. In particular, it is obvious that the web page, "Customers 

Considering Export Overseas," ((1) F. above) is for business operators in Japan who are 

considering starting exporting ingredients. 
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C. On the other hand, the part with the Defendant's indications on the web page, 

"Business," above only has the Defendant's indications, simple explanatory text, and a 

link to the English website at the end. This part accounts for a small portion of the 

whole page and lacks details to inform general customers of the details of services of 

the Sushi Shop, such as concrete details of menu, price, location of shops, etc. (such 

information is assumed to be posted on the linked English website (Exhibit Otsu 37)). 

Moreover, the Defendant's indications are just one of the ten types of restaurants posted 

in the part where restaurant chains developed by Daisho Group are introduced (for some 

restaurants among them, simple explanatory texts clearly state that they are shops in 

Singapore or Kuala Lumpur). It is also relatively easy to read that the Sushi Shop is 

located in Southeast Asia according to the details of the statements on said web page. 

   Looking at the part using the Defendant's indications on the front page ((1) A. 

above), it is the same as the web page, "Business," except for the absence of a link to 

the English website; the part does not account for a large portion of the whole page; 

and it is the same as the web page, "Business," above where shop information for the 

Sushi Shop is provided merely as one of the ten types of restaurant chains. 

   Furthermore, looking at the web pages, "Business" and "About Daisho Group," 

above ((1) B. above), it is relatively easy to read that the Sushi Shop is located in 

Southeast Asia and the Defendant, which is a Japanese corporation, engages in the 

ingredient export business. 

D. On the other hand, the Plaintiff alleges as follows: it is obvious that the Defendant's 

indications on the Web Pages are used to "announce and inform the public" of the 

services of the Sushi Shop as a business of the Daisho Group and are used in the form 

of fulfilling the function of identifying the source of the services, the function of 

distinguishing one's goods from others, etc., and therefore, the Defendant's indications 

fall under "advertisement of services" of the Sushi Shop. 

   However, according to the structure of and details of the statements on the Web Site 

above, even if it cannot be denied that the part using the Defendant's indications has an 

aspect to "announce and inform the public" of the services of the Sushi Shop, Web Pages, 

from an overall perspective, should be considered to be an advertisement of the services 

of exporting ingredients from Japan. The part using the Defendant's indications should 

be deemed to be used for business operators in Japan to identify destinations and the 

status of use of ingredients when exporting them through Daisho Group, along with the 

introduction of other restaurant chains developed by Daisho Group, and should be 

deemed to be used for attracting Japanese business operators for transactions related to 

the ingredient export business with the Defendant. 
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   Concerning the use form, it cannot be considered that the Defendant's indications 

are used in the form of fulfilling the function of identifying the source of services of 

the Sushi Shop and the function of distinguishing one's goods from others, etc. 

E. The Plaintiff also alleges that, even if customers, etc. of the Defendant are business 

operators, the persons in charge who actually engage with the Web Pages are general 

consumers, and therefore, it cannot be denied that the Defendant's indications are for 

"attracting customers." 

   However, according to the evidence (Exhibits Otsu 34 and 35), it is found that, 

concerning 394 inquiries using a general inquiry form (provided separately from the 

inquiry form for Japanese producers, etc. who are considering starting exporting) 

provided on the Website that were made during the period from September 2014 to 

November 2023, all are inquiries concerning business and there were no inquiries of 

general consumers concerning shops of Daisho Group, and that there were also no 

inquiries where the inquirers misunderstood that the Sushi Shop engages in a business 

or is a company group related to the Plaintiff. In mutual consideration of the above and 

the fact that, as stated above, there are few details to announce the services of the Sushi 

Shop to general consumers and the amount of the statement accounts for a small portion 

of the whole page, it is reasonable to find that Posting on the Web Pages is conducted 

as an advertisement of the Defendant's services for the export of ingredients from Japan 

and the Defendant's indications are used to introduce the Defendant's business by 

showing that exported ingredients are used by local restaurant chains. The allegation of 

the Plaintiff cannot be accepted. 

F. The Plaintiff alleges as follows: since viewers rarely read websites in full detail, it is 

normal for viewers who glanced at the front page, in particular, to recognize the 

Defendant or Daisho Group as operating shops of "Sushi Zanmai" without being aware 

of whether they are in or outside Japan and the same applies to the web page, 

"Business." 

   However, as stated above, looking at the details of the statements on the front page 

and the web page, "Business," there are few details informing general consumers of the 

services of the Sushi Shop and there is no case where a person who actually viewed the 

Web Pages asked the Defendant about the Sushi Shop. On the other hand, details related 

to the ingredient export business are stated on many parts on the Website, including 

web page, "Business." Each web page is viewable by clicking a text banner at the very 

top of each page. Based on the above, it cannot be found that viewers glance at the part 

related to the Defendant's indications only and recognize it as alleged by the Plaintiff.  

G. The Plaintiff alleges that, at least, it is not necessary to use Defendant's indication 2, 



 10 

which is a graphic logo mark, for the purpose of introducing the Defendant's business 

as a contact window of Daisho Group for export. 

   However, whether the Web Pages are deemed to be an advertisement related to 

services of the Sushi Shop is not determined only by whether the logo mark is used, but 

should be determined by its use form and the structure of and details of the statements 

on the Website as a whole, including the part where the Defendant's indications are used. 

As stated above, Defendant's indication 2 is used on Web Pages only as one indicating 

one of the restaurant chains developed by Daisho Group in Southeast Asian countries. 

In light of the aforementioned use form of the Defendant's indications, the structure of 

the Website, and the details of the statements, the point alleged by the Plaintiff does not 

have an impact on the aforementioned determination concerning the nature of the Web 

Pages. 

H. Based on the above, in light of its form, the Defendant's indications are used only 

for introducing the Defendant's business on Web Pages for Japanese business operators 

who are considering exporting ingredients, but not for advertising the Sushi Shop to 

consumers in Japan, and there is no evidence that said effect has actually occurred. 

   Therefore, the Posting on the Web Pages does not fall under Article 2, paragraph 

(3), item (viii) of the Trademark Act as an "act to provide information concerning the 

advertisement related to services of the Sushi Shop by an electronic or magnetic 

means." 

(3) Defendant's indications and infringement of the Plaintiff's trademark rights  

   If it is considered to be as alleged by the Plaintiff that use of the Defendant's 

indications falls under "advertisement" to the extent of informing of the existence of 

the Sushi Shop widely in Japan and falls under use as a trademark, since the Defendant's 

indications are not used concerning the provision of services in Japan as stated below, 

they do not infringe the Plaintiff's trademark rights. 

A. In other words, the Defendant's indications are posted on the Web Pages that are 

stated in Japanese. Therefore, if they are considered to fall under an advertisement of 

the Sushi Shop, it can be said that an act falling under Article 2, paragraph (3), item 

(viii) of the Trademark Act is supposedly conducted. 

B. However, as mentioned above, the Web Pages are found to be for business operators 

in Japan who are considering exporting ingredients and the Defendant's indications are 

used on Web Pages when indicating that the Daisho Group has developed restaurant 

chains overseas by using Japanese ingredients. On the Web Pages, no details are stated 

to inform general consumers of the services of the Sushi Shop, such as concrete details  

of menu, price, etc. of the Sushi Shop, and a link below the Defendant's indications on 
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the web page, "Business," leads to a website in English. 

C. In addition, according to the evidence (Exhibits Otsu 17 and 21) and the entire import 

of oral arguments, the Sushi Shop is found to have provided services, such as the 

provision of food and beverages in and outside Japan (Singapore and Malaysia) and the 

Defendant's indications for which trademarks are registered in Singapore and Malaysia 

(Exhibit Ko 8 and Exhibits Otsu 14 and 15; the trademark right holder is Super Sushi) 

are signs used when providing said services at local sites. It is not found that the Sushi 

Shop provides the same services in Japan. 

D. Based on the above, the Defendant's indications are not used for provision of the 

services of the Sushi Shop in Japan. Even if consumers in Japan who viewed the 

Defendant's indications misidentified the source of provision of the services by the 

Defendant's indications, since the Sushi Shop does not provide services in Japan, the 

results of said misidentification (receiving the provision of designated services from 

the Sushi Shop by misidentifying that it is the shop of the Plaintiff) should always occur 

outside Japan where the Japanese trademark right has no effect, and therefore, the 

function of identifying the source of the Plaintiff's trademark rights is not infringed in 

Japan. According to the evidence (Exhibits Ko 10 and 11), it is found that there was a 

Japanese person who misidentified the Sushi Shop in Kuala Lumpur as a branch of the 

Plaintiff when said person entered the shop. However, there is no evidence to find that 

said misidentification of the source was caused by viewing the Defendant's indications 

on Web Pages and the misidentification of source occurred outside Japan. Therefore, 

said fact has no impact on the aforementioned decision. 

E. A trademark registered in a country is considered to be independent from the 

trademarks registered in other countries (Article 6, paragraph (1) and paragraph (3) o f 

the Paris Convention) and it is construed that the effect of the trademark right is limited 

to within the country where it is registered, based on the territoriality principle. In cases 

where the Defendant's indications that are trademarks duly registered in a foreign state 

are used on the Web Pages to indicate the provision of designated services in the foreign 

state, if injunction on the use of the Defendant's indications is approved based on the 

Plaintiff's trademark rights, it substantially results in the same way as restricting lawful 

use of a foreign trademark for indication of designated services in said foreign state 

based on Japanese trademark right, although the function of identifying the source of 

the Plaintiff's trademarks in Japan is not infringed. Therefore, approving said injunction, 

etc. is not reasonable even from the perspective of the principle of independence of the 

trademark right and the territoriality principle. 

(4) Joint Recommendation 
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   The aforementioned understanding also conforms to the Joint Recommendation 

where the use of a sign on the Internet shall constitute use in a Member State for the 

purposes of these provisions, only if the use has a commercial effect in that Member 

State (Article 2 of the Joint Recommendation). In other words, looking at factors to 

determine the commercial effects listed in Article 3, paragraph (1) of the Joint 

Recommendation, the following circumstances are found: the Sushi Shop has not been 

providing services in Japan and has not planned to provide services in Japan (paragraph 

(1), (a)); there is no indication of price of the Sushi Shop in Japanese currency on the 

Web Pages (paragraph (1), (c), (ii)); there is no indication of a contact method in Japan 

(paragraph (1), (d), (ii)), etc.; in addition, as stated above, the Web Pages are for the 

advertisement of services to export ingredients from Japan; and the Defendant's 

indications are used in a context to introduce restaurant chains where exported 

ingredients are used outside Japan. In consideration of all of these circumstances 

together, based on the fact that the Web Pages are created in Japanese (paragraph (1), 

(d), (iv)) t, the use of the Defendant's indications on the Web Pages does not have 

commercial effects in Japan, even taking into account the fact that it is not expressly 

indicated that there is no intention to provide the services of the Sushi Shop to 

customers in Japan (paragraph (1), (b), (ii)). Therefore, it does not fall under the use as 

a trademark in Japan. 

(5) Summary 

   Based on the above, even taking into consideration the Plaintiff's allegation, the 

Web Pages should be construed as an advertisement of services to export ingredients 

from Japan. Even if the Defendant's indications are considered to be an advertisement 

related to the services of the Sushi Shop, said services are those provided outside Japan, 

and therefore, they do not harm the function of protecting the source of the Plaintiff's 

trademarks in Japan. 

   Therefore, since the Posting on Web Pages does not fall under Article  2, paragraph 

(3), item (viii) of the Trademark Act, the Defendant is not deemed to have "used" the 

Plaintiff's trademarks (Article 2, paragraph (3) of the Trademark Act). From the 

substantive perspective, the act does not infringe the Plaintiff's trademark rights. 

   Consequently, without needing to make determinations on remaining points, the 

Plaintiff's claims based on the infringement of the Plaintiff's trademark rights are all 

groundless. 

3. Whether the Defendant has "used" an indication of goods or business that is similar 

to the Plaintiff's indications (Article 2, paragraph (1), item (i) of the UCP Act) (Issue 2-

3) and whether the act falls under Article 2, paragraph (1), item (ii) of the UCP Act 
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(Issue 3) 

(1) As stated in 2. above, it is found that the Defendant's indications are used on the 

Web Pages to indicate one piece of information related to the Defendant's business to 

export ingredients from Japan. Therefore, it cannot be considered that the indication of 

goods or business identical or similar to another person's indication of goods or business 

is used nor that the Defendant's indications are used in a form to fulfill the function of 

identifying the source, the function of distinguishing one's goods from others, etc. In 

addition, even if the Defendant's indications are considered to be used to indicate 

services provided by the Sushi Shop, since said services are not those provided in Japan, 

but outside Japan, it is impossible to consider that said indications are used in a form 

to fulfill the function of identifying the source and the function of distinguishing one's 

goods from others in Japan. 

   Then, Posting on the Web Pages does not fall under the "use" of the Defendant's 

indications as an indication of goods or business (Article 2, paragraph (1), item (i) of 

the UCP Act), and therefore, without needing to make determinations on remaining 

points, the Plaintiff's claim based on Article 2, paragraph (1), item (i) of the UCP Act 

is groundless. 

(2) Based on the same grounds, the use of the Defendant's indications does not fall 

under use as an "indication of goods or business" as provided for in Article 2, paragraph 

(1), item (ii) of the UCP Act. Consequently, the Plaintiff's claim based on Article 2, 

paragraph (1), item (ii) of the UCP Act is also groundless. 

4. Conclusion 

   Therefore, the part of the judgment in prior instance where the Plaintiff's claims are 

partially approved is not reasonable and the Appeal has grounds. Consequently, the part 

of the judgment in prior instance that was against the Defendant is revoked, the 

Plaintiff's claims related to said part are dismissed, and the judgment is rendered as 

indicated in the main text. 

 

Intellectual Property High Court, Second Division 

Presiding judge: SHIMIZU Hibiku 

Judge: KIKUCHI Eri 

Judge: RAI Shinichi 
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(Attachment) 

List of Defendant's Indications 

1. Sushi Zanmai 

2.  

 

End of text. 
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(Attachment) 

List of Defendant's Web Pages 

1. http: Omitted hereinafter. 

The part where the Defendant used indications on the web page is framed in red.  
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2. http: Omitted hereinafter. 

The part where the Defendant used indications on the web page is framed in red.  
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(Attachment) 

 

Exhibit Ko 4-1 
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Exhibit Ko 4-2 
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Exhibit Ko 4-3 
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Exhibit Ko 4-4 
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Exhibit Ko 4-5 
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Exhibit Ko 4-6 

 

 


