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Process of IP Infringement Cases

Presentations
1 Chief Judge HONDA from JAPAN
2 High Court Judge LEE and Mr.HAN from KOREA

3 Justice VARMA from INDIA



Process of IP Infringement Cases

Discussion (Q&A)

(it might be omitted)
Korea
(1) Revision of the jurisdiction
(2) ECFS
India

(3) Interim order



Mock Trial

a Core tube T
urtie
i User — (a wholl d
Foreign ‘ H sul el D)
olleC
Country (:@ —

@ Manufacture/sell 1

Plaintiff's Roll Paper F[Befsndtant's ( (.)

. _ roduc
Country B Collie
(Corresponding (:@ (a wholly owned
Patent Right) subsidiary of Pony)

Pony \ Border
Country_A Grant a license User
(Patent Right) \

Domestic Pony | Donkey




Judgment
. Japan | Korea | India

O O X

Affirmed Affirmed

; ; Dismissed
SN SN
At At ﬁfﬂ
International Exhaustion International Exhaustion International Exhaustion
virtually YES YES YES
[ implied license ] [ Patent Act 107A(b) ]
New Product New Product Refurbishment

(Impermissible) (Impermissible) (Permissible)



International exhaustion/implied license

___ Japan | __Korea | ___India___

O O O

with a few exceptions

NO STATUTES NO STATUTES Patent Act 107A(b)

BBS Parallel Import Case Seoul District Court (Eastern (Cf. Trademark Case)
Supreme Court, 1995(0)1988 Branch), 81GaHap466, Delhi High Court,

July 1, 1997 July 30, 1981 Kapil Wadhwa v. Samsung

Electronics Ltd
2012 SCC Online Del 5172



International Exhaustion —Japan-

 No statutes B E 74 L
« Supreme Court Case (BBS Case) iz &k

BBS Case (July 1, 1997)

If the patent holder or the licensee assigned the patented products in Japan, the
patent right on the products has achieved its goal and has been exhausted, because
2] ) smooth circulation of patented goods must not be harmed and (2) the patent

older can obtain the profit at the fime of first sale.
NEBERIZRO oD, FErEmOBRAGMBEZHERT 2LENH D L
EEEFEE IRV IR EB 3 2N TE B,

However, this does not apply in the same way in cases where a patent holder in
Japan assigned the patented good outside Japan.

LA L. EEBRICOWTIZEINICZEL A Z £ TEAR U,




International Exhaustion —Japan-

BBS Case(Cont.)
(About International exhaustion EEXERIZDOULT)

gr a patent holder in Japan or an equivalent person assigns a patented product outside
apan to another person, the patent holder, unless there is an agreement with the
assignee excluding Japan from the areas of sale or use of the said product, may not
seek an injunction in Japan concerning the patented product on the basis of the patent
riiht against the person who acquired the fmduct from the assignee, except in cases
where the above agreement has been made and is explicitly indicated on the product.

BOEOHFIEENIZTINERGBLEIEVENMIEVWTHFREREZEELLZGESICENT
X, BEFEE T, BEXAICKH L T, BEZERICOWTERFTLELA W LEAMEA OB’ EZ
AT EZESTANEDETCERLIEGEZRE, EXA0FFERZEYXIT-E=
BROZFDHOEREBHEICT L ClE, EXANEOBHTEOER*EE L FEHFREEICINABEE
ICRRLIZHEEZBWT, SZEBICOVWTEAPEICBWTHEHFEZ{TET 2 Z L IFFFIN
BWEDEBTADONELETH D,




International Exhaustion —Korea-

e No statutes BAXHREA L

« Seoul District Court (Eastern Branch) Decision,
81 GaHapld66, July 30,1981 v v IIL# G EFRE RS 2RHR

Although patent rights in each county are independent from each other, and individual acts of
working a patent are also separate from each other, the patent rights were already exhausted when
the patentee manufactured the product on his/her own and lawfully exported it overseas. How the
product is distributed or consumed thereafter is merely a process where the product is allocated to
the actual consumers from the patentee s manufacture and sale and does not involve the patentee.

ZEORHFIEIIIEOL DT, BFOEBTADL ZNFNIEDO L O TH
2h. BEFFEENB O R EE L. BEICEE LS T, FFEILE
RLTW%, EHEAEDOLDITRE - HEINDDIE, HiEE(ICL 28
EIRFERIC, EROBEHICEARYELL I TOBRICEETT., FFEED
5T 2LDTIEEL,



International Exhaustion —India-

ePatent Act

1074 Certain acts not to be considered as infringement. -For the
purposes of this Act,-

(b) importation of patented products by any person from a person who

is duly authorised under the law to produce and sell or distribute the
product, shall not be considered as a infringement of patent rights.

tHniF%Eﬁl:l Z3E - IRGENXIIEMR T B 2 & & B EEFR S NT=E D
#an:%ﬁ%%'])\—g_% C\:_ j: fF—ranTE@T Et i%kfotéﬂfoth\

o



International Exhaustion —India-

Ground for patent exhaustion

As noticed by the US Supreme Court in Impression Products and the
Australian High Court in Calidad, the principle of exhaustion of patent
rights draws sustenance principally from the law of personal property
and that the owner of a chattel has absolute right of disposal and use.

KXEwmSE Impression ProductsEHFHIACHA - T U THES
#FCalidadSE RN BRI 5 £ O 12, FHFEDERKDRAN ;t\
FLELT, BEOMBEIUY - (FHT HEHEN ZH <

WO BIEELEDIRRNICAHNEKT %,




Repair-Replace/Produce
(Permissible repair and impermissible reconstruction)

. Japan | Korea |  India
NEW NEW Refurbishm

PRODUCT PRODUC ent

(impermissible) (impermissible) (permissible)

Ink Cartridge Case Cf. Fuji Film single-use camera The principle of ‘permissible
e ANov. 8, 2007 case (Trademark Case) repair’ and ‘impermissible

RiEEHRApril 11, 2003 reconstruction’ established by
the US court and BGH
13



Repair-Replace/Produce —Japan-

\

« Supreme Court Case (Ink Cartridge Case) =& Hx

Ink Cartridge Case(Nov. 8, 2007)

If the patented product, assigned in Japan by the patent holder or the licensee
who was licensed by the patent holder, has been modified or its components
replaced, and as a result, it can be regarded as a novel production of the
patented product which is not identical to the first patented product, the patent
holder 1s entitled to exercise the patent right over this patented product.
TAEDFFEESELNEIMC S LV CEE L/EFERIC O S JIT PR
MORZEENS N, ZNICEL Y SZFFRmER 122 R CFFEmD
FICICHESINLLDERO oD &L, FrEE L. T DRITH
ﬁgﬁgg\ﬁ#suxmfﬁﬁﬁéﬁﬁﬁézt#%éﬂ%tuv
NETH D,




Repair-Replace/Produce —Japan-
Ink Cartridge Case(Cont.)

Whether the product can be regarded as a novel production of this patented product or not
should be determined by taking into consideration

(1) the characteristics of the patented product (the function of the product, structure and
materials, application, usable life, mode of use)

(2) the content of the patented invention
(3) the manner of modification and the exchange of components, and

(4) the circumstances involving the transaction (the state of the Patented Product at the time
of modification, the content and extent of the modification, the usable life of the

replaced components, the technical function and the economic value of the component
within the Patented Product).

H-HELEIC SN EINICDONTIE, UTEEETARE

(DEFFEGOBE (BRotke, BERUOME, BE. TRAM[. FEREK)
(2)FFHFFHBEOAR

G)MI RO DOITHDRERR (NTEIN S N/BROFHFRZDOIRE, MTORBRIRE.
KX N-EM O AIAE. BBV ORFE &P ICH 1T 2 FATHHEE & S AFRMIE)
(4)En5| D EI1E




Repair-Replace/Produce —Japan-

 Ruling (mock trial) —  New Product

(1) The Plaintiff’s Roll Paper does not expect users to remove the core tube and
wind it with a new packaging sheet by themselves. The Plaintift’s Roll Paper
loses its utility as a patented product once the packaging sheet is fully consumed.

(2) The economic value of the Plaintiff’s Roll Paper is primarily attributed to the
packaging sheet portion. Producing the Defendant’s product can be regarded as
restoration of the material value of the Invention.

1) BEEO—~_—s3 %, FIAEIEBOSEZIRYAL, DEBY— 25
EEITIEZFELTCLWAL, REA—ILR=—NInEHY—b2EEL
jg < Lf:'/fﬁ\ ﬁﬁj'ﬂﬁ%g& :) o

2) BEA—ILR—/INOBENMEIZ. T L THEBYy—MNIH D, BE
SRO8LE X, KERFOEENLMEZBUOERIET S H D,



Repair/Produce —Korea-

Cf. Trademark Case
Supreme Court Decision, 2002003445, April 11, 2003
(Fuji Film single-use camera case)

If the product is processed or repaired to a degree that damages the identicalness with
the original product, it amounts to production and thus, should be deemed to infringe
upon the trademark owner’s rights. Whether the product is processed or repaired to a
degree that damages the i1denticalness with the original product and amounts to production
should be judged upon overall consideration of the objective nature and use form of the
product, legislative purpose of the Trademark Act, functions of the trademark, etc.

oD, TOHBEDR—MENRONSIEZEEICHNIXIIEBEINIIGEIE. £EICEKE L.
BREFEDOEN ZREITL2EVWINETH S, TOHMEDFE—MARONSIZEICINT
XIFBEENE N, £EICHLDE VW50 ENE. HomOBTENMERWMERLRE. BZ
FEDILEBE. BROBREFZRENICERL CTHtrI N TH S,



Repair/Produce —Korea-

 Ruling (mock trial)

Whether a patented product has been processed or modified to the
extent that the i1dentity of the original product 1s lost, and therefore, the
act of producing has taken place shall be decided based on a
comprehensive assessment of the description of the patented invention,
the objective nature of the product, and the use form, legislative purpose
of the Patent Act etc.

SRR mD, TORGBEDR—MENRONIEBEICIHTXIZEE
St o SONES T TEALE X o EhE, BT

It 5 HHE D E, BT = 2i-NRE;
oo ToNR S ot % G Y SiX




Repair/Produce —Korea-

 Ruling (mock trial/ Cont.) — New Product

Plaintiff's patented product is exclusively used in Plaintiff's packaging device, and
the packaging sheet part makes up a distinctive portion of the composition of
Plaintiff's rol T]%aper. In addition, the Plaintiff's patented product loses its utility after
it 1s used up. Therefore, it is reasonable to conclude that replacing the packaging
sheet to the plaintiff's core tube cannot be regarded as replacing a consumable
component under normal use, but rather as replacing the component that constitutes
an essential portion of the invention.

REDOHFERIZ. E0REODSREIFERINSIEDOTHY ., 2
v— B IE. BEOO—IILR—/ROERPDOEFEMEIAREDE KL T 5,
Mz T, BESHFERIE. W3 EZosBE%kS, LA >T, BE
SEICDOWTONEBHEY— oL, BEOERICHEIT 2 EERRDOR
MeldWird., GLARBPOARBNE D BT 2 EmD R TH 5 & i
THDONEHATH %,




Repair/Produce —India-

Limitation of the doctrine of exhaustion:

(1) The purchaser cannot ‘make’ the patented product or replicate the
invention, under the guise of exhaustion.

(2) Express negative covenant or stipulation imposed by the patentee
with respect to the product.

SHR O F 7%
(DEFFHFOBAED., FHGz8E - £33 5545
(2) FHFEEIPARNICBERZBET 2N AR L 12155



Repair/Produce —India-

The Court, in light of the aforesaid decisions (*), holds that the issue of repair and making would

be best considered by applying the principles of ‘permissible repair’ and ‘impermissible

reconstruction’.
HAFTIE, BIRCHIR®ICES L, BEBEEEDORIIDE, [FFINsBE] & [FFahi

WEAEE| ORANZERY 500 HEE
(*) House of Lords decision in United Wire Ltd v. Screen Repair Services (2000)
United Kingdom Supreme Court decision in Schutz v. Werit, [2013] UKSC 16

the Australian High Court decision in Calidad Pty Ltd. & Ors v. Seiko Epson Corporation & Anr,
[2020] HCA 41



Repair/Produce —India-

The said tests have been formulated by Courts in the United States and the BGH while considering this aspect.

As per this principle, only a true reconstruction or reproduction would amount to a ‘making’ of the

product.

Wide meaning is sought to be ascribed to the term ‘repair’, in so far as alterations, which improve the usefulness

of the product are concerned. Those would fall within the safe harbour of repair. Further, mere replacement of a

constituent part would not constitute ‘making’.

The situation can be different, however, if this part in fact embodies essential elements of the inventive concept.

KE - F A Y OBHFTICL Y RTSNET R b T, HOBME - BUOBH [HE] CH75
WROBRAEEEES¢UEIR, BRIAENE S, BRDMRIOTMEE [£E] 454,
LAl TREBRIC, RRORENERALEL TV HEERES (LEICSLD, ) .

22



Repair/Produce —India-

 Ruling (mock trial) — refurbishment

(1) there 1s no inventive element claimed on the packaging sheet of the roll
paper.

(2) The core tube has very little utility once the packaging sheet 1s used up or
f}llmshed. Tlgle Defendant has merely taken steps to extend the useful life of
the core tube.

(3) Winding of the packaging sheet around the core tube does not entail
replication of any core or essential element of the invention.

(1) DEaAY — MCAREOFRBIAGERIZA L,

2) BEIINBHEY— FEEE LR L-RIZ. EABAEL S, HEIZ. BEORFE
FHEIEZEE L7-ICT =40y,
B)BEIZHhaTR— P EEEITAZ LT HRIBOEEL - KERLERDDES
HERL AL,



Repair/Produce
Factors to be considered

" Japan | Korea | India_

(1) the characteristics of the
patented product

(2) the content of the
patented invention

(3) the manner of modification
and the exchange of
components, and

(4) the circumstances
involving the transaction

+ a

1) FEFslmoEME
2) BEFERAOARR
3) DT R NERAF D 232 D RERR
4) BBl DEF %=

P e e

(1) The description of the
patented invention

(2) the objective nature of the
product

(3) the use form

(4) legislative purpose of the

Patent Act
+a

RrET B IC R 2 BHE D L&k

(1)

Q)& moEHIME

(3 & mDEAFRE
(MFFEFEDILERE &

(1) Nature of the invention
(2) What was done by the
Defendants
(House of Lords in United Wire)
(1) the extent to which the
technical effects of the
invention are reflected by the

replaced parts
(BGH in Impeller Flow Meter, US
Supreme Court in Schutz)

(1) FEEEBOUE
(2) #EDITR

(1) "I N/=BRIC. FAD
RTRShEA R NS RE 2



International exhaustion

Discussion between Attorneys



Wrap up
_Japan | Korea | India_

O O X

Affirmed Affirmed

; ; Dismissed
SN SN
At At ﬁfﬂ
International Exhaustion International Exhaustion International Exhaustion
virtually YES YES YES
[ implied license ] [ Patent Act 107A(b) ]
New Product New Product Refurbishment

(Impermissible) (Impermissible) (Permissible)
26



Panel Discussion
[P Dispute Resolution at Various Jurisdictions

cND

Thank you for your attention



