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Overview

» 1. Outline of the Judgement of IP High Court on L
“Pyrimidine Derivative” Grand Panel Case i)

» 2. The Ruling concerning “Inventive Step”

» 3. The Ruling concerning “The standing of the
plea”
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1. Outline of the Judgement of IP High Court
on “Pyrimidine Derivative” Grand Panel Case

» Docket No.;
2018 (Gyo-Ke) 10182, etc., Judgement of IP
High Court on April 13, 2018
» Suits against trial decision made by the Japan
Patent Office related to a patent
» Special division of IP High Court
Presiding Judge: Misao Shimizu
Chief Judge of IP High Court
» 11th Grand Panel Judgement of IP High Court




1. Outline of the Judgement of IP High Court
on “Pyrimidine Derivative” Grand Panel Case

Presiding Judge Shimizu delivered the unanimous
opinion of the court with respect to;
(1) Inventive Step
- The standard of finding the cited invention
described in a distributed publication

(2) The standing of the plea




2. The Ruling concerning “Inventive Step”- Code

» “Inventive Step” = “Non Obviousness”
» Patent Act of Japan Article 29, paragraph(Z)

easily make the invention based on an invention prescnbeh_.
the items of the preceding paragraph, a patent shall not be

l - Patent Act of Japan Article 29, paragraph(1) item (3)

“inventions that were described in a distributed publlca_t.' prior
the filing of the patent application” .



2. The Ruling concerning “Ihventive Step” - Fac

The Invented Compound “The Cited Compound”- Main
- Rosuvastatin (alleged) - Compound A
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The difference is “Alkylsulfonyl or Methyl”




Facts (Continued)

“The Cited Compound”- Sub (alleged) o
Compound B, R 3= o7 jn-

The general formula described is;

R? R
Vil < R 3 uimeznen, sonmisiegnen, PAtLERbL, BRZAOSY, ST, FII s
¥ | FIFLFA, PIFZIVRIIL, RUDLADOAFIL, RUTLATA RES, NUTLAOAFILFA, bk
UL ATOAFLRIVRCIL, PILIAFEHDRTILELLBFILT, ROEH-NR4RS, BL, R4ARY
N. N R 53 LROBKEET S, DRT, FEEA/EAIL, STLFILAIIELI, LIPECIL, STILE
e WZTFEAN, AFOFU—IL, FU—)b, PU—LAES, PU—LFA, ZU—LRILAZIL, PS5

F2, PSIINFINFAEBUL @I IIIFILIVRTILVTEBENTWVTELL, RRICHRALZBHEOAFTOT
U—ILRUZYU—)LERN\OS >, 277/, FUIILAOAFIL, bUDILAOA RS, ZILFIL, 73
FIFIFAREGETILFILRILRZILNSREE—6 U < JERLGDIET—EHR, —@ifFEsd=Ehs
TELL, FRERIEAFOFI—ILERDL, #E8F/\O5>, ZILFIL, ZILDFS, PILFILFA,
FILRIARZIN, PU=L, PU=ILAFS, FU—ILFA, PU—ILRIRIIL, BUZILAOAFIL,
Jb?fI:Ix RS, RU TJL#DX?)LB‘#EUQ: CRIZGE - fEL;(ia".l 03;';& E.Cuﬁckbé. ) J_")I.:ZFT—/

“EmEr s BRENTLVTELS, HUER 3 (277 —ILEEDL, ﬁgiat?»ﬁr—w 7}»:4»,1
FA, FILFILZIRIIL, PU=IL, PU=LAFS, PU—ILFA, FU=LZILRI, o

...more than 20,000,000 options




2. The Ruling concerning “Inventive Step” (1) \

\
\

\
The invention which is alleged as “the cited invention’*\
cannot be found in the case where; \

- “the cited invention” is an “invention that was descrlbgd
in a distributed publication” (Patent Act Article 29, \
paragraph(1), item (3)),

- the compound is described in the form of a general
formula in the distributed publication,

- the general formula has a huge number of options, e
In addition, (Continued)--_—__ 3
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\

| ¢
- the party alleges that a single compound which is one §
the huge number of options of the general formula, \\

constitutes “the cited invention”.

2. The Ruling concerning “Inventive Step” (2)

However, this excludes the case “a person who has \
common knowledge in the technical field to which the
invention pertains” has enough reason to select the
certain compound prior to the other options of the
general formula.

This is because it is impossible to extract the specific
technical idea of the certain compound from the y
distributed publication.
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3. The Ruling concermng “The standing of the
plea” \\ |

The standing of the plea in “the suit against the trial \
decision made by the Japan Patent Office” in which the \
request for patent invalidation trial was rejected shall not\ n
lapse even after the termination of the patent right under |
the Patent Act before the revision by Act No. 36, 2016,
unless there shall be no possibility that;

. - any compensation for damages, unjust enrichment or
" criminal punishments can be imposed on an individual,

because of the act which existed during the duration of the .
8 patent rght.
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References

English translation for the “Pyrimidine Derivative”
Grand Panel Case will be available on IPHC’s website
in the near future(estimated June - July 2018).

http://www.ip.courts.go.jp




Thank you |




