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Changes in the Tribunal System for Patent Infringement

Korean Court System: Separation of Jurisdiction (Jan. 1, 2016)

Supreme

Court

Patent Court <

v

IPTAB

Main Action
Invalidation Action

Confirmation of Scope

Correction
Examiner District Court
Application Infringement Action
kipo B Civil (0)

Validity Issues (Mainly) Infringement Issues (Mainly)



Organization of Korea Patent Court

Patent Court

Trial Divisions

Associate Judge—| Presiding Judge |—|Associate Judge

1%t Division (21°t Division)

2"d Djvision (224 Division)

11" Division
(31t Division)

3'd Division (239 Division)

4th Division (24 Division)

5th Djvision (25" Division)

Presiding Judge
Kyuhong Lee

3 Djy

Cancellation action

23 Div

Civil action

» 5 judicial divisions (3 judges for each division)




Organization of Korea Patent Court

Judicial technical examiner(15) / Judicial research officer(8)

Highly technical matters, which the Patent Court is routinely called for to deal with, are
referred to Judicial technical examiner and Judicial research officer, who must satisfy one of
the following prerequisites:

( i ) more than 5 years experience as a technical examiner or a trial examiner at KIPO;

(il ) more than 7 years experience as a government official dealing with matters related to
industrial or scientific technology, and more than 5 years spent in above Level 5 positions;

(iii) a master's degree and 10 years experience in the relevant field;

(iv) a doctorate degree in the relevant field;

( v ) a National Engineering Certificate obtained in accordance with the National Engineering
Certificate Law.

Currently, 15 Judicial technical examiner and 8 Judicial research officer with long-term
experiences in various scientific fields-such as mechanical engineering, electronic
engineering, chemical engineering and bio-engineering serve at the Patent Court.




International Cases and International division

Related Act

* Court Organization Act Article 62-2 (Effective as of June 13, 2018)

International Case

* Given the opposing parties' consent, a party may litigate in a foreign language

International division

* Court division exclusively designated for International Cases

* Established in the Patent Court and Seoul Central District Court, and may be
established in Daejeon, Daegu, Busan, Gwangju district courts, if necessary

* Division will provide simultaneous translation services and a research assistant
with foreign language skills and international experience



Advantages of Using International Trial

Arguing the case in a permitted foreign language

* Besides the parties in the international case, if the expert witness testifies in a
permitted foreign language in international case, the party does not need to be
accompanied by an interpreter

Simultaneous Interpretation

* The Court shall have an interpreter interpret the words of the judicial division
and participants in the proceedings on the trial date, and simultaneous
interpretation shall be provided in principle.

Arguing in the Foreign Language

* Documents written in permitted foreign languages in international cases need
not be translated



Decision to proceed as the international case

Application for the International Case

* A Plaintiff who decides to apply for a “foreign language argument” under Article 62-2 of
the Court Organization Act must submit an application for such argument to be made

* After the foregoing application is filed, the Court will deliver to the Defendant a copy of an
opinion form together with a copy of an application form

* The Defendant will then submit an opinion form, agreeing to the Plaintiff’s application for
the “foreign language argument”

Application and consent for the “foreign language argument” shall be made, in principle,
prior to the date of the first trial




International Division for IP Trial (brochure)

Establishment of the
International Divisions

More and mare foreign parties are litigating thair
patant casas in Korea. Taking up one-third {33.3%)
of total cases in 2017, they have called for batter
language access for foreign partias. The newly
amended Court Organization Act of Koraa, affactive
from June 13, 2018, established the Intarnational
Divisions to handle certain intellectual property cases
with a goal of providing promipt, affordable, fair, and
convanient judicial ser ces to all parties. As a result,
partias can naw make oral arguments or submit
docurmants inforeignlanguage in Korean courts.

A razomay bo brought 1o the International Divizions
whon: [a] a party to tha lawsuit i aforaigner or a
foraign company; {b] thare is & need to axamine
matarial evidence in foraign language; or(c] thare ara
othercircumstancas that maka the case “intarmational™
in natura. The Intemational Divisions ane currantly
installad in Seaul Central District Court and the Patent
Court Each Intornational Division consists of a three-
judga panal assisted by technical examinars and
interpra tersworking full -time at tha court

International Division
for IP Trial

How to Bring Your Case
to the International Division

To bring & case to the International Division, mutual
consent of the parties must be presant. Upon & written
application and a written consent, tha Inta mational
Division may give its parmizsion to handla the casa
unless granting the application iz likely to causa
sigrificant delayintha procaeding.
Thawritten forme rmust be filad prior o the first data of
trid. Howaver, the Intemational Division may accapt an
application or @ consent filed after the first data of tnal
ifthenaiz substantial neadtotake tha casa.

Tha application may ba withdrawn by mutual consant
ofthe parties or the court’s discretion. Tha Intemational
Division's permissian to take the case may be ravaked
when tha use of foreign language substantially
interfares with the court procaeding. The withdrawal
and revocation do not have retrospactive effect.
Tharafore, parties do nat need to submit trarslations of
documents that e & ready filed.

How It Works

At the Intarnational Divisions, parties may argue
their cases or examine witnassas in a parmitted
foreign language and need not submit translatons
for thair briafs or exhibits written in tha fareign
lenguage. Simultanaous interpretation, or consecutive
imtarpratation if nacessary, will be provided by the
court with no cost, so parties need not hire thair own
imtempraters.

This daes not mean that all parties must make aral
arguments in foreign languaga. A party may still use
Korean, and in such casas, intarpretation will be
provided inta the parmittad foraign languaga. The
judgaz will praceed in Korean, as the languaga of
the court is Karaan under Article 62{1) of tha Court
[rganization Act. This will be interpratad inta the
pamnitted language as wall.

For now, anly English is availabla as the permitted
foreign language. Howaver, other languages may
ba addad to the listin the futura dapanding on tha
demand. Az for docurmanits writtenin a third language
atherthan Koraan or the parmittad forsign languaps,
tha parties must still provida translation in Korean or
the parmittad language.

Record, Decision,

Qnd Appeal _}

(Ordars, rulings, and final dacisions of tha court will be
issued inKoraan. The court shall provide the translation
of tha decisions aftarwards.

Tha appeal pariod and the affectiva date of a decision
ara calculatod basad ontha date the decision in Karaan
was issued. Parties may file appaal in the parmitted
foreign language withaut trans|ztion.

* Ralerant nules, forms, and more nformation may be found at
hitp/patent. epourt.go oy pabant_nawinda_g. work.




Treble Damages For Willful Infringement

Background

* Actual damages awarded for patent infringement often have not been high enough to
effectively discourage such infringement (Effective as of July 9, 2019).

Article 128, Paragraphs 8 and 9 of the Korean Patent Act

* Courts are authorized to award damages of up to three times the amount of actual
damages for intentional acts of infringement (Article 128, Paragraph 8 of KPA)

* Factors for calculating amount of treble damages (Article 128, Paragraph 9 of KPA)

(i) whether the infringer has a dominant position;

(ii) whether the infringer knew the act of infringement would cause harm to a patent
owner, or intended such harm;

(iii)  the significance of any such damages;

(iv)  the economic benefits to the infringer from the infringement;

(v) how frequently and how long the infringing activity was committed, etc.;

(vi)  the amount of fine for the infringing activity;

(vii)  theinfringer's financial status; and

(viii) what efforts the infringer has made to reduce the harm to the patent owner.




Preparatory Hearing Date - Video Conference for Case
WV EREFCIN ]

Confirmation and Summarization of the Disputed Issues

* The court and the parties confirm the issues in dispute.

* In this case the parties can clarify the disputed issues regarding the difference between the
patented invention and the “D method” = “Issues in This Case”

1)
2)
3)

Whether all the features of the "car navigation system" are installed in the vehicle
Whether the D Server is a “First Memory Means“ as Referred to by the Invention

Whether the D Server is Equivalent to both the “First Memory Means" and the
“Second Memory Means" as per the Doctrine of Equivalents
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Request for the Expert Witness

Process Regarding Requests for expert witnesses

* If a party files a request for an expert witness, the party shall attach a basic statement by
the expert witness that can confirm the expertise and objectivity of such witness

* If an expert witness testifies in a permitted foreign language in the International Trial
System, the party does not need to be accompanied by an interpreter

Acceptance by the Court of the Requests for Expert Witnesses by Each Party

* The plaintiff and the Defendant each file a request for an expert witness with a basic
statement by the expert witness confirming the expertise and objectivity of such witness

e After the court accepts, the expert witnesses of both sides will be interrogated in the
second scheduled oral argument

11



Preparatory Order on Person of Ordinary Skill by Patent

Court

Patent Court
The 3rd Division
Order for Preparation of Clarification

Case 2019Gahap1234 Patent Infringement

[Plaintiff: Pony Corporation / Defendant: Donkey Corporation]
Counsel for Plaintiff: KIM & CHANG

Counsel for Defendant: BAE, KIM & LEE, LLC.

For the purpose of clarifying the case, it is ordered to supplement the
following matters. Please submit necessary arguments and evidences in
relation to the issues below by June 25, 2019.

Matters to be Clarified

The level of ordinary skill possessed by the person of ordinary skill in art at
and around time of present invention

June 1, 2019
Presiding Judge Kyuhong Lee (sealed)

* For inquiry: Court officer [redacted], the Third Division, Patent Court
Tel.: (042) ¥** **** (in case of absence of the court officer: 042 *** ****
Fax: (042) *** ***x [ E.mail:

12



Electronic Case Filing / Text Message Service

Electronic Case Filing
Membership Case filing (Plaintiff) Response submission Servi Reading case
registration ase fiiing {Hainti (Defendant) ervice records
Advantages of Electronic Case Filing Text Message Service

« Electronic service of documents
= Confirmation sent via text message/e—mail

« Allows electronic submission of
documents

Wreo@o® - BN Rl 57% & T 606 TR A - ON Rl 57% &

. " : < 02 m-m s Q i
« Allows the counterparty’s briefs and the S e R

201941 6% 172 HRY [Sent via web]

court’s documents related to the trial to @ fentviawes You received electronic

copy of notice of hearing

. . . 2019'0.6'05 date for Seoul Central
be served via electronic mail, etc. [Sent via web] District Court Case No.
You received electronic copy 2019Gahap1234.
of brief (dated June 1, 2019) (2019.07.01). -
. for Seoul Central District o Sent via web
Allows case records to be read and Cout et fentviawed)
. . ahap . copy of decision(dated Sep.
printed electronically 25, 2019) for Seoul Contra
Distrct Court Case No. 2019
Gahap1234
2
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The 15t scheduled oral argument — Technical presentation

Proceeding with the Technical Explanatory Session

The Technical Explanatory Session

* In cases concerning patents or utility models that require a technical explanation, the
Court may hold a technical explanatory session at the request of a party

* The parties and technical experts attend the Technical Explanatory Session and orally
explain their arguments on the technical elements through drawings, products, miniatures,

computer graphics, video equipment, etc.
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The 2" scheduled oral argument — Expert witness

Testimonies by Expert witnesses of both parties

Testimony on common general knowledge

(Example)
Expert In comparison to the method that the memory storing in ROM or RAM,
Witness because the method that the data storing in remote server has no newly

effective, both inventions are equaled in substance.

Plaintiff side

(Example) Expert

. . Witness
The technique constructing the memory server remotely was known as

the technical common sense before filing the application of this case.

And, moreover, it was generally known that the navigation system can

search the facilities information by the radio net. Defendant side

15



The 3" scheduled oral argument

Arguments regarding the amount of damages

* A party seeking damages must specify the applicable legal provisions on which the

calculation of damages is based upon and indicate the relevant evidence number for each
of the requirements of the relevant provisions

* Regarding the Plaintiff’s factual arguments, the Defendant must provide a detailed
rebuttal and cannot simply deny the Plaintiff’s arguments (the judicial division may
consider any fact not specifically denied as being undisputed)

Damage calculation methods under the Korean Patent Act (Article 128)

o Defendant’s i .
Plaintiff’s Lost . Ordinary Decision by
. Profits from i . )
Profits o Royalties Court Discretion
Infringing Act

Damages of up to three times the amount of admitted damages awarded by

the court for intentional acts of infringement (Article 128, Paragraph 8)
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TIMELINE of the mock trial case

Filing a Litigation

Application for the International case * May 1, 2019

*  March 1%, 2019
* Seoul Central District Court

Notice on Video Conference for Case « Text message service

Management

e Deliberation on International Case application

Video Conference for Case
* Requesting Each party’s opinion on who would be

Management

the person of ordinary skill in the art

The 1st scheduled oral argument Technical Explanatory Session by Plaintiff/Defendant

The 2nd scheduled oral argument * Examination of expert witnesses of Plaintiff/Defendant

* Plaintiff’s argument/substantiation of damages
The 3rd scheduled oral argument * Rebuttal by Defendant
* End of the hearing

The date for Decision
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Mock Trial
JSIP 2019

2019. 9. 25.



Filing of a Litigation

Case Information

* Seoul Central District Court
* Filing date: 2019. 3. 1.
e Case No.: 2019Gahap1234

Parties and the patent

* Plaintiff: Pony Corporation (Counsel: Sang-Wook HAN of KIM & CHANG)

* Defendant: Donkey Corporation (Counsel: Hoodong LEE of BAE, KIM & LEE, LLC.)
* Patent of the case: patent No. 20190925
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Application for the International Case

Step 1 Step 2 Step 3
Submitting Court delivers to the Defendant The Defendant submits
an application a document an opinion form

Plaintiff submits an application for the “International Case” on May 1%, 2019

20



Notice on Video Conference for Case Management

Wreo7EER - oN Rl 57% &
< o2

¢ Q

e [Sent via web]
2019.06.05
You received electronic copy
of brief (dated June 1, 2019)
for Seoul Central District
Court Case No.
2019Gahap1234.
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Video Conference for Case Management

e Deliberation on International Case Application

 Clarification of technical level of ordinary skill by the person of ordinary skill in the art

* Opinions of the persons to participate in the scheduled oral argument proceedings

22



l 15t Scheduled Oral Argument

Technical Presentation by the Plaintiff

Technical Presentation by the Defendant

23



2019Gahap1234
Patent Infringement

Technical Presentation

July 1, 2019

Plaintiff: Pony Corporation
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1. Subject Patent




Technical Significance of the Subject Patent

Conventional Art

the user needs to display a position to be registered on the map, therefore the user needs to
accurately know a location of the position previously, and complicated operations are needed
for displaying the location on the screen. (para [0003], [0004])

. Finally the screen
Let’s register th . , . .
wemmmmm | e location of IP | still cant_get to the displays the Gln_za
' screen of Ginza area... area, but where is

IP Sushi Ginza?

i "'IH“ Sushi Ginza.
BT »lluu},luu» \

The map of Yoko The map of K The map of
hama City awasaki City Very complicated Ginza, Chuo
Kanagawa Prefec Kanagawa Pre . Ward

ture fecture operatlons... Tokyo

Objective of the invention (Problem to be solved)

To provide a car navigation system control method which allows the user to register a user
registration without performing complicated operations for displaying service facilities on the
map(para [0005]).

The RAM 9 is backed up by being supplied with a voltage even when the power source of the
navigation system is shut out so that the data ... will not be extinguished..(para [0009]).
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Claim 1 of the Subject Patent

Control method for car navigation system that displays a map on a display screen,
the method comprising steps of: (Element A)

reading, from first memory means in which facility data comprising display
data indicative of a plurality of service facilities and coordinate data indicative of

existing positions of the service facilities have previously been stored, the display
data to display the plurality of service facilities on the display screen; (Element B)

designating one of the plurality of service facilities displayed on the display
screen in accordance with an operation; (Element C)

reading coordinate data corresponding to the designated one service
facility from the first memory means; (Element D)

storing the read coordinate data as user registered data in second memory
means; and (Element E)

displaying a position indicated by the coordinate data read from the
second memory means by superimposing a predetermined pattern on to the map
when the map is displayed on the display screen. (Element F)

28



Claim 1 of the Subject Patent

1) Among a plurality of service facilities displayed on the display screen in accordanc
e with display data read out from the first memory means, reading coordinate data
from the first memory means corresponding to one service facility designated by the
user ( ElementsB,CandD ) ,

2) Storing the read coordinate date as user registered data in the second memory

means ( ElementE ) |,

3) As the map is displayed on the display screen, reading the coordinate data from
the second memory means, and superimposing a predetermined pattern(*) on to
the map to display a position indicated by the coordinate data ( Element F )

\

-~

A plurality of _F:elftaur(a;t/ Sushi Read out Teed s Superimpose
service facilities CI)P\;OI h_'gz_a W

. - 1P Sushi Ginza
displayed o-n the *1Q Sushi Ginza%

screen in- -Ginza IT Sushi . )
accordance with . *Coordinate data - User registered data
display data read
from .

) First Memory Second Memory Displav S

First Memory Display Screen Means Means gl el
\ Means N 4 /

N—
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Mode of operation and technical effect of Claim 1

Mode of Operation of the Invention

“the display data indicative of a plurality of service facilities and the position coordinate data
indicative of the existing positions of the service facilities are previously stored in the first
memory means. By designating one of the plurality of service facilities ... by the operation, the
coordinate data corresponding to the designated one service facility is read out from the first
memory means and the user position is registered into the second memory means. ... the
coordinate data which is stored as user registered data is read out and the position indicated on
the map by the coordinate data is superimposed onto the map by a predetermined pattern and
can be displayed on the screen.” (para [0007])

Effect of the Invention

“...by merely designating one of the plurality of service facilities displayed ... in accordance with
an operator input, the coordinate data corresponding to the designated one service facility is
read out from the first memory means and stored in the second memory means as user
registered data. Each user, therefore, can register the user position by a simple operation,
even if each user does not know accurate locations of service facilities...” (para [0020])

“The RAM 9 is backed up by being supplied with a voltage even when the power source of the
navigation system is shut out so that the data ... will not be extinguished..” (para [0009])
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2. Defendant’s method (D method)




Description of Defendant’s Method (D method) (1/3)

Example: a procedure of searching for a sushi restaurant located in Ginza

[i] Select the "Search for Destination" on the top menu of "DK Car Navigation" displayed on the screen of D
terminal (Screen 1).

[ii] Select "Category" tag on the destination search screen and select "Restaurant” on the category selection
screen (Screen 2).

[iii] Select "Sushi" on the category selection screen under "Restaurant” (Screen 3).

[iv] When "Tokyo" is selected on the local area selection screen, area names (Ginza, Roppongi, Shibuya, etc.)
within Tokyo are displayed on the screen of D terminal (Screen 4).

[v] When "Ginza" is selected among them, a list of Sushi restaurant names ("IP Sushi Ginza", "IQ Sushi Ginza",
"Ginza IT Sushi") is displayed on the screen of D terminal (Screen 5).

[vi] To display spot information, select "IP Sushi Ginza" among the several spots in the displayed list by operating
D terminal (Screen 6).

~

O\

| < pomition

A plurality of .
. Restaurant/ Sushi . A Superimpose
spots displayed Tokyo/ Ginza Obtain Memorize Read out P : P
in accordance - IP Sushi Ginza '
with D spot data - 1Q Sushi Ginza N [*
read from " GinzalT Sushi [ position data 7 / _ 4
D Server | ) S h
_m—— ~Map data DISarer Means for 'st.orlng ; _| o .
-Spot data “Spot data memo position | -;. ” i
Calt D s * Al BOTIEE . . & f1aCH] B
....... e (within D server) | 0T
a '[":"'itm
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Description of Defendant’s Method (D method) (2/3)

GPE Satellite
f —
w2
|
/ / Maobile phone network
. Vg
Defendant's terminal Defendant’s Server (D Server)
I Terminal)
_‘_,_.—-—'_-_-_‘—-—\_._\_
Display Controller e
Pr—r Map, I_-l-:rum “Map data
* Spot list Destination/Spot
f _ search =Spot data
i W Termnal cation = scalegories
' L?‘;?;:;lzm':i:ﬁ““:h data acquisition - = AT
Rout “h = spesiti
travellng. . registration T meATE position
) Map data reading e ————
GPS receiver AMapfroute drawin
. E .
I.matm? data transmitting *Memo data
generation - e
Aemo poesition L
reading fwriting

i %

Defendant's car navigation system
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Description of Defendant’s Method (D method) (3/3)

D method has the following features:

A control method for car navigation system that displays a map on a screen of D term
inal, which includes:

holding D spot data including D name data indicative of a plurality of spots
and D position data indicative of existing positions of the spots in D server of the car
navigation system in order to display the plurality of spots corresponding to the D

name data on the screen;

receiving and instruction to register one of the plurality of spots displayed
on the screen as a “memo position”;

obtaining D position data corresponding to the designated spot from D
server to be registered according to the instruction in order to store the D position
data as D memo data; and

superimposing an icon on the map indicated by the D position data of D
memo data read from D server when the map is displayed on the screen.
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3. Infringement




Comparison between Claim 1 of the Invention and D method

i omems

A

Control method for car navigation system that
displays a map on a display screen, the method
comprising steps of:

reading, from first memory means in which facility
data comprising display data indicative of a plurality of
service facilities and coordinate data indicative of
existing positions of the service facilities have
previously been stored, the display data to display the
plurality of service facilities on the display screen;

designating one of the plurality of service facilities
displayed on the display screen in accordance with an
operation;

reading coordinate data corresponding to the
designated one service facility from the first memory
means;

storing the read coordinate data as user registered
data in second memory means;

displaying a position indicated by the coordinate data
read from the second memory means by
superimposing a predetermined pattern on to the
map when the map is displayed on the display screen

A control method for car navigation system that
displays a map on a screen of D terminal, which
includes:

holding D spot data including D name data
indicative of a plurality of spots and D position
data indicative of existing positions of the spots
in D server of the car navigation system in order
to display the plurality of spots corresponding to
the D name data on the screen;

receiving and instruction to register one of the
plurality of spots displayed on the screen as a
“memo position”;

obtaining D position data corresponding to the
designated spot from D server to be registered
according to the instruction in order to store the
D position data as D memo data; and

superimposing an icon on the map indicated by
the D position data of D memo data read from D
server when the map is displayed on the screen.

36



Comparison of constitution (1/2)

* Element A

Element A and the corresponding feature of D method are identical in that they both
are a control method for car navigation system that displays a map on a display screen.

* ElementB

Element B and the corresponding feature of D method are identical in that facility
data (D spot data) comprising display data (D name data) and coordinate data (D
position data) are stored in the car navigation system, and a plurality of service facilities
are displayed on the display screen in accordance with the display data (D name data).
* Element C

Element C and the corresponding feature of D method are_identical in that one of the

plurality of service facilities displayed on the display screen is designated in accordance
with the user’s instruction.
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Comparison of constitution (2/2)

 Elements D, E

Elements D and E and the corresponding features of D method are identical in that
coordinate data (D position data) corresponding to the service facility designated by the
user are read and stored as user registered data (D memo data).

Elements D and E specify that the coordinate data are read from the first memory
means and the user registered data are stored in the second memory means. Given
that the Specification illustrates the first and second memory means to be different
memories, Elements D and E differ from the feature of D method that all data are stored

in D server without a distinction between first and second memory means.

* ElementF

Element F and the corresponding feature of D method are identical in that a position
indicated by the coordinate data (D position data) is displayed by superimposing a
predetermined pattern (icon) on the map when the map is displayed on the screen.
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Commonalities and differences in constitution

* Elements A~C,and F

Elements A~C, and F are all identical to the corresponding features of D method.

* Elements D, E

Elements D, E specify that the coordinate data are read from the first memory means
and the user registered data are stored in the second memory means. And the
Specification gives separate examples for the first memory and the second memory. In
contrast, D method differs in that all data are stored in D server without a distinction
between first and second memory means.
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‘First, second memory means’ in Claim 1 are substantially identical to ‘D

server’ in D method

Q1) Should the first and second memory means in Claim 1 be construed to be limited to such
types as RAM, ROM, and CD-ROM, which are described in the Specification?

A1) That is not the case. The memory types recited in the Specification are only some of various
embodiments, and the memory means are not necessarily limited to those types. A method

wherein the memory means are located in D server and accessed through a remote connection as
in D method also falls within the scope of Claim 1.

GI'S Satellite

First Memory Means

Q2) Should the first memory means and
the second memory means be different
types of storage media?

A2) That is not the case. As illustrated in
the Specification, while first memory and
second memory means can be
differentiated at the hardware level, a
person skilled in the art can also consider
storing data in logically divided sections in
the same memory hardware. It is also
possible in D method to have first memory
means and second memory means in D

| Defendants car navigation

Second Memory Means

> P¥Hethod substantially comprises first and second memory means.
It constitutes literal infringement as all elements of Claim 1 are identical to the
corresponding features of D method. 20




If not identical, ‘first, second memory means’ and ‘D server’ are

equivalents (1/5)

* Standard for equivalents
(See the Supreme Court's Decision in Case No. 2007 Hu 3806, announced June 25, 2009)

Requirements for Doctrine of Equivalents:

(D: The problem-solving principle is the same as that of the patented invention (Same Problem-
solving Principle)

): The replacement results in virtually the same effect as the patented invention (Possibility of
Replacement)

(3: The replacement could have been easily conceived of by a skilled person in the art (Ease of
Replacement)

@): The alleged product had not been well known in the art or could not have been easily
conceived by a person of ordinary skill in the art at the time the patented invention was filed
(Exclusion of Prior Art)

(®: The replacement element included in the alleged product does not correspond to an element
that has been intentionally excluded from the claims of the patent during the prosecution of the
patent (File Wrapper Estoppel)
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If not identical, ‘first, second memory means’ and ‘D server’ are

equivalents (2/5)

* Same Problem-solving Principle (Requirement @)

"Determining whether the problem-solving principle applied in the two inventions is the same as
each other should involve analyzing the technical essence underlying the specific problem-solving
means of the patented invention in practical terms when comparing with prior art with reference
to the descriptions in the specification of the patented invention and well-known technology
available at the time the patented invention was filed, rather than selecting part of the elements
included in the claims merely as a matter of formality." (see the Supreme Court's Decision in Case
No. 2012 Hu 1132, announced July 24, 2014)

Requirement @D: Compared with the prior art (Cited Invention 1, which is directed to a
portable navigation apparatus for pedestrians) in light of descriptions in the
Specification (para [0009]) and publicly known technology, the core of the technical idea
behind the unique solution of the Subject Patent is the implementation of a power
backup system to keep the navigation system running even when the power source of
the system itself is shut off. In D method, D terminal has a power backup system as it is
installed inside a vehicle, and D server storing data also has a power backup system.

As such, Claim1 and D method share the same problem-solving principle.
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If not identical, ‘first, second memory means’ and ‘D server’ are

equivalents (3/5)

* Possibility of Replacement (Requirement 2))

“Whether two inventions have virtually the same effect should be determined with a focus on
whether the problem with prior art, which is resolved by the patented invention, is also resolved by
the accused product or the like. Thus, if the technical essence underlying the characteristic
problem-solving means of the patented invention as understood with reference to the descriptions
in the specification of the patent and the technology well known at the time the patent was filed is
also implemented in the accused product or the like, the two inventions should be found to have
virtually the same effect as each other.” well (see the Supreme Court's Decision in Case No. 2018
Da 267252, announced January 31, 2019).

Requirement 2): Claim 1 has the effect of keep the power supplied to the navigation
system without shutting off by implementing a power backup system. The navigation

system in D method also achieves the same effect.

As such, replacing first and second memory means with D server still achieves
substantially the same effect.
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If not identical, ‘first, second memory means’ and ‘D server’ are

equivalents (4/5)

* Ease of Replacement (Requirement (3))

Requirement 3): Although the embodiments in the Specification do not illustrate a
method wherein data are stored in a server, a person skilled in the art would have had

no particular difficulty in incorporating a server as the first and second memory means,

which are components of a car navigation system. Specifically, as of 2013 when D

method was first worked, it would not have been particularly difficult to store data in a
server and use the data using wireless communication because wireless communication
technology had made a significant progress. That is, a person of ordinary skill in the
relevant technical field could have easily conceived using a server in place of a memory.

As such, a person skilled in the art could have easily conceived replacing first and
second memory means with D server.
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If not identical, ‘first, second memory means’ and ‘D server’ are

equivalents (5/5)

* Exclusion of Prior Art/File Wrapper Estoppel (Requirement @), 5)

Requirement @): Defendant’s D method cannot be deemed to have been a publicly known
technology or a technology that a person skilled in the art could have easily conceived as of 2002
when the Subject Patent was filed (No supporting evidence).

Requirement (5): It cannot be deemed that the feature of using a server as in D method was
intentionally excluded during the prosecution of the Subject Patent. In response to the Examiner’s
rejection during prosecution, Plaintiff argued in the written opinion to the effect that unlike Cited
Invention 1 directed to a portable navigation apparatus for pedestrians, the claimed memory can
be supplied with power from a separate source even when the power source of the navigation
system is shut down. However, this cannot be regarded as an argument limiting the location where
some elements of the navigation system are installed.

As such, Defendant’s D method cannot be deemed to have been a publicly known
technology or intentionally excluded from the scope of the claims during the
prosecution of the Subject Patent.

= Requirements @ to &) for equivalents are all fulfilled. Since first, second memory
means in Claim 1 and D server in D method are equivalents, infringement is also
established under the doctrine of equivalents.
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4. Conclusion




Conclusion

* Defendant’s D method falls within the scope of Claim 1.

- Defendant’s D method constitutes literal infringement as its constitution is
substantially identical to that of Claim 1.

- Even if there is no literal infringement, Defendant’s D method constitutes
infringement under the doctrine of equivalents as its constitution is equivalent to
that of Claim 1.

* Defendant’s working of D method infringes Plaintiff’s Patent Right.
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1. Technical features of the patent at issue

in this case




1. Technical features of the patent at issue in this case

Mode of Operation of the Invention

para [0007]: “the display data indicative of a plurality of service facilities and the position coordinate data
indicative of the existing positions of the service facilities are previously stored in the first memory means.
By designating one of the plurality of service facilities ... by the operation, the coordinate data
corresponding to the designated one service facility is read out from the first memory means and the user
position is registered into the second memory means. ... the coordinate data which is stored as user
registered data is read out and the position indicated on the map by the coordinate data is superimposed
onto the map by a predetermined pattern and can be displayed on the screen.”

Effect of the Invention

para [0020]: “...by merely designating one of the plurality of service facilities displayed ... in accordance with
an operator input, the coordinate data corresponding to the designated one service facility is read out from
the first memory means and stored in the second memory means as user registered data. Each user,
therefore, can register the user position by a simple operation, even if each user does not know accurate
locations of service facilities...”

para [0015]: “... By storing longitude and latitude data and position display pattern data as facility data in a
CD-ROM, which is an inexpensive memory medium, and storing user registering data in rewritable RAM,
improved convenience and cost reduction can be both achieved.”

The technical feature tries to achieve cost reduction and improved convenience by registering the user’s
position by a simple operation and storing facility data in the comparatively lower priced first memory means
while storing user registered data in the comparatively more expensive second memory means.
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2. Comparison between the Claim 1

and D Method




2. Comparison between the Claim 1 and D Method

T 0 Wethos

A

Control method for car navigation system that
displays a map on a display screen, the method
comprising steps of:

reading, from first memory means in which facility
data comprising display data indicative of a plurality of
service facilities and coordinate data indicative of
existing positions of the service facilities have
previously been stored, the display data to display the
plurality of service facilities on the display screen;

designating one of the plurality of service facilities
displayed on the display screen in accordance with an
operation;

reading coordinate data corresponding to the
designated one service facility from the first memory
means;

storing the read coordinate data as user registered
data in second memory means;

displaying a position indicated by the coordinate data
read from the second memory means by
superimposing a predetermined pattern on to the
map when the map is displayed on the display screen

A control method for car navigation system
comprising a server and a terminal that displays a
map on a screen of D terminal, which includes:

holding D spot data including D name data
indicative of a plurality of spots and D position data
indicative of existing positions of the spots in D
server of the car navigation system in order to
display the plurality of spots corresponding to the
D name data on the screen;

receiving and instruction to register one of the
plurality of spots displayed on the screen as a
“memo position”;

obtaining D position data corresponding to the
designated spot from D server to be registered
according to the instruction in order to store the D
position data as D memo data; and

superimposing an icon on the map indicated by the
D position data of D memo data read from D server
when the map is displayed on the screen.
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2. Comparison between the Claim 1 and D Method

Claim elements A through C

While claim element A is the same for claim 1 and D Method in that they are both control methods for car

navigation system that displays a map on a display screen, claim 1 requires that all elements of the car

navigation system needs to be installed in the car and D Method has D terminal installed in the car but D
server is not.

Claim elements B and C are the same

Claim elements D, E

They both read the coordinate data and store them in user registered data or D memo data. However, claim
1 stores the facility data in the first memory means and user registered data in the second memory means,
but D Method does not differentiate between D spot data and D memo data when storing both data in the D
server.

Claim element F

They both displaying a position indicated by the coordinate data or position data by superimposing a

predetermined pattern or an icon on to the map when the map is displayed on the display screen, but claim 1
requires that the coordinate data be read from the second memory means while D Method reads the data

from the D server.
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3. Whether D Method infringes the patent

at issue




3-1. Literal Infringement

Claim 1 requires that all elements of the “car navigation system” be installed within the vehicle.
(Claim element A)

* Principle of Prosecution History Reference states one needs to consider the applicant’s statements
made during the prosecution in order to construe the claim terms, and this is applied the same
even when there was a statement of opinion by submitting a Written Opinion without any
reduction of the scope of claim (Sup. Court Decision 2014Hu638)

* |t is true that in the specification or the claims, the patented invention is not limited to a system
where all the features are installed inside the vehicle. However, on its Written Opinion submitted
during the prosecution, Plaintiff specifically stated “By providing this second memory means using
RAM that is backed up by being supplied with power from a battery even when the power source
of the system is shut down so as not to extinguish the data such as a user registration
flag(specification, [0009]), user registration data can be continuously stored and held even when
the power source is turned off, thus exhibiting an effect of improving convenience for users. Such
an effect can be obtained only because the system according to the invention of the application is
installed in the vehicle and constant power supply from a vehicle battery with a large capacity to
RAM is possible.”

e The aforesaid Written Opinion is filed by Plaintiff in response to the notice of reasons for rejection
by the examiner. Therefore, it should be regarded that Plaintiff tried to claim around the prior art
and purposely disclaimed a car navigation system with a part of the elements being installed
outside of the vehicle.
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3-1. Literal Infringement

Claim 1 requires that all elements of the “car navigation system” be installed within the
vehicle. (Claim element A)

* As seen above, the car navigation system according to the Patent at Issue should be
restrictively construed to only include the system that has all the features are
installed inside the vehicle.

* However, unlike the patented invention at issue, D method uses a car navigation
system that is markedly different from the patented invention and is comprised of
components that include 1) D terminal, which is found inside the vehicle, and 2)
Remote D server outside the vehicle, on which is stored facility data (D spot data)
and user registered data (D memo data) without any distinction as to the first
memory means or second memory means.
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3-1. Literal Infringement

‘First, second memory means’ in Claim 1 are not substantially identical to ‘D server’ in D
method(Claim elements D and E)

* Excerpts from the specification

Para [0009](embodiment): “... A user registration data table in which longitude and
latitude data and position display pattern data are stored as a pair for every address is
formed in the RAM 9 as shown in FIG.2.

Para [0010]: “For instance, a CD-ROM is used as an external memory medium. In
addition to the map data obtained by converting each point on the roads of the map
into digital values, service list display data,..... Which will be explained below, have also
previously been stored in the CD-ROM.”

para [0015]: “... By storing longitude and latitude data and position display pattern
data as facility data in a CD-ROM, which is an inexpensive memory medium, and storing
user registering data in rewritable RAM, improved convenience and cost reduction can
be both achieved.”

* In the patented invention, the “first memory means” and “second memory means” are
clearly distinguished, and the specification thereof also indicates to the effect that the
first memory means store facility data using low-cost media such as CD-ROM, while the
second memory means store user registered data with relatively higher-cost RAM to
improve performance.

58



3-1. Literal Infringement

‘First, second memory means’ in Claim 1 are not substantially identical to ‘D server’ in D
method(Claim elements D and E)

* However, through D method, spot data and memo data are not separately stored
but instead stored in D server, and therefore, it is difficult to expect lower cost
and greater convenience that can be enabled by Claim 1 of the patented
invention, and also D method is irrelevant to such technology.
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3-2. Doctrine of Equivalents

the D Server is not Equivalent to both the “First Memory Means" and the “Second
Memory Means" as per the Doctrine of Equivalents

e As stated above, the “first memory means” and “second memory means” in Claim 1 of
the patented invention are limitedly interpreted to use memory storages with separated
functions for cost reduction and the improvement of system performance. This suggests
that the core of the technical idea, which is the basis of solutions specific to the
patented invention, is to separate memories to store facility data and user registered
data to comprise system at a low cost and improve convenience in usage.

* However, through D method, spot data and memo data are not separately stored but
instead stored in D server, and therefore, it is difficult to expect lower cost and greater
convenience that can be enabled by Claim 1 of the patented invention, and also D
method is irrelevant to such technology.

* Therefore, it is difficult to deem that both inventions’ principle to solve a problem is
identical, because of the differences identified in the core of the technical ideas.

* Insum, it does not seem that the compositions of Claim 1 of the patented invention
(data is stored and read in the first memory means and second memory means) and that
of D method (data is stored and read in D server) are equivalent.
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4. Conclusion




4. Conclusion

* Claim 1 of the patent at issue requires that all elements of the car navigation
system be installed in the vehicle, however, Defendant’s D Method hasa D
server provided outside of the vehicle, and claim 1 requires that the first and
second memory means be differentiated in terms of their hardware in order to
achieve cost reduction and convenience, but Defendant’s D Method utilizes D
server which does not differentiate in terms of hardware, therefore, D Method
does not literally infringe Claim 1 of the patent at issue.

* Plaintiff asserts that Claim 1 of the patent at issue is infringed under doctrine of
equivalents but Claim 1’s first and second memory means and D Method’s D
server do not share the same principle for solving the problems, therefore D
Method does not infringe Claim 1 under doctrine of equivalents either.

Plaintiff’'s claims should all be denied.

62
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About the Expert witness




About the Expert witness

1. Please tell us about your education and professional career, the topic for
your thesis, and your main research area.
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About the technical field of the Invention




About the technical field of the Inventions

1. Could you tell us briefly about the overall gist of the Invention and the
features of Claim 1?

2. When considering the level of car navigation technology publicly known
as of the filing date of the Invention (September 25, 2002) in light of the
descriptions of the prior art in the specification of the Patent (paragraphs
[0003] to [0005], [0009]) as well as the prior art references cited during the
prosecution of the Patent, what do you think is the distinctive feature of
Claim 1 compared to the publicly known technology?
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About the technical field of the Inventions

3. What are the technical differences between ROM, RAM, and CD-ROM,
the storage media described in the specification of the Invention?

4. As of the filing date of the Invention (September 25, 2002), what types
of memory could a person skilled in the art envisage as 'first and second
memory means' of Claim 1? Can we say that the first and the second
memory means necessarily refer to different types of memory in terms of
hardware?
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About Defendant’s method




About Defendant’s method

1. Could you tell us briefly about the characteristics of Defendant's service
you have noted?

2. What is the technical feature of Defendant's service in comparison with
the Invention you have understood?
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About Defendant’s method

3. (Regarding the picture below) it is shown that in Defendant's service, D
server stores both spot data (hame data, position data) and memo data.
Can it be deemed that these data are stored without any distinction?

4. At the time Defendant's service was first offered (September 25, 2013),
was the technology by which an electronic device receives and uses data
stored in a remote server in general use? Was such technology also in use
at the time the Invention was filed?
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About the comparison of constitution
between the Invention and Defendant’s
method




About the comparison of constitution between the Invention and

Defendant’s method

1. Summarizing what you have told us, what do you think is the biggest
difference between the Invention and Defendant's service?

2. (Associated with Question No. 1) Can the difference be deemed
relevant to the distinguishing feature of the Invention in comparison with
the prior art?

3. (Associated with Question No. 2) From the perspective of a person
skilled in the art, would it have been difficult at the time Defendant's
service was first offered (September 25, 2013) to conceive a system where
data is stored in a server instead of internal/external memory of an
electronic device in view of the Invention?
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About the Expert witness




About the Expert witness

1. Please tell us about your education and professional career, the topic for
your thesis, and your main research area.
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About the technical field at the time of

application of the patent at issue




About the technical field at the time of application of the patent at issue

1. The specification of the patent at issue describes one embodiment using
CD-ROM for first memory means and RAM for second memory means.
What were the pros and cons of using CD-ROM and RAM at the time of the

application of the patent at issue around September of 2002?

2. How were the car navigation systems’ memory capacity during the time
around the application date of the patent at issue?
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About the technical field at the time of application of the patent at issue

3. Do you remember what the RAMs capacity and price around the
application date of the patent at issue?

4. If so, if a car navigation system had around 3 GB in RAM composed of
512MB DDR RAMs for the first memory means, it would have cost about
60,000 yen, correct?
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Technical features of the invention at issue




Technical features of the invention at issue

1. Have you reviewed the patent at issue?

2. Could you briefly explain what you believe is the main technical feature
of the invention at issue?
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About the comparison between

the Invention and Defendant’s method




About the comparison between the Invention and Defendant’s method

1. Have you reviewed the D Method?

2. What do you think is the main technical difference between the
invention of the patent at issue and the D Method?
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1. Calculation of Damages and Treble Damages




Calculation of Damages

Pursuant to Article 128 of the Korean Patent Act,
amount of damages may be calculated via following methods.

! Plaintiff’s Lost Profits

71 Defendant’s Profits from Infringing Act

=] Ordinary Royalties

! Decision by Court Discretion

89



Treble Damages

Background

* Actual damages awarded for patent infringement often have not been high enough to
effectively discourage such infringement.

Article 128, Paragraphs 8 and 9 of the Korean Patent Act

* Courts are authorized to award damages of up to three times the amount of actual damages for
intentional acts of infringement (Article 128, Paragraph 8 of KPA)

* Factors for calculating amount of treble damages (Article 128, Paragraph 9 of KPA)

(i) whether the infringer has a dominant position;

(ii)  whether the infringer knew the act of infringement would cause harm to a
patent owner, or intended such harm;

(iii)  the significance of any such damages;

(iv) the economic benefits to the infringer from the infringement;

(v) how frequently and how long the infringing activity was committed, etc.;

(vi) the amount of fine for the infringing activity;

(vii) the infringer's financial status; and

(viii) what efforts the infringer has made to reduce the harm to the patent owner.
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Effective Date of Treble Damages Provision

Treble Damages Provision applicable beginning on July 9, 2019, the date
Amendments to the Korean Patent Act became effective.

 Addendum

Article 3 (Applicability of Claim for Damages): The amended provisions of
Article 128 Paragraphs 8 and 9 shall apply beginning with the first act of
violation committed after this Act enters into force.

Pursuant to Article 3 of the Addenda, Treble Damages is applicable to
patent infringements which occur after July 9, 2019, the date Amendments
to the Korean Patent Act went into effect.
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2. Calculation of Damages to Plaintiff




Calculation of Amount of Damages

via ‘Defendant’s profit from infringing act’ Method

Plaintiff’s Loss = (Defendant’s Total Amount of Sales resulting from Defendant’s
infringing acts) * (Marginal Profit Rate) * (Contribution Rate)

Based on the materials submitted at the Order to Submit Materials, the calculation of total sales
amount and marginal profit rate for Defendant’s vehicles which adopted the D Method is as
follows:
*Sales price of one vehicle utilizing the D Method: KRW 50 million
*Number of vehicles sold which adopted the D method: 1 million in total

- Prior to treble damages taking effect (Sept. 25, 2013 ~ July 8, 2019): 0.9 million

- After treble damages went into effect (July 9, 2019 to present): 0.1 million

*Total Sales Amount
- Prior to treble damages taking effect (Sept. 25, 2013 ~ July 8, 2019):
KRW 50 million x 0.9 million vehicles sold = KRW 45 trillion
- After treble damages went into effect (July 9, 2019 ~ present):
KRW 50 million x 0.1 million vehicles sold = KRW 5 trillion

*Marginal Profit Rate: 25%
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Contribution Rate

For automobiles, if the utility (role) and the price of a navigation is considered, the
contribution rate of Plaintiff’s navigation product for vehicles must be recognized to be 5%.

Supreme Court Decision 2002 Da 18244 rendered June 11, 2004

“In cases where infringement of copyright involves a part or parts of a product, the entire profit
gained from producing or selling that product cannot be deemed profit gained from the infringing act.
For the entire profit gained by the infringing party from producing or selling the product, the
contribution rate (degree of contribution) of the part(s) involved in the infringement of the subject
copyright has to be determined, and based on that contribution rate, derive the amount of profit
gained from the infringing act. In assessing such contribution rate, the integrality, importance, price
ratio, and quantitative ratio, etc. of the infringement-related parts of the product have to be
comprehensively considered.”

e Contribution Rate: 5%
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Applicability of Treble Damages to Defendant’s Act of Infringement

* Intentional act or recognition of potential damages by the Defendant:
Infringement continued despite the warnings from the Plaintiff

* Damages suffered by the Plaintiff due to Defendant’s act of infringement:
Reduction in the number of Plaintiff’s vehicles sold

* Profit gained by the Defendant from its act of infringement:
Profit generated from selling 1 million vehicles

* Duration/frequency of infringement: As much as 1 million vehicles
produced/sold over a period of approximately 6 years

* Defendant’s financial status: Defendant qualifies as a major company

* Level of Defendant’s effort towards relief: Defendant did not cease its
infringing act nor tried to settle with the Plaintiff, but simply continues to
deny its act of infringement.

= Thus, since Defendant’s act of infringement on Plaintiff’s patent rights

can be deemed intentional act of infringement, treble damages must be
applied to infringements which took place after July 9, 2019.
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Amount of damages suffered by the plaintiff (Treble damages applied)

* Plaintiff’s Loss 1 (prior to treble damages taking effect)

= Defendant’s Total Sales Amount (900,000 x KRW 50,000,000)
x Marginal Profit Rate (25%) x Contribution Rate (5%)
KRW 562.5 billion

* Plaintiff’s Loss 2 (after treble damages went into effect)

= Defendant’s Total Sales Amount (100,000 x KRW 50,000,000)
x Marginal Profit Rate (25%) x Contribution Rate (5%)
KRW 62.5 billion

* Plaintiff’s final amount of damages = Loss 1 + (Loss 2 x 3)
= KRW 562.5 billion + KRW 187.5 billion = KRW 750 billion
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3. Conclusion




Conclusion

* The amount of profit gained by the Defendant from its infringing act may be
assumed as the amount of loss suffered by the Plaintiff.

* Since Defendant’s act of infringement qualifies as an intentional act of
infringement, the treble damages provision must be applied.

* When treble damages is applied, the amount of profit unlawfully gained by the
Defendant from selling its automobiles which adopted the D Method, in total, is
KRW 750 billion.

* Defendant must indemnify the Plaintiff with the payment in the amount of KRW
750 billion.
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l DECISION OF PKID

Case No.: 2019GAHAP1234 Injunction against infringement(Patent)

Plaintiff: Pony Corporation

Counsels for the Plaintiff Sang—-Wook HAN of KIM & CHANG
Defendant: Donkey Corporation

Counsels for the Defendant Hoodong LEE of BAE, KIM & LEE, LLC.
Date of Closing Argument: September 1, 2019

Decision Date: September 25, 2019
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l DECISION OF PKID

ORDER
1. The plaintiff’s petition is dismissed.
2. The cost arising from this litigation shall be borne by the
plaintiff.

PLAINTIFF'S DEMAND
[i] Injunction of use of D method and manufacturing and
lease or offer for lease of D terminal;
ii] Destruction of D terminal and any media recorded on D
server program;
jii] Payment of 1 billion yen (10M USD) for damages
equivalent to royalty
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l DECISION OF PKID

OPINION

1. Basic Facts
A. Plaintiff’s Subject Invention at Issue (Pat. No. 20190925)
B. Defendant’s Product

2. Parties’ Argument
A. Plaintiff

The defendant’s D method includes all of the elements identical or
equivalent to those of the patented invention, thereby being within the
scope of the rights thereof. The allegedly infringing invention includes
all of the elements of claim 1, thereby being within the scope of the
rights of claim 1 of the patented invention.

B. Defendant
The defendant’s D method has some elements of the car navigation
system in a remote server and does not distinguish between the first
and second memories, which makes the method different from the

patented invention, thereby not falling within the scope of the rights
thereof.
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DECISION OF PKID

3. Whether the Product Practiced by Defendant Falls within the Scope of Rights
of the Patented Invention
A. Element—-by—-element Comparison

Element Claim 1 D method
Control method for car navigation system that A control method for car navigation system comprising
1 displays a map on a display screen, the method a server and a terminal that displays a map on a screen
comprising steps of: of D terminal, which includes
reading, from first memory means in which facility
holding D spot data including D name data indicative
data comprising display data indicative of a plurality of
of a plurality of spots and D position data indicative of
service facilities and coordinate data indicative of exist
2 existing positions of the spots in D server of the car navi
ing positions of the service facilities have
gation system in order to display the plurality of spots co
previously been stored, the display data to display the
rresponding to the D name data on the screen,;
plurality of service facilities on the display screen
designating one of the plurality of service facilities disp
receiving an instruction to register one of the plurality of
3 layed on the display screen in accordance with an op
spots displayed on the screen as a "memo position™;
eration;
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DECISION OF PKID

erimposing a predetermined pattern on to the map

when the map is displayed on the display screen.

Element Claim 1 D method
reading coordinate data corresponding to the desi
) - ) obtaining D position data corresponding to the designa
4 gnated one service facility from the first memory
ted spot from D server to be registered according to th
means;
e instruction in order to store the D position data as
storing the read coordinate data as user registered
5 D memo data;
data in second memory means; and
displaying a position indicated by the coordinate
and superimposing an icon on the map indicated by
data read from the second memory means by sup
(5) the D position data of D memo data read from D server

when the map is displayed on the screen.

M first memory

O facility data

= display data + coordinate data
Bl second memory

O coordinate data — user registered data

H D server
O spot data = name data + position data
H D server

QO position data — memo data
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DECISION OF PKID

B. Literal Infringement
e Element1 ~ 3, SAME

 Elements 4, 5 and the corresponding element of D method have some in
common in that coordinate data corresponding to the designated service
facility is read out and stored as user registered data (D memo data).
However, claim 1 stores facility data including coordinate data in the first
memory means and the user registered data in the second memory means
whereas D method stores D spot data and D memo data all in D server.

 Element 6 and the corresponding element of D method are the same in that
a position indicated by the coordinate data is displayed by superimposing a
predetermined pattern or an icon when the map is displayed on the display
screen. However, the coordinate data is read from the second memory
means under claim 1 while D method reads the data from D server. This is
because the elements 4 and 5 store user registered data (D memo data) in
different locations.
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l DECISION OF PKID

B. Literal Infringement

» Whether the plaintiff deliberately excluded the technology for installing some
composition of the car navigation system remotely from the scope of the
rights of the patented invention.(Prosecution history of application)

- “In view of the circumstances below, however, the car navigation
system of claim 1, instead of being construed to be limited to the
installation of all elements of the system in the vehicle, includes the
composition where some elements are remotely connected as D
method if external power besides the power of the system itself can
be supplied”

» Whether the plaintiff deliberately excluded the remotely installed memory from
the scope of the rights of the patented invention

* the first memory means included in claim 1 cannot be limited to
portable storage medium such as CD—ROM.
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l DECISION OF PKID

B. Literal Infringement

» As described above, claim 1 includes not only a composition in
which memory is installed in a vehicle but also a composition in
which memory is installed remotely. The defendant’s D method,
however, does not distinguish the memory provided in the
remote server by function while claim 1 distinguishes between
the first and second memories and the functions thereof.
As such, there is a difference in composition and thus the

defendant’s D method is not literally included in the scope of the
rights of the patented invention.
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C. Infringement under Doctrine of Equivalents

D method, however, stores spot data and memo data all in D server
without distinguishing where each data is stored. Thus, it is difficult to
expect cost reduction and convenience as in claim 1 from the method.
D method is not relevant to the technology that constitutes an
economical system by distinguishing the first and second memories and
only relates to the technology to install the memory in a remote server.

Therefore, since the two inventions are different at the core of the
technical idea, it is difficult to believe that the principles to solve the
problem are the same. As a result, the composition of storing and
reading data in the first and second memory means under claim 1 and
the composition of storing and reading data in D server under D method
are not in an equivalent relationship.
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D. Summary of Analysis

The defendant’'s D method does not have elements literally identical

to or in an equivalent relationship with the patented invention, thereby
not being within the scope of the rights of the patented invention.

4. Conclusion

The defendant’'s D method does not infringe the patented invention,

and the plaintiff’'s claim based on a different premise is without merit
and therefore dismissed as ordered.
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