System of [P-related Litigation

For IP-related litigation, which requires specialized, technical knowledge, the following system

has been adopted in order to conduct proceedings properly.

Definition of IP-related Litigation

IP-related litigation can be roughly divided into two types: IP-related civil cases and suits

against appeal/trial decisions made by the JPO.
(1) IP-related civil cases

IP-related civil cases include cases where a claim is filed for damages or an injunction against
an act of infringement of the following rights: a patent, utility model right, design right, trademark
right; the rights specified in the Copyright Act, namely, rights of authors, right of publication, and
neighboring rights; a layout-design exploitation right for semiconductor integrated circuits specified
in the Act on the Circuit Layout of a Semiconductor Integrated Circuits; or a breeder's right
specified in the Plant Variety Protection and Seed Act. Cases in which a claim is filed for damages
or an injunction against an act of infringement of business interests as a result of unfair competition
specified, as well as cases where a claim is filed for the employer's payment of value for an employee
invention or device, are also included.

Usually, the first instance for a civil lawsuit is filed with a district court if the value of the
subject matter of litigation exceeds 1.4 million Japanese yen and with a summary court if the
value of the subject matter of litigation is not more than 1.4 million Japanese yen. Most of the first
instances of IP-related civil cases are handled by district courts. Since Japan has adopted the three-
tiered judicial system, which allows either party to a lawsuit who is dissatisfied with a judgment to
seek further proceedings and trials up to three stages in principle, a party who is dissatisfied with
the judgment handed down by a district court for the first instance with regard to the court's fact
finding or interpretation of law may file an appeal with a high court. A dissatisfied party may file a
final appeal or a petition for acceptance of final appeal with the Supreme Court on a question of law
against the judgment of a high court. In this respect, there is no difference between IP-related civil

cases and other civil cases.
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The Front Entrance of the IP High Court
(FEAEFHAO)
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( 2) Suits against appeal/trial decisions made by the JPO

With regard to a patent, utility model right, design right or trademark right, these rights arise
upon registration at the JPO. An applicant who is dissatisfied with a JPO examiner's decision of
refusal or an interested person who seeks to invalidate the registration of such rights may file
a request for a trial with the JPO. In the case where the JPO makes a decision in such trial, the
applicant or the person who is dissatisfied with the JPO decision may file an administrative suit to
seek the rescission thereof. This is called a suit against appeal/trial decision made by the JPO.

Suits against appeal/trial decisions made by the JPO are under the exclusive jurisdiction of the
Tokyo High Court (Article 178, paragraph (1) of the Patent Act, etc.). These suits shall be handled
by the Intellectual Property High Court, which is a special branch of the Tokyo High Court (Article
2, item (ii) of the Act for Establishment of the Intellectual Property High Court). A party who is
dissatisfied with a judgment handed down by the Intellectual Property High Court may file a final
appeal with the Supreme Court.

Unlike an ordinary lawsuit, proceedings at a district court are omitted in the case of a suit
against appeal/trial decision made by the JPO. This is because the JPO trial procedure is conducted
as quasi-judicial proceedings, which require a high level of fairness similar to that required in

judicial proceedings, and also because the JPO makes decisions based on specialized, technical

knowledge possessed by the JPO.

Examination by a Panel

(RIS DER)

Discussion by a Panel

(BHEFICLB5FR)
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Proceedings where one of the
parties appears in court
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HERTY)

Proceedings without the
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(BEICLDEMBFR - WHYEE
T HEEE!)

A web conference system (a system for video calling via an ordinary internet connection, which enables real time
communications by means of not only audio and video but also texts and files) is available on an as-needed basis in
proceedings to arrange issues and evidence. There are two types of proceedings using this system: proceedings where
one of the parties appears in court (Upper Photo); and proceedings without the appearance of the parties (Lower Photo)
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Jurisdiction over IP-related Litigation

(1) IP-related civil cases

Some of the IP-related civil cases, namely, actions relating to patents, etc. (so-called technology-
related actions relating to patent rights, utility model rights, layout-design exploitation rights for
semiconductor integrated circuits, or the rights of authors for a computer program work), need to
be handled by a court that has a well-established sector for specialized proceedings, due to the
specialized and technical nature of such cases.

For this reason, such actions relating to patents, etc. are under the exclusive jurisdiction of the
Tokyo District Court or the Osaka District Court, both of which have divisions specialized in IP-
related civil cases (Article 6 paragraph (1) of the Code of Civil Procedure). Any appeal against
decisions of those courts shall be handled by the Intellectual Property High Court (Article 6,
paragraph (3) of the Code of Civil Procedure, Article 2, item (i) of the Act for Establishment of the
Intellectual Property High Court).

Among IP-related civil cases, so-called non-technology-related actions relating to design rights,
trademark rights, the rights of authors (excluding the rights of authors for a computer program work),
publication rights, neighboring rights, or breeder's rights; or infringement of business interests caused
by unfair competition, are under the jurisdiction of fifty district courts located throughout Japan while
the Tokyo District Court or the Osaka District Court concurrently has non-exclusive jurisdiction. Any
appeal against decisions of those courts will be under the jurisdiction of one of the eight high courts
located throughout Japan, that corresponds to the district court in charge of the first instance. The
Intellectual Property High Court will be in charge of any case that is under the jurisdiction of the Tokyo
High Court (Article 2, item (i) of the Act for Establishment of the Intellectual Property High Court).

(2) Suits against appeal/trial decisions made by the JPO

Any suit against appeal/trial decisions made by the JPO that is under the exclusive jurisdiction
of the Tokyo High Court will be handled by the Intellectual Property High Court (Article 2, item (ii)
of the Act for Establishment of the Intellectual Property High Court).

(3 ) Other cases

Cases other than those mentioned in (1) and (2) that are to be handled by the Intellectual Property
High Court include any civil lawsuit or administrative lawsuit under the jurisdiction of the Tokyo
High Court that requires specialized knowledge on intellectual property in order to examine major
issues (Article 2, item (iii) of the Act for Establishment of the Intellectual Property High Court).

It should be noted that the Intellectual Property High Court and the intellectual property
divisions in other courts do not handle any criminal case such as a case involving an offense of

infringing an intellectual property right.
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Jurisdiction over IP-related Litigation

Suits against Appeal / Trial

IP-related Civil Cases Decisions made by JPO

Supreme Court Supreme Court

Final Instance Final Instance

High Court with

Jurisdiction over the Area

IP High Court IP High Court

where the Court of
the First Instance is Located

Second Instance First Instance
Cases Handled by Cases Handled by
the District Courts the District Courts
Located within the Located outside
Territorial the Territorial
Jurisdiction of Jurisdiction of
Tokyo High Court Tokyo High Court

Tokyo / Osaka

Tokyo / Osaka District Court or Japan Patent Office

District Court Any Other District Courts
in Japan

First Instance Appeal / Trial Decision
s N e N
(Technology-Related Cases) (Non-Technology-Related Cases) * Patent Rights
* Patent Rights * Design Rights - Utility Model Rights
- Utility Model Rights * Trademark Rights * Design Rights
- Layout-Design Exploitation + Copyrights (excluding Rights of * Trademark Rights
Rights for Semiconductor Authors for a Computer Program
Integrated Circuits Work)
- Rights of Authors for * Breeders’ Rights
a Computer Program Work * Infringement of Business Interests
N~ < caused by Unfair Competition
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Organizational Structure of
the Intellectual Property High Court

(1) The Intellectual Property High Court has been designated as a special branch of the Tokyo High
Court and is recognized to have unique power over certain judicial administrative tasks, such as
assignment of court cases, which are closely related to the exercise of its special functions. In this
way, the Intellectual Property High Court is considered to have a higher level of independence in

comparison with other ordinary branches of high courts.

(2) The Intellectual Property High Court consists of the Litigation Department, which comprises
four ordinary divisions and the Special Division (Grand Panel), and the IP High Court Secretariat,

which is in charge of administrative affairs.

(3) The Intellectual Property High Court consists of the Chief Judge, other judges, judicial research
officials dealing with IP cases, court clerks, and court secretaries. Technical advisors may also be
involved in IP cases as part-time officials on a case-by-case basis.

The judges are legal experts, appointed from among those who have passed a bar exam and
completed the required legal apprenticeship in principle. On the other hand, judicial research
officials and technical advisors consist of those who have specialized knowledge on technical fields

(please refer to Chapter V).

4) In principle, the Intellectual Property High Court handles cases through a panel of three judges
(Article 18 of the Court Act). In addition, the Intellectual Property High Court may handle the
following cases through a panel of five judges (Grand Panel), : any appeal against a decision on
actions relating to patents, etc. (technology-related actions relating to patent rights, utility model
rights, layout-design exploitation rights for semiconductor integrated circuits, or rights of authors
for a computer program work.), which is under the exclusive jurisdiction of the Tokyo High Court,
as well as any suit filed against appeal/trial decision made by the JPO with regard to a patent or
utility model (Article 310-2 of the Code of Civil Procedure, Article 182-2 of the Patent Act, Article
47, paragraph (2) of the Utility Model Act). This is a system established to conduct proceedings with
greater care for cases which require highly specialized technical knowledge and also for those the
outcome of which would give great impact on business activities and the industrial economy. For
this reason, when a case is to be handled by a Grand Panel, the four presiding judges from each of
the four ordinary divisions are taken on as members of the panel in practice.

The Intellectual Property High Court maintains the consistency of its legal interpretation by the

Grand Panel System.
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