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I Chief Judge's Greeting

The Intellectual Property High Court was established
on April 1, 2005, as a court "specializing in intellectual
property cases for the purpose of ensuring more effective
and expeditious trial proceedings in intellectual property
cases." This year marks its 17th anniversary.

IP-related lawsuits brought to court in recent years have
become increasingly complex and difficult due to the rising
number of cross-border IP disputes and cases requiring
high level expertise along with the rapid advancement of
technology and the globalization of economic activities.

Meanwhile, the global spread of COVID-19 has been

causing significant changes to the social and economic

situation as it has led to the rapid diffusion of remote

working and teleworking, urged people to adapt to a new
way of living, and encouraged the introduction of new business models in response to these changes
in workstyle and lifestyle.

Under such circumstances, we believe that the Intellectual Property High Court has the mission
to handle individual cases properly and promptly through substantial proceedings and render high-
quality judgments on those cases, while meeting the needs of the new era.

As part of the initiative for the introduction of information technology in court proceedings of
civil cases, we have started to use a web conferencing system in proceedings to arrange issues and
evidence. In this initiative, we aim at ensuring more efficient and substantial proceedings with the
use of IT tools, and improving the litigation practices.

On the Intellectual Property High Court website, we publish court decisions and provide
information that may be helpful for the operation of IP-related litigation, such as guidelines for
court proceedings. In addition, the Intellectual Property High Court holds a Judicial Symposium
on Intellectual Property on an annual basis in collaboration with related organizations, inviting
judges and lawyers from the United States, Europe, East Asia, and ASEAN countries, in order to
discuss court decisions and recent topics regarding global IP disputes. Through this symposium, we
disseminate information concerning the IP judicial system of Japan and decisions globally, and also
provide the latest information concerning the IP judicial systems of foreign countries.

We will make our best effort to realize an IP judicial system deserving of the trust of the

international community. We appreciate your continued support.

OTAKA Ichiro
Chief Judge
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IF Outline and History

Japanese courts have worked for many years to establish a specialized system to handle cases
related to IP rights ("IP-related case(s)") with expertise. The Intellectual Property High Court and
the Intellectual Property Divisions in other courts have evolved to their current states through a

series of steps, the most significant of which are set out below.

Purpose of the Act for Establishment of the Intellectual
Property High Court

The Intellectual Property High Court was established on April 1, 2005, under the Act for
Establishment of the Intellectual Property High Court.

As the use of intellectual properties in Japanese economy and society increased and the
awareness of the importance of the role of judiciary in intellectual property protection grew, the Act
for Establishment of the Intellectual Property High Court was enacted for the purpose of further
increasing the effectiveness and efficiency of court proceedings for IP-related cases and further

enhancing the specialized judicial system by establishing a court specially for IP-related cases.

History of the Establishment of
the Intellectual Property High Court

(1) Intellectual Property Divisions of the Tokyo High Court

Before the establishment of the Intellectual Property High Court, IP-related cases were dealt by
specialized divisions in the Tokyo High Court which had been introduced in the following way.

The 1948 amendment to the Patent Act vested in the Tokyo High Court the exclusive jurisdiction
over newly introduced appeal proceedings against a decision of the Japan Patent Office“JPO”. This
led to the creation of the 5th Special Division in November 1950, which handled all IP-related cases
in the Tokyo High Court alongside general civil appeal cases.

In March 1958, an IP specialized division, which handled only IP-related cases, was established
as one of the civil divisions of the Tokyo High Court to replace the 5th Special Division. The number
of such specialized divisions eventually increased to four. The Grand Panel system was introduced by
the Act for Partial Revision of the Code of Civil Procedure, etc., which came into effect on April 1,
2004. The Grand Panel consists of five judges who can hear actions relating to patents, etc (so-called
technology-related actions. Please refer to Chapter III 2(1) for detailed definition.). At the same time,
the 6th Special Division was created within the Tokyo High Court to handle those Grand Panel cases.



BREE - Ynoe

T E OB TIE, W <A S EHBEAARFEOEF R LIAR ZME LTI I L
720 JNEIE RE RSB IT R0 £ DM OB O FIR M EHEER A, BUEDLICEL L TOER
FEREIE, ROEBY EhoTVET,

JET R 5 2 R 1 0 FL Y

WYY PE R A FCHIT L, PR IT4E4 A 1 B, MR e s S B i ik B R I D W Tk
EInFE L7,

SR RE R R E L, BRAEORFHZITB VT, MM EDOIEHSERET S
DI, ZOREICH L CRIEDOR T REFRFDPLVEE LD DL > T0EH LEDB]
REBE 2T MM EICET 2oV ToORK OB OFE K AL E X 5 720,
S RE (B 2 FiE 2 BT ICHL ) )0 BRI 2 5l L, BRI BT O M 9 AL B AR 2 —
JBRESE, BMidTsrZE2HMELLDDOTY,

JETV PR 1 S R T A ST D T

(1) REREFHHIFTOXAIERER

TR RE R SR 2SR S B DI, BRGRSFECHIFT oIz, Jnn I e M B AR
HCD ) EPERAER T ST E Lz,

AR 234EDRFFHEOYIEIC X 0, HTR S % SR e
Bl T RUBUEFRTESED LN L 2T L LT,
9, MM EEBRRFG LIS EOMIERIELI L LE
D, BRFI254E 11 AL, FrM EMERIR SR oL L LT,
B SRR SR SN E L72e WFIS34E3 H, B 5HAEICAL
2T, WHRESEHPT O RFLEFE IO, HIY I EHER R
2T 2R ) BPERAE NS L HICRY, Z0%, 2
DHEMFIIAPIICHE R F L7z T2, PH164E4 H 1 HICHE
TEINT-REFBDESO -2 GIETHERICEY, HiriE
FICBTEHZ (VDO LEMBOFFRZ) I2OWT, 5%
HEIC L B RAHRBAEA S, FOHEIERDFRL SN F L7 Entrance (EF9)




p

m Outline and History

(2) The Act for Establishment of the Intellectual Property High Court

Amid the lingering slow economy, there has been increasing awareness in Japan that it is
necessary to revitalize the Japanese economy by promoting the creation, protection and use of
intellectual property at a national level. With this background, the Justice System Reform Council
released an opinion paper in June 2001 which recommended reforms of various court procedures,
including those related to cases which require expertise for the purpose of "Enhancement of
Comprehensive Measures for IP-related Cases”. Furthermore, the Intellectual Property Policy
Outline published in July 2002 covered various issues, including a suggestion for the creation
of exclusive jurisdiction of the Tokyo District Court and the Osaka District Court, so that the
specialized IP divisions in those courts can substantively and collaboratively function as an
independent 'patent court'.

Such presentation of recommendations and issues has led to the discussions on the possibility
of creating the Intellectual Property High Court from the perspective of enhancing the function
to resolve dispute of litigation related to IP right ("IP-related litigation"). In June 2004, the Act
for Establishment of the Intellectual Property High Court was established. Under said Act, the
Intellectual Property High Court was created on April 1, 2005, as a special branch of the Tokyo
High Court. In conjunction with this, the four specialized divisions for IP-related cases and the
6th Special Division that used to belong to the Tokyo High Court were turned into four ordinary
divisions and the Special Division of the Intellectual Property High Court.

Intellectual Property Divisions in Other Courts

In 1961, a special division which handled all IP-related cases as well as general civil cases was
established within the Tokyo District Court. In 1964, such a division was also established in the
Osaka District Court. Currently, the Tokyo District Court has four divisions which specialize in IP-
related cases, and the Osaka District Court has two such divisions. Also, the Osaka High Court has

one division which handles all IP-related cases in the high court as well as general civil cases.
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System of [P-related Litigation

For IP-related litigation, which requires specialized, technical knowledge, the following system

has been adopted in order to conduct proceedings properly.

Definition of IP-related Litigation

IP-related litigation can be roughly divided into two types: IP-related civil cases and suits

against appeal/trial decisions made by the JPO.
(1) IP-related civil cases

IP-related civil cases include cases where a claim is filed for damages or an injunction against
an act of infringement of the following rights: a patent, utility model right, design right, trademark
right; the rights specified in the Copyright Act, namely, rights of authors, right of publication, and
neighboring rights; a layout-design exploitation right for semiconductor integrated circuits specified
in the Act on the Circuit Layout of a Semiconductor Integrated Circuits; or a breeder's right
specified in the Plant Variety Protection and Seed Act. Cases in which a claim is filed for damages
or an injunction against an act of infringement of business interests as a result of unfair competition
specified, as well as cases where a claim is filed for the employer's payment of value for an employee
invention or device, are also included.

Usually, the first instance for a civil lawsuit is filed with a district court if the value of the
subject matter of litigation exceeds 1.4 million Japanese yen and with a summary court if the
value of the subject matter of litigation is not more than 1.4 million Japanese yen. Most of the first
instances of IP-related civil cases are handled by district courts. Since Japan has adopted the three-
tiered judicial system, which allows either party to a lawsuit who is dissatisfied with a judgment to
seek further proceedings and trials up to three stages in principle, a party who is dissatisfied with
the judgment handed down by a district court for the first instance with regard to the court's fact
finding or interpretation of law may file an appeal with a high court. A dissatisfied party may file a
final appeal or a petition for acceptance of final appeal with the Supreme Court on a question of law
against the judgment of a high court. In this respect, there is no difference between IP-related civil

cases and other civil cases.
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( 2) Suits against appeal/trial decisions made by the JPO

With regard to a patent, utility model right, design right or trademark right, these rights arise
upon registration at the JPO. An applicant who is dissatisfied with a JPO examiner's decision of
refusal or an interested person who seeks to invalidate the registration of such rights may file
a request for a trial with the JPO. In the case where the JPO makes a decision in such trial, the
applicant or the person who is dissatisfied with the JPO decision may file an administrative suit to
seek the rescission thereof. This is called a suit against appeal/trial decision made by the JPO.

Suits against appeal/trial decisions made by the JPO are under the exclusive jurisdiction of the
Tokyo High Court (Article 178, paragraph (1) of the Patent Act, etc.). These suits shall be handled
by the Intellectual Property High Court, which is a special branch of the Tokyo High Court (Article
2, item (ii) of the Act for Establishment of the Intellectual Property High Court). A party who is
dissatisfied with a judgment handed down by the Intellectual Property High Court may file a final
appeal with the Supreme Court.

Unlike an ordinary lawsuit, proceedings at a district court are omitted in the case of a suit
against appeal/trial decision made by the JPO. This is because the JPO trial procedure is conducted
as quasi-judicial proceedings, which require a high level of fairness similar to that required in

judicial proceedings, and also because the JPO makes decisions based on specialized, technical

knowledge possessed by the JPO.

Examination by a Panel

(RIS DER)

Discussion by a Panel

(BHEFICLB5FR)
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Jurisdiction over IP-related Litigation

(1) IP-related civil cases

Some of the IP-related civil cases, namely, actions relating to patents, etc. (so-called technology-
related actions relating to patent rights, utility model rights, layout-design exploitation rights for
semiconductor integrated circuits, or the rights of authors for a computer program work), need to
be handled by a court that has a well-established sector for specialized proceedings, due to the
specialized and technical nature of such cases.

For this reason, such actions relating to patents, etc. are under the exclusive jurisdiction of the
Tokyo District Court or the Osaka District Court, both of which have divisions specialized in IP-
related civil cases (Article 6 paragraph (1) of the Code of Civil Procedure). Any appeal against
decisions of those courts shall be handled by the Intellectual Property High Court (Article 6,
paragraph (3) of the Code of Civil Procedure, Article 2, item (i) of the Act for Establishment of the
Intellectual Property High Court).

Among IP-related civil cases, so-called non-technology-related actions relating to design rights,
trademark rights, the rights of authors (excluding the rights of authors for a computer program work),
publication rights, neighboring rights, or breeder's rights; or infringement of business interests caused
by unfair competition, are under the jurisdiction of fifty district courts located throughout Japan while
the Tokyo District Court or the Osaka District Court concurrently has non-exclusive jurisdiction. Any
appeal against decisions of those courts will be under the jurisdiction of one of the eight high courts
located throughout Japan, that corresponds to the district court in charge of the first instance. The
Intellectual Property High Court will be in charge of any case that is under the jurisdiction of the Tokyo
High Court (Article 2, item (i) of the Act for Establishment of the Intellectual Property High Court).

(2) Suits against appeal/trial decisions made by the JPO

Any suit against appeal/trial decisions made by the JPO that is under the exclusive jurisdiction
of the Tokyo High Court will be handled by the Intellectual Property High Court (Article 2, item (ii)
of the Act for Establishment of the Intellectual Property High Court).

(3 ) Other cases

Cases other than those mentioned in (1) and (2) that are to be handled by the Intellectual Property
High Court include any civil lawsuit or administrative lawsuit under the jurisdiction of the Tokyo
High Court that requires specialized knowledge on intellectual property in order to examine major
issues (Article 2, item (iii) of the Act for Establishment of the Intellectual Property High Court).

It should be noted that the Intellectual Property High Court and the intellectual property
divisions in other courts do not handle any criminal case such as a case involving an offense of

infringing an intellectual property right.
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Jurisdiction over IP-related Litigation

Suits against Appeal / Trial

IP-related Civil Cases Decisions made by JPO

Supreme Court Supreme Court

Final Instance Final Instance

High Court with

Jurisdiction over the Area

IP High Court IP High Court

where the Court of
the First Instance is Located

Second Instance First Instance
Cases Handled by Cases Handled by
the District Courts the District Courts
Located within the Located outside
Territorial the Territorial
Jurisdiction of Jurisdiction of
Tokyo High Court Tokyo High Court

Tokyo / Osaka

Tokyo / Osaka District Court or Japan Patent Office

District Court Any Other District Courts
in Japan

First Instance Appeal / Trial Decision
s N e N
(Technology-Related Cases) (Non-Technology-Related Cases) * Patent Rights
* Patent Rights * Design Rights - Utility Model Rights
- Utility Model Rights * Trademark Rights * Design Rights
- Layout-Design Exploitation + Copyrights (excluding Rights of * Trademark Rights
Rights for Semiconductor Authors for a Computer Program
Integrated Circuits Work)
- Rights of Authors for * Breeders’ Rights
a Computer Program Work * Infringement of Business Interests
N~ < caused by Unfair Competition
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Organizational Structure of
the Intellectual Property High Court

(1) The Intellectual Property High Court has been designated as a special branch of the Tokyo High
Court and is recognized to have unique power over certain judicial administrative tasks, such as
assignment of court cases, which are closely related to the exercise of its special functions. In this
way, the Intellectual Property High Court is considered to have a higher level of independence in

comparison with other ordinary branches of high courts.

(2) The Intellectual Property High Court consists of the Litigation Department, which comprises
four ordinary divisions and the Special Division (Grand Panel), and the IP High Court Secretariat,

which is in charge of administrative affairs.

(3) The Intellectual Property High Court consists of the Chief Judge, other judges, judicial research
officials dealing with IP cases, court clerks, and court secretaries. Technical advisors may also be
involved in IP cases as part-time officials on a case-by-case basis.

The judges are legal experts, appointed from among those who have passed a bar exam and
completed the required legal apprenticeship in principle. On the other hand, judicial research
officials and technical advisors consist of those who have specialized knowledge on technical fields

(please refer to Chapter V).

4) In principle, the Intellectual Property High Court handles cases through a panel of three judges
(Article 18 of the Court Act). In addition, the Intellectual Property High Court may handle the
following cases through a panel of five judges (Grand Panel), : any appeal against a decision on
actions relating to patents, etc. (technology-related actions relating to patent rights, utility model
rights, layout-design exploitation rights for semiconductor integrated circuits, or rights of authors
for a computer program work.), which is under the exclusive jurisdiction of the Tokyo High Court,
as well as any suit filed against appeal/trial decision made by the JPO with regard to a patent or
utility model (Article 310-2 of the Code of Civil Procedure, Article 182-2 of the Patent Act, Article
47, paragraph (2) of the Utility Model Act). This is a system established to conduct proceedings with
greater care for cases which require highly specialized technical knowledge and also for those the
outcome of which would give great impact on business activities and the industrial economy. For
this reason, when a case is to be handled by a Grand Panel, the four presiding judges from each of
the four ordinary divisions are taken on as members of the panel in practice.

The Intellectual Property High Court maintains the consistency of its legal interpretation by the

Grand Panel System.



Y
0 s ke AR R A D AL A

S 4 8 e 5 BT 0 AL

(1) FnEg e RSB IS, ROURSFE T ORI O SR & ER T b, T OHEMRY %
FHRLBIZH L IS BPR S 5 BRI FB O 0L O —E O RIFATEF B IOV T, SHEH OHER
PROLNL %L, WEBHFOBEOHRL ) UL PRHAIDOLE IR THET,
(2) VA PE S SR EH AT 120, R4 R & AR IR CRERESE) 25 7 B BCHIEM &
HE% % 00 8 &5 MM R FE BRI B R E»P N T,
(3) FIMOWFEE R SFEHIITICIE, IR EPNS1IH, FHE, MW EICHET 2 F &k
IEHFERAEE, TLTC BUTELE, ZUTEEEPRESA T I, 2, FE
KIS T, A THLEMEANPFMFICHGTTLI LD £
BHE L, FHOEMETHY, FHAE LT, "AEABRICEKL, AEBEZRIZA
O LEAINT T ZHTH L, BHPRAEE RCEMERIE, Sl HIZowTo
BHMMARZAET AN s THEIATWE T (VER),
(4) JEgM e m B, Bl e L CBESR O GRE TR Z D v T3 (B
FriFl85e) . & 51, MMM RS, MY EERARFFROOREHFFEDH L
WSS O RIEEEE IR 3 2 MRS 25k 2 (RRTHE, FEHHRME, Rk
EMI B O REREEN N, 707 T LOFEWIONTOZEEEDOHMICHET HFF2 %
EDOEMMOFHRR) HRB b 0L, FFFF L OCERFRICET 5 HRIGHFRRICOW T,
BHESL O EHEE OREE) TEHEZIT) 22T T (REIFFDRPE305£02,
FRE182%: D2, FEMFFFEATSR2I) . T, IThooFHfofIZiE, FRCHFHICBE VT
R BB, PAREEDHEE o720, £ ORRHESEIGEY R KA 252 5 %
BRERIVCEMEYPD L 05, X )HEELREHHR 21T 200OHETY, 200,
BRI R D) b4 L, BETAPTOBHEIHO L L) @A I TE T,
ARkt B LD, MM ERSSEENTE L TCoOENBROK—-HohsZ i)
95

Grand Panel on the Bench (K&K L2 RIE)

17



18

Management of Proceedings for
Patent-related Cases

This chapter outlines the management of proceedings for suits against infringement of a patent
and suits against appeal/trial decisions made by the JPO on a patent, which are two of the major IP-

related cases.

Suits against Infringement of a Patent

(I) A suit against infringement of a patent ("patent infringement suit") is a civil suit to seek an
injunction against an act of infringement of a patent or to claim for damages. Patent infringement
suits at the first instance are, in principle, under the exclusive jurisdiction of the Tokyo District
Court or the Osaka District Court. Any appeal related to such suits will be under the jurisdiction of

the Intellectual Property High Court (please refer to Chapter III).

(2) The intellectual property divisions of the Tokyo District Court and the Osaka District Court
respectively have prepared the Guidelines for Proceedings for Patent Infringement Suits. The English
translation of these guidelines are publicized on the website of the Intellectual Property High Court
(https://www.ip.courts.go.jp/eng/Guidelines_for_Proceedings/index.html, please refer to Chapter
VII 5). When a patent infringement suit is filed with either of these courts, the proceedings will be
managed in accordance with these Guidelines. Both courts have adopted the two-phase proceedings
system, where the court first conducts proceedings on whether the patent has been infringed or
not (phase for examination on infringement) and, if the court finds, based on the result of the
proceedings, that infringement has actually occurred, second-phase proceedings will be conducted
on the amount of damage (phase for examination on damages). In some cases where a court finds
that infringement has actually occurred and starts proceedings in the phase for examination on

damages, the court may attempt to arrange a settlement and designate the date of settlement.

(3) It was controversial as to whether it is possible to dispute the validity of a patent in a patent
infringement suit. In the "Kilby case" (decided on April 11, 2000), the Supreme Court held that it
is an abuse of a right to file a claim based on a patent for which a reason for invalidation clearly
exists even though the patent has not been rescinded through a JPO trial procedure. The subsequent
addition of Article 104-3 to the Patent Act provided statutory grounds for disputing the validity
of a patent in a patent infringement suit. The validity of a patent may be disputed in the course of
the JPO trial procedure as well. Therefore, the validity of a patent may be disputed by raising a
patent invalidity defense in a patent infringement suit and/or following the JPO invalidation trial

procedure.
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Management of Proceedings for Patent-related Cases

(4) The calculation of the amount of damage sustained by infringement of the patent right is governed
by Article 102 of the Patent Act, which provides for the presumption of the amount of damage. Under
this Article, patentee, etc may claim any of the following [i], [ii],[iii] as the amount of damage:

[i] The sum of the following (a) and (b):

(a) the amount obtained by multiplying the profit per unit of the articles which would have been sold
by the patentee, etc. if there had been no act of infringement, by a portion not exceeding the quantity
proportionate to the ability of the patentee, etc. to work the patented invention ("quantity proportionate
to ability to work") out of the quantity of the infringing articles assigned by the infringer ("assigned
quantity") (if there are circumstances due to which the patentee, etc. would have been unable to
sell the quantity of articles equivalent to all or part of quantity proportionate to ability to work, the
quantity relevant to such circumstances ("specified quantity") shall be deducted);

(b) the amount of money to be received for the working of the patented invention according to
specified quantity or the portion exceeding the quantity proportionate to ability to work out of the
assigned quantity; (paragraph (1) of said Article)

[ii] the amount of profit earned by the infringer from the act of infringement (paragraph (2) of said
Article); or

[iii] the amount of money the patentee, etc. would have been entitled to receive for the working of the

patented invention (paragraph (3) of said Article).

(5) In principle, the procedure of patent infringement suits is carried out in accordance with the
Code of Civil Procedure. Also, the Patent Act has various special provisions related to the Code of
Civil Procedure. For example, if a patentee, etc. alleges that his/her patent has been infringed by a
product or process, and if the adverse party denies the specific conditions of the product or process
that the patentee, etc. has claimed as the one that composed an act of infringement, the adverse party
must clarify the specific conditions of his/her act (Article 104-2 of the Patent Act). Furthermore, the
court may order either party to submit documents that are needed to prove the infringement or to
calculate damages incurred by the infringement, except when the party possessing the documents has
a legitimate reason for refusing to submit them (Article 105 of said Act). Additionally, the court may
also appoint one or more impartial technical experts as inspectors if there are reasonable grounds
to suspect the infringement of the patent right and there seems to be no alternative means to obtain
evidence. Those inspectors who are authorized to enter into the alleged infringer's factory or other
premises and conduct an investigation that is needed to prove the infringement submit a report to the
court (Article 105-2, etc. of said Act). Moreover, a confidentiality protective order is also available as

a procedure for protecting the trade secrets stated in briefs or evidence (Article 105-4. of said Act).

(6) Some patent infringement cases are solved through court settlement. In large part of those cases,
settlements are reached to the patent holders' advantage, including cases where a large amount of
damages are claimed. In Japan, court settlement is widely recognized as an efficient and speedy way

to reach an appropriate resolution.
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Management of Proceedings for Patent-related Cases

Suits against Appeal/Trial Decisions made by the JPO
on a Patent

Any administrative disposition conducted by an administrative agency is subject to scrutiny
by judicial powers. Therefore, the legality of any decision, etc. made by the JPO, which is an
administrative agency, is subject to review by the courts. A suit against appeal/trial decision made
by the JPO is under the jurisdiction of the Intellectual Property High Court as a court in charge of
the first instance (please refer to Chapter III). In the case of an ex parte case, such as a trial against
examiner's decision of refusal, the JPO Commissioner will become the defendant, while, in the case
of an inter partes case, such as a trial for patent invalidation, either the demandant or the demandee
of the trial will serve as the defendant (Article 179 of the Patent Act).

The Intellectual Property High Court has prepared the guidelines for proceedings of suits against
appeal/trial decisions made by the JPO. The English translation of the guidelines are publicized on
the website of the Intellectual Property High Court (https://www.ip.courts.go.jp/eng/Guidelines_for_
Proceedings/index.html, please refer to Chapter VII 5). In principle, the proceedings for suits against
appeal/trial decisions made by the JPO will be managed in accordance with these guidelines. In a
suit against appeal/trial decision made by the JPO, the plaintiff is required to submit a brief prior to
the first date for preparatory proceedings and required to present, in the brief, all of the reasons for
seeking rescission of the JPO decision. In response, the defendant is required to submit a brief that
states all of its counterarguments to the plaintiff's arguments.

If the court finds that a JPO decision, etc. erred, the court will hand down a judgment to rescind
it. If this judgment is finalized, the procedure will be resumed at the JPO. For example, in the case
of a suit against appeal/trial decision made by the JPO in a trial against the examiner's decision of
refusal, even if the court finds the JPO decision to uphold the examiner's decision to be erroneous,
the court would only rescind the JPO decision and would not have the authority to make a decision

to grant a patent.
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V Use of Expert Knowledge of
Technology

In the case of [P-related litigation, especially litigation related to a patent, the issue in dispute is
often related to a complex, highly specialized technical matter. In order to introduce and use expert
knowledge of technology, the systems described in this chapter are established. These systems
are expected to increase the accuracy and efficiency of the court proceedings and judgments on

specialized, technical matters and to further improve the reliability of court judgments.

Judicial Research Officials

Judicial research officials, who are assigned to the Intellectual Property High Court and also
to the intellectual property divisions of the Tokyo District Court and the Osaka District Court,
respectively, are full-time court staff members, consisting of former JPO trial examiners, etc. and
patent attorneys, who have specialized knowledge in technical fields such as machinery, chemistry,
and electric equipment, as well as knowledge about the Patent Act, etc.

In principle, as ordered by the court, judicial research officials are engaged in all technology-
based IP-related litigations, such as those related to a patent or utility model, and conduct research
on technical matters necessary for the court proceedings and judicial decisions for those cases. As
ordered by the presiding judge, judicial research officials can ask questions to the parties concerned
on the date of oral argument or on other such occasions in order to clarify the matters related to the
suit (Article 92-8 of the Code of Civil Procedure).

Office of Judicial Research Officials (FHIFIEAEEZ)
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Use of Expert Knowledge of Technology

Technical Advisors for IP-related Litigation

Technical advisors are part-time national public officers appointed by the Supreme Court,
consisting of leading experts such as university professors and researchers of public institutions, who
are engaged in research on cutting-edge technologies in a wide range of specialized fields including
electrical equipment, machinery, chemistry, information communications, and biotechnology. About
200 technical advisors are appointed nationwide. When a court makes a decision to designate a
technical advisor for a certain case in order to clarify the matters related to the suit or ensure the
smooth progress of court proceedings, the technical advisor would provide explanation on the
highly specialized, technical matters in dispute based on his/her expertise from a fair, neutral

standpoint to the court (Article 92-2 of the Code of Civil Procedure).

Annual Conference of Technical Advisors (EFIEEEHMES)

Explanatory Sessions

In some cases, an explanatory session is held on a designated date in order to obtain oral
explanation from the parties with regard to technical matters. Such a session is held not only for
the cases where the disputed issue lies in the field of cutting-edge technology or highly specialized
technology but also for a wide variety of cases where it is considered appropriate to reflect the
general understanding shared among persons ordinarily skilled in the art in the technical field in

question, or the cases where common general technical knowledge in the art is at issue.
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Use of Expert Knowledge of Technology

An explanatory session is held on the date for oral argument or the date for preparatory
proceedings, etc. There are various forms of explanatory sessions. For example, the form conducted
on the date for oral argument is as below.

In addition to the judges, the judicial research official in charge of the case, a court clerk, and
three technical advisors selected from among the experts in the technical field in question attend the
session.

At the beginning of an explanatory session, each party makes a presentation lasting around
30 minutes covering technical matters such as the details of an invention, prior arts, and common
general technical knowledge available as of the time of application filing. The parties may use
presentation software to clarify its points effectively with visual effects. In the case of infringement
litigation, the parties may provide explanation by using the products produced by working a patented
invention and the allegedly infringing products or showing a video of them, while indicating
correlations between them in a diagram by coloring the corresponding parts in order to illustrate the
comparison between the patented invention and the allegedly infringing products.

After the presentation, the participants engage in a free, frank discussion allowing both parties,
the technical advisors, the judges and the judicial research official to ask questions about the content
of the presentation or unclear points in the arguments and evidence submitted beforehand, and the
technical advisors to present explanations about technical matters. The participants are expected to
arrange issues and deepen their understanding about the technical matters through these questions

and the answers from the parties, and the explanations from the technical advisors.

Explanatory Session ($1fi5{FE%)
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W Grand Panel Cases

The Intellectual Property High Court is authorized to conduct court proceedings through a
panel of five judges (Grand Panel) for appeal cases relating to patents, etc. and suits against appeal/
trial decisions made by the JPO relating to a patent or utility model. Grand Panel judgments have
been handed down for the following cases.

The full texts of Grand Panel judgments in English and Japanese are available on the website of
the Intellectual Property High Court (https:/www.ip.courts.go.jp/).

(1)2019 (Ne) 10003, Judgment on February 28, 2020 (“Beauty Instrument” case)

The court made a ruling on the calculation of the amount of lost profit of the patentee under
Article 102, paragraph (1) of the Patent Act, and in particular, the amount of damage sustained by
the patentee in a case where the feature of the patented invention in the patentee's product in which
the patented invention is worked is only a part of the product.

(2)2018 (Ne) 10063, Judgment on June 7, 2019 (“Viscous Compositions containing
Carbon Dioxide” case)

The court made a ruling on the calculation of the amount of profit that the infringer has
made from the infringement under Article 102, paragraph (2) of the Patent Act, the criteria for
determining whether the presumption under said paragraph be overcome, and the calculation
method for the amount of money the patentee would have been entitled to receive for the working of
the patented invention under paragraph (3) of said Article.

(3) 2016 (Gyo-Ke) 10182, etc., Judgment on April 13, 2018 (“Pyrimidine Derivative” case)

The court made a ruling as to whether the legal interest for litigation in the suit against the trial
decision made by the Japan Patent Office is lost after the expiration of a patent right, and finding of
an “invention that was described in a distributed publication” (Article 29, paragraph (1), item (iii) of
the Patent Act) that provides the basis for judging inventive step.

(4)2016 (Ne) 10046, Judgment on January 20, 2017 (“Oxaliplatinum” case)

The court made a ruling as to the scope of the pharmaceutical patent right whose duration was
extended, with regard to manufacturing and selling the generic drug.

(5)2015 (Ne) 10014, Judgment on March 25, 2016 (“Maxacalcitol” case)

The court presented the criteria for determining the application of the Doctrine of Equivalents.

(6)2013 (Gyo-Ke) 10195, etc., Judgment on May 30, 2014 (“Bevacizumab” case)

The court presented the criteria for determining whether an application for the registration of
extension of the duration of a patent falls under the ground for refusal prescribed as “a disposition is
not required for working the patented invention.”
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Grand Panel Cases

(7) 2013 (Ne) 10043, etc., Judgment on May 16, 2014 (Apple v. Samsung case)

The court made a ruling on the restriction that should be imposed on the exercise of a patent
right to claim damages or an injunction based on a standard-essential patent subject to a FRAND
declaration, and the calculation method for the amount of damages equivalent to royalties for a
license on FRAND terms.

(8) 2012 (Ne) 10015, Judgment on February 1, 2013 (“Waste Storage Device” case)

The court determined that it is not required for the patentee to "practice" the patented invention
within Japan in order to find Article 102, paragraph (2) of the Patent Act (Presumption of the
Amount of Damage) applicable.

(9) 2010 (Ne) 10043, Judgment on January 27, 2012 (Product-by-process claim
case)

The court, with regard to so-called product-by-process claim, which describes an "invention of
a product" by stating the "manufacturing process" of the product, made a ruling on the method of
interpreting the technical scope of the patented invention and the method of recognizing the gist of
the patented invention that provides the basis for judging the defense of invalidity.

(10) 2006 (Gyo-Ke) 10563, Judgment on May 30, 2008 (“Solder resist” case)

The court clarified the criteria for determining the requirement for correction, i.e., the meaning
of "within the scope of matters disclosed in the description or drawings" and determined whether
the requirement is fulfilled by the correction in which a part of the invention claimed in the patent
application is excluded by so-called "excluding claim."

(11) 2005 (Ne) 10021, Judgment on January 31, 2006 (“Ink cartridge” case)

The court made a ruling as to whether a patent right for an invention of a product is exhausted,
in a case where the patentee or the licensee sold a patented product in Japan, and later the parts that
comprise the patented product are processed or replaced by a third party.

(12) 2005 (Gyo-Ke) 10042, Judgment on November 11, 2005 (Parameter patent case)

The court, with regard to a so-called parameter invention, presented the criteria of determining
whether the statement in the scope of claims satisfies the requirement of support in description.

(13) 2005 (Ne) 10040, Judgment on September 30, 2005 (“/CHITARO” case)

The court determined that the manufacturing, assignment, etc. of a word-processing software
and its related software constitute indirect infringement of the invention of product, but do not

constitute indirect infringement of invention of method.
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Promotion of International
Communications and International
Information Dissemination

Intellectual property rights for inventions, copyright works and other such objects bear
international character. With the advancement in the globalization of economic activities, an
increasing number of disputes concerning intellectual property rights arise across borders, and
similar issues are examined and judged in different jurisdictions around the world. Accordingly,
it has become increasingly important to mutually understand the legal systems of other countries
including Asian emerging countries. The Intellectual Property High Court has been promoting
active exchange of information and opinions with other countries and disseminating information
worldwide about IP-related litigation and legal systems in Japan to correspond with the globalization

of legal disputes and systems.

Judicial Symposium on Intellectual Property / TOKYO (JSIP)

The Intellectual Property High Court has been hosting the “Judicial Symposium on Intellectual
Property / TOKYO (JSIP)” since 2017, co-hosted by the Supreme Court, the Ministry of Justice, the
Japan Patent Office, the Japan Federation of Bar Associations, and the IP Lawyers Network Japan,
as an opportunity to provide information on the system and practice of IP-related litigation in Japan
internationally and domestically, as well as to obtain information on such issues in other countries

directly from overseas practitioners.

2019%

Judicial Symposium on Intellectual Property/ TOKYO
(EREMEEIES >R IL, BR)
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Mock Trial in the Symposium, 2019 Judges from Australia, China, India, the Republic of
(2019FDEBHE DT (X)) Korea and Japan, 2019 (ZEO#HHE)

Panel Discussion in the Symposium, 2019 Closing remarks by Chief Judge, 2019
(2019FDINRIV T4 XDy > a2 DIEF) (2019FEFARERE)
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m Promotion of International Communications and International Information Dissemination

Judges and lawyers were invited as speakers from China, the Republic of Korea and ten ASEAN
countries in 2017, from France, Germany, the U.K., and the U.S.A. in 2018. In the third JSIP held in
2019, judges and lawyers from Australia and India were invited in addition to China, the Republic
of Korea and ASEAN countries.

In the first-day program of JSIP, which has been organized by the Intellectual Property High
Court every year, judges and lawyers from participating countries including Japan perform mock
trials on the same patent infringement case, followed by a panel discussion based on the result of
the mock trials (participating countries were China, the Republic of Korea and Singapore in 2017,
France, Germany, the U.K., and the U.S.A. in 2018, Australia, China, India and the Republic of
Korea in 2019.) The selected topics for the program were “gathering of evidence” in 2017, “patent
validity” in 2018, and “claim construction” in 2019.

JSIP is a valuable opportunity to deepen our understanding of the judicial system and IP

practice in other countries.

Participation in international conferences

Various international conferences have been held in order to discuss the latest issues concerning
IP-related litigation on intellectual property rights, which have been evolving rapidly. Judges of the
Intellectual Property High Court attend those conferences and actively participate in the discussions

on the latest issues and disseminate information about the practices adopted in IP-related litigation,

etc. in Japan.

1 Mock Trial in the Symposium, 2018
(2018FEDRFHADHET (BX))

2 Panel Discussion in the Symposium, 2018
(2018FEDINXNT 1 R Dy 23> DHETF)

3 Panel Discussion in the Symposium, 2017
(CO17TEDINXINT XAy L aDEF)
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1 20th Anniversary of the Patent Court International IP
Law Symposium in Daejeon, Korea
(KBRRES AR 20EFEEARY
ERHMMMELS R ILADEN, FI32127)

2 International Symposium 2018 “Patent Litigation in
Japan and Germany” in Munich
(ERES > RIIL2018 [ARE R YICH 1T B45EFREA]
ADBH, T22ALICT)
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m Promotion of International Communications and International Information Dissemination

Visitors from other countries

Many legal professionals visit the Intellectual Property High Court from around the world, often
from Western countries as well as Asian countries such as China, the Republic of Korea, India, and
ASEAN countries such as Indonesia, Viet Nam, and Myanmar. Judges of the Intellectual Property
High Court provide explanations about IP-related litigation, etc. in Japan and respond to visitors'

questions on such occasions.

Study groups with a global perspective

The Intellectual Property High Court invites legal professionals specialized in intellectual
property rights and business persons in charge of intellectual property rights who are working in the
front line of business as lecturers to collect up-to-date information on business environments and
the latest issues related to IP laws in order to keep pace with any new development.

The Intellectual Property High Court also invites lecturers from foreign countries and actively
exchanges information and opinions regarding topics such as the business circumstances relating to
intellectual property rights overseas.

The knowledge and information obtained through international information exchanges and the
activities of study groups are shared among the judges in charge of IP-related cases, and contribute

to the accomplishment of Japanese judicial decisions accepted internationally.

1 Visit by Vice Director General of the Court of Thailand
(21 EREBHMEBRRBRARS DET)

2 Visit by Chief of the Board of Appeal of European
Patent Convention

(BRMAFRFITEHIRE IR 5 DKIT)

3 Visit by a Member of the Supreme Judicial Council of
Armenia
(TIWA T RE BB =BDXRT)
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1 Visit by US Bar Liaison Council Members
(REEFEERHHERZEDRT)

2 Visit by AIPPI President and Members
(AIPPIEE 5 DKFT)

3 Visit by Mr. Bernhard Schroder from the Federal
Ministry of Justice and Consumer Protection
(R Y EHTFE - HEBEREENILNILL - 20
L— 4 —RRDORKT)
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m Promotion of International Communications and International Information Dissemination

International IP Court Conference 2019 in Daejeon, Korea Global Series 2019, in Honolulu
(BB FHIFTEHE2019 DB, F¥3127) (78— ) =Z2019 DB, K /IVILIZT)

Website

In order to disseminate information all over the world, the Intellectual Property High Court
provides a part of the contents of its website in foreign languages (English, French, German,
Chinese, and Korean).

The English translation of the guidelines for proceedings of suits against appeal/trial decisions
made by the JPO and for proceedings for patent infringement suits are publicized on the website of
the Intellectual Property High Court (https:/www.ip.courts.go.jp/eng/Guidelines_for_Proceedings/
index.html, please refer to Chapter IV1 and IV2).

The judgments handed down by the Intellectual Property High Court have attracted attention
from other countries. With the advancement in globalization of legal disputes, it has become even
more important to disseminate information worldwide. For this reason, the Intellectual Property
High Court makes available through its website, English translations of selected IP judgments (full
text/extract) and case summaries (2705 cases as of September 1, 2020) of its own together with those
of the Supreme Court and the IP divisions in the district courts. These IP judgments or summaries
can be searched from a database provided on the English website of the Intellectual Property High
Court (https://www.ip.courts.go.jp/eng/index.html) under the title "IP Judgments Database". In
addition, especially important IP judgments chosen from those judgments are sorted by major legal
issues in IP law area on the webpage "Important IP Judgment by Category."

Further, full text of the English translations of Supreme Court judgments, including judgments
for IP cases, can be searched on the website of the Supreme Court (https:/www.courts.go.jp/english/

index.html) by clicking “Judgments of the Supreme Court”.
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Statistics (#%=1)

Number of Suits against Appeal/Trial Decisions made by the JPO Commenced and
Disposed, and Average Time Intervals from Commencement to Disposition
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The figures are the approximate values obtained by aggregating data reported by each court and may make prescribed
modifications.
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m Statistics (¥ &)

Number of Intellectual Property Appeal Cases Commenced and Disposed, and
Average Time Intervals from Commencement to Disposition

Court of Second Instance : Intellectual Property High Court
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The figures are the approximate values obtained by aggregating data reported by each court and may make prescribed
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m Statistics (§at)

Number of Intellectual Property Related Civil Cases Commenced and Disposed,
and Average Time Intervals from Commencement to Disposition
Courts of First Instance : All District Courts
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m Statistics (¥EE")

Number of Intellectual Property Appeal Cases Commenced and Disposed, and
Average Time Intervals from Commencement to Disposition
Courts of Second Instance : All High Courts
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m Statistics (#£ i)

Statistics Regarding Patent Infringement Cases (Tokyo District Court, Osaka
District Court: 2014-2019)

FFEDREICE T HERFICHTHBET (RRHH, - KERH#EE, FR26 ~HHITE)

These statistics present provisional data collected by the Administrative Affairs Bureau of the General
Secretariat of the Supreme Court from the statistical data on patent infringement cases prepared by the
Intellectual Property Divisions of the Tokyo District Court and Osaka District Court.

The statistical data presented in graphs @ to ® below shows the number of judgments and settlements,
and the data in @ shows the total number of patent rights claimed in cases that were concluded with a
final judgment.

Each graph shows the total number during the period from 2014 to 2019.

As each percentage figure in the graph has been rounded off to the nearest whole number (each figure less
than 1 percent is rounded off to the first decimal place), total percentages may not necessarily equal 100.

COfrEtid, WM A RHIFR RO KRR TS FHIPF OB EEFFIRAER L 2 BP0 REICH T 3RO ERE
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(D Content of Judgments and Settlements ¥R - FIfEOARE

Only a clause concerning

agreement on monetary benefit attached an injunction or monetary benefit attached
(SHRIEGFHEFBDOHHY)) 12% (AR FEIE - £FBHEELZL) 7%

Only a clause concerning

agreement on an injunction
attached
(ZLEAHEEBOZHY)) 2%

I

No clause concerning agreement on

confirmation of the non-existence
of obligation
(BEEARFERBEHN) 0.2%

Settlements
(FnfZ)
Judgments

Clauses concerning CRIR)
agreement on an injunction
and monetary benefit attached
(ZEIEEFHEIE - 255561
£EHY) 10% Upholding

judgments

BN

Dismissals of litigation seeking gf;)

Dismissals without prejudice

L@ 2%

Judgments to uphold confirmation of the non-existence of
obligation (EFEAFEHERRD) 2%

“Upholding judgments” includes judgments that partially uphold the claim.

RBEICIE—BREEET,

“Dismissals of litigation seeking confirmation of the non-existence of obligation” includes cases dismissed in portion.
B EERBEANCE—BEANEED,

The figures of “Dismissals of litigation seeking confirmation of the non-existence of obligation” have been calculated
from the data of 2017 and later. Dismissals of litigation seeking confirmation of the non-existence of obligation in the
period from 2014 to 2016 are included in “Dismissals.
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(@ Amounts Approved in Judgments
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Amounts related to attendant claims and court costs are not
included.
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(3 Amounts agreed to be paid in settlements
MBICHEVWTIS ZEDPEINEE
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45
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35

30 27 %
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15 124 13 ¢
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Amounts related to court costs and settlement costs are not
included.
SRAAERARUMBERICETILEIEEER L,

(@ Whether or not Defense of Invalidity is alleged; Judgment on Defense of

Invalidity

EIOMFDBE - EIIOMAICKT T A

Defense of
invalidity alleged; Judgment to
invalidate the patent
(BHOMFHY) - ESFIR
15%

Defense of invalidity
alleged;
Judgment to maintain
the validity of the patent
(BIIDIFHY) - FEEFEIIHINT)
17%

No defense of
invalidity alleged
(BDIMALL)

27%

Defense of invalidity alleged;
No judgment on defense of
invalidity
(BRI DIABHY) - HIHFE L)
1%

Each number indicated in the above graph presents the number of patent rights claimed in individual cases that were
concluded by a final judgment. For example, if two patent rights were claimed in one patent infringement case, the
number of patent rights is counted as two. Also, whether a defense of invalidity was alleged and how the defense of
invalidity regarding the each patent right was judged (i.e., judgment on whether to maintain the validity of the patent or to

invalidate the patent) are indicated.
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m Statistics (§Eat)

Number of Intellectual Property Related Civil Cases Commenced and Disposed
by Type of Cases

Ml EEERRESHOREN M2 - BEFGR

—— All District Courts (2019) <E#HFHRHF (HxE) ——

Commenced (%)

Commercial Code, etc.
(BiEE Dfth)
1.6%

Utility model right
é)ﬁ%ﬁ%#g)

0.6%

Unfair Competition
Prevention Act

( RIEBES I )
19.2%

\

s

36.5%

Design right
Right of authors for 2.2%
a computer program work
(Fv 77 DENHE)
1.8%

— All High Courts (2019)

Commenced (#r3%)

Commercial Code, etc.
(P Dfth)
15%

Right of authors for
a computer program work
(Fa 7 DEVEHE)
0.8%

Unfair Competition

Prevention Act
(RIEBE 4 1k 3)
18.5%

S

33.1%

Design right (EIFEHE)
2.3%

Right of authors for
a computer program work

Utility model right
(%ﬂﬁ)@%ﬁ)

Disposed (BE#)

Commercial Code, etc.

(RIEZ Ofth)
0.9%

Utility model right
SR TEI)

0.4%

Unfair Competition Patent right
P

Prevention Act (B 2PHE
(RIEBEGHB 1E15) 24.0%
18.6%

Copyright
GE1EHE)
39.2%

Right of authors for Design ri%ht
a computer program work (Bl
(77 7 BEARHE) 2.0%

2.2%
LESFHHF (THTE) ——
Disposed (BE#)

Commercial Code, etc.

(ﬁﬁ?}i%oﬂ)fm)
T 3.6%
14%

(T'u 7T LEEHE)

Unfair Competition
Prevention Act
(RIERESB AL 1) Patent right

18.8% (CRFRTHE)

\

134.1%

S

30.4%

\

Utility model
right
€Sk ESI)
Design right (EIEHE) 22%
14%

Since the number is rounded to the nearest tenth, the total might not be 100.

NS UTEH 2L A TELALTWD, LEER-T, G108 B LARWEERH D,

The figures are the approximate values obtained by aggregating data reported by each court and may make prescribed
modifications.
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.. Address (5

17th floor of the Tokyo Court Complex, Kasumigaseki 1-1-4, Chiyoda-ku, Tokyo, 100-8933

100-8933 WS THRHAXEEAEI 1-1-4 BRI &EREITE 17 B
TEL: 03-3581-1710 FAX: 03-3581-5498
URL: https://www.ip.courts.go.jp/index.html
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