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Chief Judge’s Greeting

The Intellectual Property High Court will reach the 20th
anniversary of its establishment in April 2025.In October
2022, the Intellectual Property High Court, formerly located in
Kasumigaseki, was relocated to a new building in Nakameguro,
Tokyo, to form a new court complex called the “Business Court”
together with other related divisions. I am pleased to say that the
Business Court has been operated for 2 years smoothly so far.

In recent years, along with the remarkable development of
pioneering technology and information and communication
technology, like the Generative Al, the utilization of intellectual
property rights has advanced rapidly, and the roles that the
judiciary should play in protecting these rights have been becoming
increasingly important. In addition, the globalization of economic
activities has led to an increase in cross-border intellectual property
disputes.

Under such circumstances, as initiatives for the digitalization
of court proceedings, the Intellectual Property High Court has been actively utilizing a web
conferencing system for proceedings to arrange issues and evidence and for oral argument
proceedings, and an electronic document filing system for civil cases (commonly known as “mints”).
Additionally, the Code of Civil Procedure is scheduled to be amended by May 2026 to enable the
start of new measures, such as online filing of suits and other litigation documents, along with the
digitalization of case records. In anticipation of these amendments, the Intellectual Property High
Court has been making efforts to ensure highly-specialized, appropriate and expedited judicial
decisions through substantial proceedings by reviewing its litigation practices and improving its
approach to the management of proceedings.

We also engage in initiatives to disseminate information in order to promote international
harmonization and enhance the predictability in corporate activities. On the website of the
Intellectual Property High Court, we publish judgments and disclose information that is helpful
for the operation of IP-related litigation, such as guidelines for court proceedings. In addition,
the Intellectual Property High Court holds the Judicial Symposium on Intellectual Property on
an annual basis in collaboration with related organizations, inviting legal professionals, etc. from
overseas, in order to discuss court decisions and recent topics regarding global IP disputes. Through
this symposium, we disseminate information concerning the IP judicial system of Japan globally,
and also provide the latest information concerning the IP judicial systems of foreign countries.

Going forward, while collaborating with other relevant divisions in the Business Court, which
is a new hub for business-related lawsuits, the Intellectual Property High Court will aim to meet
the public’s expectations to properly solve intellectual property disputes through substantial and
speedy proceedings with the active use of digital technology, and will make efforts to increase the
international community’s trust in Japan’s intellectual property system. We greatly appreciate your
continued understanding and cooperation.

HONDA Tomonari
Chief Judge

Cherry Blossoms along the Meguro River and the Business
Court Building (BE/DOf&EET XX - O—1)
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Outline and History

Intellectual Property
Divisions of the
Tokyo High Court
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Establishment of the
Intellectual Property
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Relocation to Intellectual
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Tokyo District Court
Nakameguro Building
(establishment of the
Business Court)
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Before the establishment of the Intellectual Property High Court,
IP-related cases were dealt by specialized divisions in the Tokyo
High Court which had been introduced in the following way.

The 1948 amendment to the Patent Act vested in the Tokyo High
Court the exclusive jurisdiction over newly introduced appeal
proceedings against a decision of the Japan Patent Office “JPO”.
This led to the creation of the Sth Special Division in November
1950, which handled all IP-related cases in the Tokyo High Court
alongside general civil appeal cases.

In March 1958, an IP specialized division, which handled only
IP-related cases, was established as one of the civil divisions of the
Tokyo High Court to replace the 5th Special Division. The number
of such specialized divisions eventually increased to four. The
Grand Panel system was introduced by the Act for Partial Revision
of the Code of Civil Procedure, etc., which came into effect on
April 1, 2004. The Grand Panel consists of five judges who can
hear actions relating to patents, etc (so-called technology-related
actions. Please refer to Chapter III 2(1) for detailed definition.).
At the same time, the 6th Special Division was created within the
Tokyo High Court to handle those Grand Panel cases.

Under the Act for Establishment of the Intellectual Property High
Court, the Intellectual Property High Court was created on April 1,
2005, as a special branch of the Tokyo High Court. In conjunction
with this, the four specialized divisions for IP-related cases and the
6th Special Division that used to belong to the Tokyo High Court
were turned into four ordinary divisions and the Special Division
of the Intellectual Property High Court.

As the use of intellectual properties in Japanese economy and
society increased and the awareness of the importance of the
role of judiciary in intellectual property protection grew, the Act
for Establishment of the Intellectual Property High Court was
enacted for the purpose of further increasing the effectiveness and
efficiency of court proceedings for IP-related cases and further
enhancing the specialized judicial system by establishing a court
specially for [P-related cases.

In October 2022, the Intellectual Property High Court was
relocated to a new building in Nakameguro, Tokyo, to form a
new court complex called the “Business Court” together with the
Intellectual Property Divisions and other related divisions (the
Commercial Division and the Insolvency Division) of the Tokyo
District Court.

The Business Court has the following objectives: concentrating
business-related lawsuits and other proceedings at one court-
complex and strengthening the expertise of courts; further
the expediting of decisions with the use of IT tools, etc.; and
promoting the international dissemination of information from
courts and achieving judicial decisions from a global perspective.
The Intellectual Property High Court plays an important role in
realizing these objectives.
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m Outline and History

Initiatives to promote The Intellectual Property High Court has been actively utilizing
a web conferencing system for proceedings to arrange issues and

digitalization evidence (since February 2020) and for oral argument proceedings

(since March 2024), and an electronic document filing system for
civil cases (“mints”; since June 2022).

Furthermore, the Act Partially Amending the Code of Civil
Procedure, etc., which was enacted in May 2022, has introduced
provisions for conducting proceedings online from the filing of an
action to a judgment (e.g., provisions concerning online submission
of complaints and other documents, and digitization of case
records).

The act will be put into effect by May,2026.

Intellectual Property In 1961, a special division which handled all [P-related cases
. .. . as well as general civil cases was established within the Tokyo
Divisions in Other District Court. In 1964, such a division was also established in
the Osaka District Court. Currently, the Tokyo District Court has

Courts and IP four divisions which specialize in IP-related cases, and the Osaka
Conciliation District Court has two such divisions. Also, the Osaka High Court

has one division which handles all IP-related cases in the high
(Information on the website of ~ court as well as general civil cases.

The intellectual property divisions at the Tokyo District Court
and the Osaka District Court started operating a new practice of
conciliation proceedings) IP conciliation (a system for solving civil disputes on intellectual
property rights expeditiously by using flexible proceedings for
civil conciliation). For details, please refer to the website of the
Intellectual Property High Court.

the court and operation of IP
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m Outline and History

Organizational Structure of the Intellectual Property High Court

The Intellectual Property High Court has been designated as a special branch of the Tokyo
High Court and is recognized to have unique power over certain judicial administrative tasks, such
as assignment of court cases, which are closely related to the exercise of its special functions. In this
way, the Intellectual Property High Court is considered to have a higher level of independence in
comparison with other ordinary branches of high courts.

The Intellectual Property High Court consists of the Litigation Department, which comprises
four ordinary divisions and the Special Division (Grand Panel), and the IP High Court Secretariat,
which is in charge of administrative affairs.

The Intellectual Property High Court consists of the Chief Judge, other judges, judicial research

officials dealing with IP cases, court clerks, and court secretaries.

PRINCET!

Visit by the President of the Supreme Court of the United Kingdom 2023.11.28
(EEZREHFIFTRE DRT - 2023.11.28)
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m System of IP-related Litigation

| | | System of IP-related Litigation

Definition of IP-related Litigation

(1) IP-related civil cases

IP-related civil cases include cases where a claim is filed for damages or an injunction against
an act of infringement of the following rights: a patent, utility model right, design right, trademark
right; the rights specified in the Copyright Act, namely, rights of authors, right of publication, and
neighboring rights; a layout-design exploitation right for semiconductor integrated circuits specified
in the Act on the Circuit Layout of a Semiconductor Integrated Circuits; or a breeder’s right
specified in the Plant Variety Protection and Seed Act. Cases in which a claim is filed for damages
or an injunction against an act of infringement of business interests as a result of unfair competition
specified, as well as cases where a claim is filed for the employer’s payment of value for an employee
invention or device, are also included.

Usually, the first instance for a civil lawsuit is filed with a district court if the value of the
subject matter of litigation exceeds 1.4 million Japanese yen and with a summary court if the value
of the subject matter of litigation is not more than 1.4 million Japanese yen. Most of the first
instances of IP-related civil cases are handled by district courts. Since Japan has adopted the three-
tiered judicial system, which allows either party to a lawsuit who is dissatisfied with a judgment to
seek further proceedings and trials up to three stages in principle, a party who is dissatisfied with
the judgment handed down by a district court for the first instance with regard to the court’s fact
finding or interpretation of law may file an appeal with a high court. A dissatisfied party may file a
final appeal or a petition for acceptance of final appeal with the Supreme Court on a question of law
against the judgment of a high court. In this respect, there is no difference between IP-related civil
cases and other civil cases.

(2) Suits against appeal/trial decisions made by the JPO

With regard to a patent, utility model right, design right or trademark right, these rights arise
upon registration at the JPO. An applicant who is dissatisfied with a JPO examiner’s decision
of refusal or an interested person who seeks to invalidate the registration of such rights may file
a request for a trial with the JPO. In the case where the JPO makes a decision in such trial, the
applicant or the person who is dissatisfied with the JPO decision may file an administrative suit to
seek the rescission thereof. This is called a suit against appeal/trial decision made by the JPO.

Suits against appeal/trial decisions made by the JPO are under the exclusive jurisdiction of the
Tokyo High Court (Article 178, paragraph (1) of the Patent Act, etc.). These suits shall be handled
by the Intellectual Property High Court, which is a special branch of the Tokyo High Court (Article
2, item (ii) of the Act for Establishment of the Intellectual Property High Court). A party who is
dissatisfied with a judgment handed down by the Intellectual Property High Court may file a final
appeal or a petition for the acceptance of a final appeal with the Supreme Court.

Unlike an ordinary lawsuit, proceedings at a district court are omitted in the case of a suit
against appeal/trial decision made by the JPO. This is because the JPO trial procedure is conducted
as quasi-judicial proceedings, which require a high level of fairness similar to that required in
judicial proceedings, and also because the JPO makes decisions based on specialized, technical
knowledge possessed by the JPO.
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m System of IP-related Litigation

Jurisdiction over IP-related Litigation

(1) IP-related civil cases

Some of the IP-related civil cases, namely, actions relating to patents, etc. (so-called technology-
related actions relating to patent rights, utility model rights, layout-design exploitation rights for
semiconductor integrated circuits, or the rights of authors for a computer program work), need to be
handled by a court that has a well-established sector for specialized proceedings, due to the specialized
and technical nature of such cases.

For this reason, such actions relating to patents, etc. are under the exclusive jurisdiction of the Tokyo
District Court or the Osaka District Court, both of which have divisions specialized in IP-related civil
cases (Article 6 paragraph (1) of the Code of Civil Procedure). Any appeal against decisions of those
courts shall be handled by the Intellectual Property High Court (Article 6, paragraph (3) of the Code of
Civil Procedure, Article 2, item (i) of the Act for Establishment of the Intellectual Property High Court).

Among IP-related civil cases, so-called non-technology-related actions relating to design rights,
trademark rights, the rights of authors (excluding the rights of authors for a computer program work),
publication rights, neighboring rights, or breeder’s rights; or infringement of business interests caused by
unfair competition, are under the jurisdiction of fifty district courts located throughout Japan while the
Tokyo District Court or the Osaka District Court concurrently has non-exclusive jurisdiction. Any appeal
against decisions of those courts will be under the jurisdiction of one of the eight high courts located
throughout Japan, that corresponds to the district court in charge of the first instance. The Intellectual
Property High Court will be in charge of any case that is under the jurisdiction of the Tokyo High Court
(Article 2, item (i) of the Act for Establishment of the Intellectual Property High Court).

(2) Suits against appeal/trial decisions made by the JPO

Any suit against appeal/trial decisions made by the JPO that is under the exclusive jurisdiction
of the Tokyo High Court will be handled by the Intellectual Property High Court (Article 2, item (ii)
of the Act for Establishment of the Intellectual Property High Court).

(3) Other cases

Cases other than those mentioned in (1) and (2) that are to be handled by the Intellectual Property
High Court include any civil lawsuit or administrative lawsuit under the jurisdiction of the Tokyo
High Court that requires specialized knowledge on intellectual property in order to examine major
issues (Article 2, item (iii) of the Act for Establishment of the Intellectual Property High Court).

It should be noted that the Intellectual Property High Court and the intellectual property divisions
in other courts do not handle any criminal case such as a case involving an offense of infringing an

intellectual property right.
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m System of IP-related Litigation

Jurisdiction over IP-related Litigation
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Semiconductor Integrated Circuits Computer Program Work)
(FEREERBR O ERE BN AESRY) (BEEOEFNZFICET 54 (TO0J 7 LDEE
* Rights of Authors for a Computer MOV TOEEZBDOEFNICETHHDZRL) )
Program Work * Breeders’ Rights
(FOJZ LOEEMCDONTOEEED (BREESH)
EFICEET AE4) - Infringement of Business Interests caused by
~ 4 Unfair Competition
(FERFICLDEELONEDREICHEDEMH)

- J
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Supreme Court (= ZFIFT)

Final Instance

(E&EE)

IP High Court
(KNEYEF E = FRHIFR)

First Instance

(881%)

Japan Patent Office

(HEFF)

Appeal / Trial Decision

(FTR)

- Patent Rights (435 1E=144)

- Utility Model Rights (S2F#iRIES4)
- Design Rights (B[E#&EZE4)

* Trademark Rights (FH1EMESE4)
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Management of Proceedings for
Patent-related Cases

Suits against Infringement of a Patent

In principle, the procedure of suits against infringement of a patent (“patent infringement suits”)

is carried out in accordance with the Code of Civil Procedure. Also, the Patent Act has various

special provisions related to the Code of Civil Procedure.

Proceedings
Model (Two-
Phase
Proceedings
System)

Patent Invalidity
Defense (Double
Track with JPO
Invalidation Trial
Procedure)

Calculation of the
Amount of Damage
(Provision of the
Presumption of the
Amount of Damage)

The intellectual property divisions of the Tokyo District Court
and the Osaka District Court respectively have prepared the
Guidelines for Proceedings for Patent Infringement Suits. When
a patent infringement suit is filed with either of these courts, the
proceedings will be managed in accordance with these Guidelines.
Both courts have adopted the two-phase proceedings system,
where the court first conducts proceedings on whether the patent
has been infringed or not (phase for examination on infringement)
and, if the court finds, based on the result of the proceedings, that
infringement has actually occurred, second-phase proceedings
will be conducted on the amount of damage (phase for examination
on damages). In some cases where a court finds that infringement
has actually occurred and starts proceedings in the phase for
examination on damages, the court may attempt to arrange a
settlement and designate the date of settlement. The English
translation of the Guidelines of both courts are publicized on the
website of the Intellectual Property High Court.

In accordance with the provisions concerning the restriction
on exercise of rights by the patentee (Article 104-3 of the Patent
Act), it is possible to dispute the validity of a patent in a patent
infringement suit (patent invalidity defense). Since the validity of
a patent may also be disputed in a trial for patent invalidation at
the JPO, there are two ways to dispute the validity of a patent, i.e.,
patent invalidity defense in a patent infringement suit and the trial
procedure for patent invalidation at the JPO (so-called “Double
Track”).

The calculation of the amount of damage sustained by
infringement of the patent right is governed by Article 102 of the
Patent Act, which provides for the presumption of the amount of
damage. Under this Article, patentee, etc may claim any of the
following [i], [ii],[iii] as the amount of damage:

[i] The sum of the following (a) and (b):

(a) the amount obtained by multiplying the profit per unit of the
articles which would have been sold by the patentee, etc. if there
had been no act of infringement, by a portion not exceeding the
quantity proportionate to the ability of the patentee, etc. to work the
patented invention (“quantity proportionate to ability to work™) out
of the quantity of the infringing articles assigned by the infringer
(“assigned quantity”) (if there are circumstances due to which the
patentee, etc. would have been unable to sell the quantity of articles
equivalent to all or part of quantity proportionate to ability to work,
the quantity relevant to such circumstances (“specified quantity”)
shall be deducted);

(b) the amount of money to be received for the working of the
patented invention according to specified quantity or the portion
exceeding the quantity proportionate to ability to work out of the
assigned quantity; (paragraph (1) of said Article)

[ii] the amount of profit earned by the infringer from the act of
infringement (paragraph (2) of said Article); or

[iii] the amount of money the patentee, etc. would have been
entitled to receive for the working of the patented invention
(paragraph (3) of said Article).



I\/ maemoss

A O A

1)

B M S B BB TR

TRt B9 A REFRGR (FFartERETRR) OTheld. EAMICRFFRAREISH - TT

b 305, Farkilid, REFGREOLMOFF I H T 5N THE T,

FPE TV
(2B P g2 )7 )

BB

CREUH ) Nk

R R O PL
(4N 55 Fhe kD
FTIVNT7)

IREHEDOEE
(FBEOFHEDOHE E L
DILE)

BT 7 BRI T & R BR b 5 3R T o S Y S R ME R
. ENENIFTFHER EFRROFHEHZER L T
T, NS OFHTTORFHEERDIZ. 0%
HPEHZETFTVE LT, FHEZLNINTVET, W
FTNOFHTICBNTY, FTHFHEORENELT
WBENE ) POFH (BER) 217V, BIEOMER.
BELOLEZGGEIC, HEHOFH (BER
WCABE W), BRI EZRHA LT T 9, &KH
ik, RELOLHEZ G CTHEROFEHICALE R E
2, e LC. M HZRETA2ZLDHY
9,

FNENORAF OB EH IR O = 7 A
MZBWTABHLTWET,

e B S OMAT R OHIBRO R 2 FFiFd1045%0
3) &0, HEHERERRBIIBWTETFOHME 2 %
AT ENTETT FFFESOIR) o FiFoARME
. AT ICB T AR ERN LR ) ZLATE
ITOT, BFERERRCOBTESONR L., I
FAITICBIT 2 HAFREVI2ODL—b (WbWw5b ¥
TNVET 7)) T BiFOARMEICOVWTHFZLI L
&&Ofb‘ij—o

FRFHEREIC L A HEFOREIIOVWTIX, HED
HoEHoRE BFiFk1025%) BEFohTwE
o MEICINIE, FIFEEFIX. O@REDOITAD
USRI R ESMGE T 5 2 LS TE YO AL
B4z ) OFEOEIC, REEDORENOFEEHE
DI b BEIFTMEESFOEREN D U BEr B2
mWERG (ZFOEE T —HIH NS T 5 HE & L
THELEDPWRT LI ENTELRVETLHELDH D
EXIF. MEBHCHY T I HELTERL e &
FLCTHEE, OFEELKED DS LR Z vy
7o RIS U2 O FE MG LT 5 X & 48k
DML T 5O (FR1IH) - OREFRVR
EOTHIZ L) 2T RO (FS5R2H) « OFFFTFS
HOFEEIZH Lz 5 X&&8E0% (FR3HE) %, #H
EDHETHIENTELLEEINTVET,

17



18

Management of Proceedings for Patent-related Cases

Court Settlement

Obligation to
Clarify Specific
Circumstances

Order to Submit
Documents

Confidentiality
Protective Order

Proceedings of
Investigation

Proceedings for
Seeking Opinions
from Third Parties

Some patent infringement cases are solved through court
settlement. In large part of those cases, settlements are reached to
the patent holders’ advantage, including cases where a large amount
of damages are claimed. In Japan, court settlement is widely
recognized as an efficient and speedy way to reach an appropriate
resolution.

If a patentee, etc. alleges that his/her patent has been infringed
by a product or process, and if the adverse party denies the specific
conditions of the product or process that the patentee, etc. has
claimed as the one that composed an act of infringement, the
adverse party must clarify the specific conditions of his/her act
(Article 104-2 of the Patent Act).

The court may order either party to submit documents that
are needed to prove the infringement or to calculate damages
incurred by the infringement, except when the party possessing
the documents has a legitimate reason for refusing to submit them
(Article 105 of said Act).

A confidentiality protective order is also available as a procedure
for protecting the trade secrets stated in briefs or evidence (Article
105-4,etc. of said Act).

The court may also appoint one or more impartial technical
experts as inspectors if there are reasonable grounds to suspect
the infringement of the patent right, etc.and there seems to be no
alternative means to obtain evidence. Those inspectors who are
authorized to enter into the factory or other premises of the other
party (alleged infringer) and conduct an investigation that is needed
to prove the infringement submit a report to the court (Article 105-
2, etc. of said Act).

This system was introduced by the amendment to the Patent
Act in 2019 (Act No.3 of 2019) as a new procedure for gathering
evidence.

Under the proceedings for seeking opinions from third parties
in patent infringement litigation (Article 105-2-11 of the Patent
Act), when finding it necessary upon the petition of a party, the
court may seek from the general public submission of written
opinions on the application of the Patent Act and other necessary
matters concerning the case, while specifying the period of the
call for opinions, and the parties may use such written opinions as
evidence.

This system enables the court to gather opinions from the
general public (third parties) to obtain reference materials helpful
for making appropriate decisions. It was introduced by the
amendment to the Patent Act in 2021 (Act No. 42 of 2021). After
its introduction, the Intellectual Property High Court called for
third-party opinions for the case pending before the Intellectual
Property High Court, 2022 (Ne) 10046 (“Comment Distribution
System” case), etc.
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Management of Proceedings for Patent-related Cases

Suits against Appeal/Trial Decisions made by the JPO

on a Patent

Suits against

Any administrative disposition conducted by an administrative
agency is subject to scrutiny by judicial powers. Therefore,

appeal/trial decisions the legality of any decision, etc. made by the JPO, which is an

made by JPO

administrative agency, is subject to review by the courts. In the
case of an ex parte case, such as a trial against examiner’s decision
of refusal, the JPO Commissioner will become the defendant,
while, in the case of an inter partes case, such as a trial for patent
invalidation, either the demandant or the demandee of the trial will
serve as the defendant (Article 179 of the Patent Act).

Proceedings Model The Intellectual Property High Court has prepared the guidelines

for proceedings of suits against appeal/trial decisions made by the
JPO. The English translation of the guidelines are publicized on
the website of the Intellectual Property High Court. In principle,
the proceedings for suits against appeal/trial decisions made by
the JPO will be managed in accordance with these guidelines.
In a suit against appeal/trial decision made by the JPO, the
plaintiff is required to submit a brief prior to the first date for

Guidelines for Proceedings preparatory proceedings and required to present, in the brief,

all of the reasons for seeking rescission of the JPO decision. In
response, the defendant is required to submit a brief that states all
of its counterarguments to the plaintiff’s arguments. The English
translation of the guidelines are publicized on the website of the
Intellectual Property High Court.

Judgment of
Rescission

. | IEFHE

If the court finds that a JPO decision, etc. erred, the court will
hand down a judgment to rescind it. If this judgment is finalized,
the procedure will be resumed at the JPO. For example, in the case
of a suit against appeal/trial decision made by the JPO in a trial
against the examiner’s decision of refusal, even if the court finds
the JPO decision to uphold the examiner’s decision to be erroneous,
the court would only rescind the JPO decision and would not have
the authority to make a decision to grant a patent.
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Use of Expert Knowledge of
Technology

In the case of IP-related litigation, especially litigation related to a patent, the issue in dispute is
often related to a complex, highly specialized technical matter. In order to introduce and use expert
knowledge of technology, the systems described in this chapter are established. These systems
are expected to increase the accuracy and efficiency of the court proceedings and judgments on

specialized, technical matters and to further improve the reliability of court judgments.

Judicial Research Officials

Judicial research officials, who are assigned to the Intellectual Property High Court and also
to the intellectual property divisions of the Tokyo District Court and the Osaka District Court,
respectively, are full-time court staff members, consisting of former JPO trial examiners, etc. and
patent attorneys, who have specialized knowledge in technical fields such as machinery, chemistry,
and electric equipment, as well as knowledge about the Patent Act, etc.

In principle, as ordered by the court, judicial research officials are engaged in all technology-
based IP-related litigations, such as those related to a patent or utility model, and conduct research
on technical matters necessary for the court proceedings and judicial decisions for those cases. As
ordered by the presiding judge, judicial research officials can ask questions to the parties concerned
on the date of oral argument or on other such occasions in order to clarify the matters related to the
suit (Article 92-8 of the Code of Civil Procedure).

]
e

Office of Judicial Research Officials (F¥|FisAEEE)
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Use of Expert Knowledge of Technology

Technical Advisors for IP-related Litigation

Technical advisors are part-time national public officers appointed by the Supreme Court,
consisting of leading experts such as university professors and researchers of public institutions, who
are engaged in research on cutting-edge technologies in a wide range of specialized fields including
electrical equipment, machinery, chemistry, information communications, and biotechnology. About
200 technical advisors are appointed nationwide. When a court makes a decision to designate a
technical advisor for a certain case in order to clarify the matters related to the suit or ensure the
smooth progress of court proceedings, the technical advisor would provide explanation on the
highly specialized, technical matters in dispute based on his/her expertise from a fair, neutral

standpoint to the court (Article 92-2 of the Code of Civil Procedure).

Annual Conference of Technical Advisors (BEFIEEEHEMES)

Explanatory Sessions

In some cases, an explanatory session is held on a designated date in order to obtain oral
explanation from the parties with regard to technical matters. Such a session is held not only for
the cases where the disputed issue lies in the field of cutting-edge technology or highly specialized
technology but also for a wide variety of cases where it is considered appropriate to reflect the
general understanding shared among persons ordinarily skilled in the art in the technical field in

question, or the cases where common general technical knowledge in the art is at issue.
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Use of Expert Knowledge of Technology

An explanatory session is held on the date for oral argument or the date for preparatory
proceedings, etc. There are various forms of explanatory sessions. For example, the form conducted
on the date for oral argument is as below.

In addition to the judges, the judicial research official in charge of the case, a court clerk, and
three technical advisors selected from among the experts in the technical field in question attend the
session (In some cases, an explanatory session is held using a web conferencing system in which the
parties or some technical advisors participate online.).

At the beginning of an explanatory session, each party makes a presentation lasting around
30 minutes covering technical matters such as the details of an invention, prior arts, and common
general technical knowledge available as of the time of application filing. The parties may use
presentation software to clarify its points effectively with visual effects. In the case of infringement
litigation, the parties may provide explanation by using the products produced by working a patented
invention and the allegedly infringing products or showing a video of them, while indicating
correlations between them in a diagram by coloring the corresponding parts in order to illustrate the
comparison between the patented invention and the allegedly infringing products.

After the presentation, the participants engage in a free, frank discussion allowing both parties,
the technical advisors, the judges and the judicial research official to ask questions about the content
of the presentation or unclear points in the arguments and evidence submitted beforehand, and the
technical advisors to present explanations about technical matters. The participants can arrange
issues and deepen their understanding about the technical matters through these questions and the

answers from the parties, and the explanations from the technical advisors.

Explanatory Session (3%1fiZiPA<%)

@ Attorney for the Plaintiff (& {CZEA) O Judicial Research Official (F¥|FFEREE)
@ Technical Advisor (B2FiZE) O Attorney for the Defendant (1 &XIEN)
© Judge (FHHE) O Court Clerk (F¥IFrEiLE)
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| Grand Panel Cases

In principle, the Intellectual Property High Court handles cases through a panel of three judges
(Article 18 of the Court Act). In addition, the Intellectual Property High Court may handle the
following cases through a panel of five judges (Grand Panel), : any appeal against a decision on
actions relating to patents, etc. (technology-related actions relating to patent rights, utility model
rights, layout-design exploitation rights for semiconductor integrated circuits, or rights of authors
for a computer program work.), which is under the exclusive jurisdiction of the Tokyo High Court,
as well as any suit filed against appeal/trial decision made by the JPO with regard to a patent or
utility model (Article 310-2 of the Code of Civil Procedure, Article 182-2 of the Patent Act, Article
47, paragraph (2) of the Utility Model Act). This is a system established to conduct proceedings
with greater care for cases which require highly specialized technical knowledge and also for those
the outcome of which would give great impact on business activities and the industrial economy.
For this reason, when a case is to be handled by a Grand Panel, the four presiding judges from each
of the four ordinary divisions are taken on as members of the panel in practice. The Intellectual
Property High Court maintains the consistency of its legal interpretation by the Grand Panel
System.

Grand Panel judgments have been handed down for the following cases. The website of the
Intellectual Property High Court provides the full texts and summaries of Grand Panel judgments
in Japanese. English translations of these full texts and summaries are available on the English

website.

Grand Panel Cases

Courtroom for Grand Panel of the Intellectual Property High Court

(MEEHXEHEE)
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Date of judgment

Case number

Keyword, applicable clause

May 26, 2023

2022 (Ne) 10046
"Comment Distribution
System" case

Cross-border activity and "production”
Article 2, paragraph (3), item (i) of the
Patent Act

2020 (Ne) 10024 Rebutted portion of presumption
2 October 20, 2022 "Chair-Type Massage Article 102, paragraphs (2) and (3) of the
Machine" case Patent Act
2019 (Ne) 10003 Calculation of lost profits of the patentee
3 February 28, 2020 "Beauty Instrument" case Article 102, paragraph (1) of the Patent
Act
2018 (Ne) 10063 Calculation of the amount of profits earned
"Viscous Compositions by the infringer
s 576 AT containing Carbon Dioxide" | Article 102, paragraph (2) of the Patent
case Act
2016 (Gyo-Ke) 10182, etc. Invention described in a publication
5 April 13, 2018 "Pyrimidine Derivative" case | Article 29, paragraph (1), item (iii) and
paragraph (2) of the Patent Act
2016 (Ne) 10046 Effect of the patent right whose duration
6 January 20, 2017 "Oxaliplatinum" case was extended
Article 68-2 of the Patent Act
7 March 25, 2016 ?015 (Ne) 1.001"4 Flve. requirements applying the doctrine of
Maxacalcitol" case equivalents
2013 (Gyo-Ke) 10195, etc. Applicability of grounds for refusing an
"Bevacizumab" case application for the registration of extension
8 May 30, 2014 Article 67-3, paragraph (1), item (i) of the
Patent Act
Standard essential patent
2013 (Ne) 10043, etc. Standard essential patent
Apple v. Samsung case Restriction on the exercise of the right to
9 May 16, 2014 seek an injunction, etc.
Calculation of the amount of damages
equivalent to the amount of licensing fee
2012 (Ne) 10015 Article 102, paragraph (2) of the Patent
10 February 1, 2013 "Waste Storage Device" Act
case
2010 (Ne) 10043 Product-by-process claim
"Pravastatin Sodium" case | Definite determination of the technical
1 January 27, 2012 scope of a patented invention
Recognition of the gist of a patented
invention
2006 (Gyo-Ke) 10563 Disclaimer
12 May 30, 2008 "Solder resist" case Fulfillment of the requirements for
correction
13 | January 31, 2006 5005 (Ne).100%1 Exhaustion of a patent right
Ink cartridge" case
14 November 11, 2005 ?005 (Qyo-Kg) 1.(.)042 Par'?lmeter invention .
Polarizing Film" case Fulfillment of the support requirement
2005 (Ne) 10040 Indirect infringement
15 September 30, 2005 "ICHITARO" case Items of Article 101, paragraph (2) of the

Patent Act
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Promotion of International
V” Communications and International
Information Dissemination

Intellectual property rights for inventions, copyright works and other such objects bear
international character. With the advancement in the globalization of economic activities, an
increasing number of disputes concerning intellectual property rights arise across borders, and
similar issues are examined and judged in different jurisdictions around the world. Accordingly,
it has become increasingly important to mutually understand the legal systems of other countries
including Asian emerging countries. The Intellectual Property High Court has been promoting
active exchange of information and opinions with other countries and disseminating information
worldwide about IP-related litigation and legal systems in Japan to correspond with the globalization

of legal disputes and systems.

Judicial Symposium on Intellectual Property / TOKYO
(JSIP)

The Intellectual Property High Court has been hosting the “Judicial Symposium on Intellectual
Property / TOKYO (JSIP)”, hosted jointly by the Supreme Court, the Ministry of Justice, the Japan
Patent Office, the Japan Federation of Bar Associations, and the IP Lawyers Network Japan, as an
opportunity to internationally and domestically provide information on the system and practice
of IP-related litigation in Japan, as well as to obtain information on such issues in other countries

directly from overseas practitioners.

Judicial Symposium on Intellectual Property/TOKY02024(JSIP2024)

— IP Dispute Resolution in Japan, the United States and Europe —

Judicial Symposium on Intellectual Property/Tokyo 2024
(SF6EE EREFMEIEIES KDL (JSIP2024))
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FERHEW 2 EOMM M EBR 2 2 A L Co 9. BEnEo 7o -
fBIZHE N HIR I EME B 20 b EBML L T2 TH Y [MEOEHHE R & T
HWENEZedHN I3, 20X A, T7VTHEOHBEZEZO, ME O EHEEZ
HWZHBELE) CEOBEEEDMLTVE S, 20X REMNHF L TERIED 70—
INABISHIS S %728, HBI EE RSB Cld, SLE L OfFH - R 2 R 1247
EA HARDHK M EHEBIARFFER R B F IOV Ty A S HEFHI TR 5 7 EEIBRACHT
WY MHATHE T,

RIS ]S R Y 4 (JSTP) DB

H AR J1 1 FEME BIARFRAR A B3 5 il BE R i By D FAF IS B 9 2 1Bk & ENAMCRE T %
B, EHEONEHRE ZOEOEBRPLEEEON LA L LT, MM EESSE
M, REBHPT, EBA. 07T, HARELEGR RO RE LM & v & ok
T, EBRAM ALY YR Y o A (JSIP) ZBfEL TV E T,

Mock Trial in the Symposium, 2024 (#E#&HIDHETF JSIP2024)

Panel Discussion in the Symposium, 2024
(XX T ZHy > a>DiEF JSIP2024)
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Promotion of International Communications and International Information Dissemination

Since its start in 2017, JSIP has been held each year by inviting judges, lawyers and patent
examiners from the United States, Europe, and Asian countries to discuss recent topics relevant to
international IP disputes and court judgments.

In the first-day program of JSIP, which has been organized by the Intellectual Property High
Court every year, judges and lawyers perform mock trials on the hypothetical patent infringement
cases, followed by a panel discussion based on topics including the results of the mock trials.
The selected topics vary each year: in 2023, “Exhaustion” and “IP Dispute Resolution at Various
Jurisdictions” (participants: India and Republic of Korea); and in 2024, “Patent Infringement Suits
in which Patent Validity Is Disputed” and “Examination on Patent Validity at Court” (participants:
Unified Patent Court, United States, and United Kingdom). Through the discussion of these topics,
the participants deepened their mutual understanding of the judicial systems and IP practices in
other countries. The main topics and the participating countries in the programs organized by the

Intellectual Property High Court from 2017 to 2022 are as indicated in the table on page 35.

Participation in international conferences

Various international conferences have been held in order to discuss the latest issues concerning
IP-related litigation on intellectual property rights, which have been evolving rapidly. Judges of the
Intellectual Property High Court attend those conferences and actively participate in the discussions
on the latest issues and disseminate information about the practices adopted in IP-related litigation,

etc. in Japan.

I20pAKY
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Participation in the International Trademark Association, INTA

(INTA (EFEBEIZHS) 2024 ERBEADEIN)

Participation in the International IP Court Conference Participation in the Indo-Pacific Judicial Colloquium
hosted by the Patent Court of Korea held in the U.S.
(Ked RENSETER £ 18 0 EREF A B R R (REIZH TR A1 > FAFEREBHREADOS)
SEADSH)
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LRFEHEZ BHE LT, EBRENRMBHSF ORI R LD Ny 227 —< & LT
WwWEg,

M R RS S YT A2 A D70 F 5 AT, BIE, SRR SRR B
L. FHERLHELICL S, KWEHOFAZ D LIS LBEERERNOEHEE . 2O RS2 5K
FRINNANVTARADy v aryw#fioTnET, EHAYTLT—<I3EERLZD, 4H
SAEEEIE [THRIZOWT] KU MM E SRR OERR L] (4 ¥ FVEERSm) %.
A 6L [EFREEFRICB O TRTANIESFbN 2 F ] KO [HHFTCX 5
FEEFA RMEDHEIFIC OV T (BN —4FFF 8. 7 AV A, 4 ¥ Z3S) %1
D BT, HEROCHIB O EREROEBFICOWTHMBEZRD T L7z, 294 E
SAFAEEE COMYMERERNIAHEYL L7270 77 20ELR T —< ESEICD

Tid, TROEDEBY T,

Main topics Participating countries
(FHT—7) (&mE)

2017 Gathering of evidence China, Korea, Singapore

(H29) (FERLINEE) (h, 28, B)

2018 Patent validity in patent infringement lawsuit France, Germany, UK, USA

(H30) (BEHERTHRDICHIIEFFOEINMN) (A, ¥ & XK)

2019 Claim construction Australia, China, India, Korea

(R1) (7L —LER) (& . EI, )

The Current State of the Doctrine of Equivalents

2020 Germany, UK, USA

(R2) in Patent Infringement Suits O . F)
(HEFERERAICH I BERDER) T

2021 Internatlonr:fl Comparison of Indirect Infringement China, India, Korea

(R3) of Patent Right (ch, EI. 88)
(FFEFEDEHERE D ERHE) o

2022 ::::Lna::;\s: Comparison of Joint Patent Germany UK, USA

(R4) e (. K K)

(EHEPIC LI BFERT OERLE)

B ERa#E~omE

HEAR D L HIR I PEME 2 3 RT3 2 JIB W EMEBPRFRERICBI L T3, i o R
deam 3 ARk A G EIBESFESH AN TV T, FMESSFRH O E D . %ﬂ%@A
AW LT Sedolin DR ICRUBRIIC ST 5 & & B IS HADOHM EHEBRTRR O
ERFCOVTHEIEFEFEZ LT T,
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Promotion of International Communications and International Information Dissemination

Visitors from other countries

Many legal professionals visit the Intellectual Property High Court from around the world, often
from Western countries as well as Asian countries such as China, the Republic of Korea, India, and
ASEAN countries such as Indonesia, Viet Nam, and Myanmar. Judges of the Intellectual Property
High Court provide explanations about IP-related litigation, etc. in Japan and respond to visitors’

questions on such occasions.

Study groups with a global perspective

The Intellectual Property High Court invites legal professionals specialized in intellectual
property rights and business persons in charge of intellectual property rights who are working in the
front line of business as lecturers to collect up-to-date information on business environments and
the latest issues related to IP laws in order to keep pace with any new development.

The Intellectual Property High Court also invites lecturers from foreign countries and actively
exchanges information and opinions regarding topics such as the business circumstances relating to
intellectual property rights overseas.

The knowledge and information obtained through international information exchanges and the
activities of study groups are shared among the judges in charge of IP-related cases, and contribute

to the accomplishment of Japanese judicial decisions accepted internationally.

Visit by a Judge from the Munich branch of the Unified Patent Court and others
(FRNAE—4FRFRCHIPN S 2 >N\ R EBHIE 5 DRIT)

Visit by the Acting Chief Justice of the High Court of Delhi and others
(7 -—SHEFEHESDXRT)
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AN RE B AL, R K E DS D% K OEEBRESFEIKRIT L3, KekikE
DIFH, HE, BE, £ 2 F, ZLTA Y FARY 7. XM F A, I ¥ v —%DASEAN
HEE WS 72T VT OE A S OFMENRTTHIEDHE L TNHOEAIT, WY
PSRBT OB E 25 H A O A M EEME IR TREA SR OB &2 L7720 K& S 08 M
WKWIHL=) LTwEd,

IR 2 A 2T 5E 2

TP RS FCHT Tl M EHERE R OB RRPE VA ADE R TIHE LTV H 4
OB FEMETH Y F 2 RIS IR & R 2 ) A2 AL 3% e S0 dm O HI W EEME i LD T k%2
EVARBBEITOWT, VT VIALMERETELTVWE T,

MV DO ZARE . WSO MM ERHEZ D CHE YA ADERFIZOWT, I H
K, BRAREToTVETS

IR A PR 7 IS Ko THRES M7 AR AR UL, HIAY I PEME B AR 1R 2 0D 99 B
HRLTIA SN, ERIICHEMT2HROBHDOFERUTHML TV,

Visit by Delegation from Chamber of Patent Attorneys of Germany
(FryRBLRREREORT)

Discussion Session with members of American Intellectual Property Law Association (AIPLA) 2024
(SHOEET AU H AN EEHEEAELS COBRTHER)
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Vi

Promotion of International Communications and International Information Dissemination

Website Website of the Intellectual Website of the

Property High Court Supreme Court

(1) Multilingual dissemination of information

In order to disseminate information all over the world, the Intellectual Property High Court
provides a part of the contents of its website in foreign languages (English, French, German,
Chinese, and Korean).

(2) English translations of judgments

The judgments handed down by the Intellectual Property High Court have attracted attention
from other countries. With the advancement in globalization of legal disputes, it has become even
more important to disseminate information worldwide. For this reason, the Intellectual Property
High Court publishes through its website, English translations of selected IP judgments (full
text/extract) and case summaries of its own together with those of the Supreme Court and the
IP divisions in the district courts. These English translations can be searched by choosing “IP
Judgement Database”, which appears under the “IP Judgement in Japan” tab on the English website
of the Intellectual Property High Court along with “Important IP Judgment by Category” and
“Grand Panel Cases of the IP High Court”. In addition, especially important IP cases chosen from
those judgments and summaries are sorted by major legal issues in the IP law area (e.g., claim
construction, copyrighted work, etc.) on the “Important IP Judgment by Category” page. English
translation of full texts and summaries of Grand Panel judgements are available on the “Grand
Panel Cases of the IP High Court” page.

Further, the full text of the English translations of Supreme Court judgments, including
judgments for IP cases, can be retrieved from the “Judgments of the Supreme Court” page of the
English website of the Supreme Court.

Search screen of “IP Judgement
Database” on the Intellectual
Property High Court Website

Search screen of “Judgement
of the Supreme Court” on the
Supreme Court Website

(3) Statistical information

Statistical information concerning the Intellectual Property High Court (number of suits against
appeal/trial decisions made by the JPO commenced and disposed, and average time intervals from
commencement to disposition) and statistical information concerning intellectual property related
civil cases (number of intellectual property related civil cases commenced
and disposed, average time intervals from commencement to disposition,
and statistics regarding patent infringement cases) are published on the
website of the Intellectual Property High Court. An English version of
such statistical information is available on the English website. Statistical information

About Us Information
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" Access Map (77t2<>7)

For Shibuya - lkebukuro (% - it 5mE) >
Tokyu Toyoko Line + Tokyo Metro Fukutoshin Line (RER##E - RE X b ORIEROER)

Tokyu Toyoko Line
(RARER)

Nakameguro Sta.

<5 (B RER)

For Musashikosugi * Yokohama
(RBUIMS - HR7E) For Ebisu - Kasumigaseki (BLt% - 24 EA®E) C>
Nakameguro Atlas Tower

(7 h5Z2487—)

Tokyo Metro Hibiya Line (RE 4 kO HEBER)

. Komazawa Street (B83R@ V)
Nakameguro grade separation

(R B B A3E)
For Ebisu (BHHAE) >
N = = = Intellectual Property High Court
3 W & IO Tokyo District Court
T F g a 5 g Nakameguro Building
2® 2= 3 (GRS SR -
8= sl 3 BN R RERES)
8% The Business Court
3 (ES%A - a— k)
F
Pedestrian bridge Den{«:lBashi
(4381E) (FH%:475)
@ﬁ Tokyo Kyosai Hospital
(= (2 AR
Tokyo Kyosai Hospital (Tokyu Bus)
[ AR Nakameguro Park

(GREEUNET))

.. Address @)

Nakameguro 2-4-1, Meguro-ku, Tokyo 153-8537
153-8537 HLHBH BX A HE 2-4-1

TEL: 03-5721-3119

URL: https://www.ip.courts.go.jp/index.html

™. Access ®#-/52)

Nakameguro Sta. (Tokyo Metro/Tokyu): About 8 minutes on foot
((waFED W2 bo - _a P HEBR ERK 8 7)

Tokyo Kyosai Hospital (Tokyu Bus): About 2 minutes on foot
((REFNAE) WENR BESEFEREEET €44 2 57)
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https://www.ip.courts.gojp/index.html
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