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Definition of IP-related Litigation

(1) IP-related civil cases

IP-related civil cases include cases where a claim is filed for damages or an injunction against
an act of infringement of the following rights: a patent, utility model right, design right, trademark
right; the rights specified in the Copyright Act, namely, rights of authors, right of publication, and
neighboring rights; a layout-design exploitation right for semiconductor integrated circuits specified
in the Act on the Circuit Layout of a Semiconductor Integrated Circuits; or a breeder’s right
specified in the Plant Variety Protection and Seed Act. Cases in which a claim is filed for damages
or an injunction against an act of infringement of business interests as a result of unfair competition
specified, as well as cases where a claim is filed for the employer’s payment of value for an employee
invention or device, are also included.

Usually, the first instance for a civil lawsuit is filed with a district court if the value of the
subject matter of litigation exceeds 1.4 million Japanese yen and with a summary court if the value
of the subject matter of litigation is not more than 1.4 million Japanese yen. Most of the first
instances of IP-related civil cases are handled by district courts. Since Japan has adopted the three-
tiered judicial system, which allows either party to a lawsuit who is dissatisfied with a judgment to
seek further proceedings and trials up to three stages in principle, a party who is dissatisfied with
the judgment handed down by a district court for the first instance with regard to the court’s fact
finding or interpretation of law may file an appeal with a high court. A dissatisfied party may file a
final appeal or a petition for acceptance of final appeal with the Supreme Court on a question of law
against the judgment of a high court. In this respect, there is no difference between IP-related civil
cases and other civil cases.

(2) Suits against appeal/trial decisions made by the JPO

With regard to a patent, utility model right, design right or trademark right, these rights arise
upon registration at the JPO. An applicant who is dissatisfied with a JPO examiner’s decision
of refusal or an interested person who seeks to invalidate the registration of such rights may file
a request for a trial with the JPO. In the case where the JPO makes a decision in such trial, the
applicant or the person who is dissatisfied with the JPO decision may file an administrative suit to
seek the rescission thereof. This is called a suit against appeal/trial decision made by the JPO.

Suits against appeal/trial decisions made by the JPO are under the exclusive jurisdiction of the
Tokyo High Court (Article 178, paragraph (1) of the Patent Act, etc.). These suits shall be handled
by the Intellectual Property High Court, which is a special branch of the Tokyo High Court (Article
2, item (ii) of the Act for Establishment of the Intellectual Property High Court). A party who is
dissatisfied with a judgment handed down by the Intellectual Property High Court may file a final
appeal or a petition for the acceptance of a final appeal with the Supreme Court.

Unlike an ordinary lawsuit, proceedings at a district court are omitted in the case of a suit
against appeal/trial decision made by the JPO. This is because the JPO trial procedure is conducted
as quasi-judicial proceedings, which require a high level of fairness similar to that required in
judicial proceedings, and also because the JPO makes decisions based on specialized, technical
knowledge possessed by the JPO.
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Jurisdiction over IP-related Litigation

(1) IP-related civil cases

Some of the IP-related civil cases, namely, actions relating to patents, etc. (so-called technology-
related actions relating to patent rights, utility model rights, layout-design exploitation rights for
semiconductor integrated circuits, or the rights of authors for a computer program work), need to be
handled by a court that has a well-established sector for specialized proceedings, due to the specialized
and technical nature of such cases.

For this reason, such actions relating to patents, etc. are under the exclusive jurisdiction of the Tokyo
District Court or the Osaka District Court, both of which have divisions specialized in IP-related civil
cases (Article 6 paragraph (1) of the Code of Civil Procedure). Any appeal against decisions of those
courts shall be handled by the Intellectual Property High Court (Article 6, paragraph (3) of the Code of
Civil Procedure, Article 2, item (i) of the Act for Establishment of the Intellectual Property High Court).

Among IP-related civil cases, so-called non-technology-related actions relating to design rights,
trademark rights, the rights of authors (excluding the rights of authors for a computer program work),
publication rights, neighboring rights, or breeder’s rights; or infringement of business interests caused by
unfair competition, are under the jurisdiction of fifty district courts located throughout Japan while the
Tokyo District Court or the Osaka District Court concurrently has non-exclusive jurisdiction. Any appeal
against decisions of those courts will be under the jurisdiction of one of the eight high courts located
throughout Japan, that corresponds to the district court in charge of the first instance. The Intellectual
Property High Court will be in charge of any case that is under the jurisdiction of the Tokyo High Court
(Article 2, item (i) of the Act for Establishment of the Intellectual Property High Court).

(2) Suits against appeal/trial decisions made by the JPO

Any suit against appeal/trial decisions made by the JPO that is under the exclusive jurisdiction
of the Tokyo High Court will be handled by the Intellectual Property High Court (Article 2, item (ii)
of the Act for Establishment of the Intellectual Property High Court).

(3) Other cases

Cases other than those mentioned in (1) and (2) that are to be handled by the Intellectual Property
High Court include any civil lawsuit or administrative lawsuit under the jurisdiction of the Tokyo
High Court that requires specialized knowledge on intellectual property in order to examine major
issues (Article 2, item (iii) of the Act for Establishment of the Intellectual Property High Court).

It should be noted that the Intellectual Property High Court and the intellectual property divisions
in other courts do not handle any criminal case such as a case involving an offense of infringing an

intellectual property right.
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Supreme Court (= ZFIFT)

Final Instance

(E&EE)

IP High Court
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First Instance
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Japan Patent Office

(HEFF)

Appeal / Trial Decision

(FTR)

- Patent Rights (435 1E=144)

- Utility Model Rights (S2F#iRIES4)
- Design Rights (B[E#&EZE4)

* Trademark Rights (FH1EMESE4)

15





