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VI Grand Panel Cases

As stated in Chapter III 3 above, the Intellectual Property High Court is authorized to conduct
court proceedings through a panel of five judges (Grand Panel) for appeal cases relating to patents,
etc. and suits against appeal/trial decisions made by the JPO related to a patent or utility model.
In the past, Grand Panel judgments were handed down for the following cases. The Intellectual
Property High Court will continue to accumulate precedents steadily by carrying out proceedings
for certain cases as Grand Panel cases, as necessary.

The full text of Grand Panel judgments in English and Japanese are available on the website
of the Intellectual Property High Court (please refer to Chapter VII 5 for further details of the

information on the website).

(1) 2018 (Ne) 10063, Judgment of the Intellectual Property High Court on June 7,
2019 (“Viscous Compositions containing Carbon Dioxide” Grand Panel case)

A case where the court made a ruling on the calculation of the amount of profit that the
infringer has made from the infringement under Article 102, paragraph (2) of the Patent Act, the
criteria for determining whether or not the presumption under said paragraph be overcome, and the
calculation of the amount of money the patentee would have been entitled to receive for the working
of the patented invention under paragraph (3) of said Article.

(2) 2016 (Gyo-Ke) 10182, etc., Judgment of the Intellectual Property High Court on
April 13, 2018 (“Pyrimidine Derivative” Grand Panel case)

A case where the court presented determination of whether the legal interest for litigation in the
suit against the trial decision made by the Japan Patent Office is lost or not after the expiration of
patent right, and finding of an “invention that was described in a distributed publication” (Article 29,
paragraph (1), item (iii) of the Patent Act) that provides the basis for judging inventive step.

(3)2016 (Ne) 10046,Judgment of the Intellectual Property High Court on January
20, 2017 (“Oxaliplatinum” Grand Panel case)

A case in which the court made a decision as to the scope of the patent right concerning a

pharmaceutical product pursuant to Article 68-2 of the Patent Act, whose duration was extended,
with regard to manufacturing and selling the generic drug.

(4) 2015 (Ne) 10014,Judgment of the Intellectual Property High Court on March 25,
2016 (“Maxacalcitol” Grand Panel case)
A case where the court presented the criteria for determining the application of the five
requirements established in the Judgment of the Supreme Court, Feb. 24, 1998 (1994(0)1083, “Ball
spline bearing” case), which are necessary for finding equivalence with patented invention.

(5) 2013 (Gyo-Ke) 10195, etc., Judgment of the Intellectual Property High Court on
May 30, 2014 (“Bevacizumab”Grand Panel case)
A case where the court presented the criteria for determining whether or not an application for

the registration of extension of the duration of a patent falls under the grounds for refusal prescribed
in Article 67-3, paragraph (1), item (i) of the Patent Act.
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Grand Panel Cases

(6) 2013 (Ne) 10043, etc., Judgment of the Intellectual Property High Court on May
16, 2014 (Apple v. Samsung Grand Panel case)

A case where the court made a ruling on the restriction that should be imposed on the exercise
of a right to claim damages or claim an injunction based on a standard-essential patent subject to
a FRAND declaration, and the calculation of the amount of damages equivalent to royalties for a
license on FRAND terms.

(7) 2012 (Ne) 10015, Judgment of the Intellectual Property High Court on February 1,
2013 (“Waste Storage Device”Grand Panel case)

A case where the court made a decision as to whether it is required for the patentee to "work"
(Article 2, paragraph (3) of the Patent Act) the "patented invention" in dispute within Japan in order
to find Article 102, paragraph (2) of said Act (Presumption of the Amount of Damage) applicable.

(8)2010 (Ne) 10043, Judgment of the Intellectual Property High Court on January
27, 2012 (Product-by-process claim Grand Panel case)

A case where, regarding so-called product-by-process claims, which state the claims of an
"invention of a product" by stating the "manufacturing process" of the product, the court made
a decision on the method of interpreting the technical scope of the patented invention in dispute
(Article 70 of the Patent Act) and the method of recognizing the gist of the patented invention that
provides the basis for judging the defense of invalidity specified in Article 104-3 of said Act.

(9) 2006 (Gyo-Ke) 10563, Judgment of the Intellectual Property High Court on May
30, 2008 (“Solder resist”’Grand Panel case)

A case where the court presented general judgment criteria concerning the requirement for
correction, i.e., "within the scope of matters disclosed in the description or drawings" as specified in
the Patent Act and determined whether the aforementioned requirement is fulfilled if an applicant
requests the correction in which a part of the invention claimed in the patent application is excluded
by an "excluding claim."

(10) 2005 (Ne) 10021, Judgment of the Intellectual Property High Court on January
31, 2006 (Ink cartridge Grand Panel case)

A case where the court examined the case where the patentee of a patent for an invention of
a product or the licensee who has been licensed by the patentee assigned a product related to the
patented invention in Japan, and made a decision as to whether or not the patent has been exhausted
if all or any of the parts that comprise the patented product are later processed or replaced by a third

party.

(11) 2005 (Gyo-Ke) 10042, Judgment of the Intellectual Property High Court on
November 11, 2005 (Parameter patent Grand Panel case)

A case where, with regard to a so-called parameter invention, the court presented the judgment
criteria to determine whether or not the statement in the scope of claims satisfies the support
requirement for the description (Article 36, paragraph (5), item (i) of the Patent Act prior to the
revision by the Act No. 116 of 1994; After the revision, Article 36, paragraph (6), item (i) of the
Patent Act).

(12) 2005 (Ne) 10040, Judgment of the Intellectual Property High Court on
September 30, 2005 (“ICHITARO”Grand Panel case)
A case where the court held that the manufacturing, assignment, etc. of a document preparation
software and its related software constitute indirect infringement specified in Article 101, item (ii)
of the Patent Act, but do not constitute indirect infringement specified in item (iv) of said Article.
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